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This is a decision on the petition, filed January 20, 2012, which is being treated as a request
under 37 CFR 3.81(b)' to correct the assignee’s name on the Fee(s) Transmittal form PTOL-
85(b) so that the Letters Patent will issue to the assignee.

The request is DISMISSED.

Petitioner states that the correct assignees’ names are Showa, Co., Ltd. and Taisei Corporation
and that an incorrect assignee’s name was included on the Part B - Fee(s) Transmittal form at the
time of payment of the issue fee. Accordingly, petitioner requests the issuance of a certificate of
correction.

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in the
name of the assignee submitted after the date of payment of the issue fee, and any
request for a patent to be corrected to state the name of the assignee, must state
that the assignment was submitted for recordation as set forth in § 3.11 before
issuance of the patent, and must include a request for a certificate of correction
under § 1.323 of this chapter (accompanied by the fee set forth in § 1.20(a)) and
the processing fee set forth in § 1.17(i) of this chapter.

The request under 37 CFR 3.81(b) was not accompanied by an appropriate request for a
certificate of correction as required by 3.81(b). See, MPEP 1481.01. The certificate of
correction included herewith requests issuance of a certificate of correction wherein Soma

' See MPEP 1309, subsection II and Official Gazette of June 22,2004
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Optics, Ltd. be added as an assignee. As petitioner has failed to comply with the provisions of 37
CFR 3.81(b), the request cannot be granted at this time.

Inquiries concerning this decision should be directed to the undersigned at (571) 272-3205. Any
questions concerning issuance of a certificate of correction should be directed to the Certificates
of Correction Branch at (571) 272-4200.

/ALESIA M. BROWN/
Alesia M. Brown

Attorney Advisor
Office of Petitions
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In re Patent No. 7,980,036

Issued: July 19, 2011 :

Application No. 11/576,809 ' : ON PETITION
Filed: April 5, 2007 :

Atty. Dkt. No. SAEG198.001APC

This is a decision on the petition, filed February 22,2012, which is being treated as a request
under 37 CFR 3.81(b)' to correct the assignee’s name on the Fee(s) Transmittal form PTOL-
85(b) so that the Letters Patent will issue to the assignee.

The request is GRANTED.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
3205. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

The Certificates of Correction Branch will be notified of this decision granting the petition under
37 CFR 3.81(b) and directing issuance of the requested Certificate of Correction.

IALESIA M. BROWN/

Alesia M. Brown
Attorney Advisor
Office of Petitions

' See MPEP 1309, subsection Il and Official Gazette of June 22, 2004
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In re Application of
Huyart et al. :
Application No. 11/576,844 : ON APPLICATION FOR

Filed: April 6, 2007 : PATENT TERM ADJUSTMENT
Atty Docket No. 088245-6097 ‘ :

This is in response to the REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT FOR PATENT APPLICATION UNDER 37 C.F.R. .

§ 1.705(b), filed October 29, 2010. Applicants submit that the
correct patent term adjustment to be indicated on the patent is
eight hundred forty (840) days®, not five hundred thirty-two
(532) days as calculated by the Office as of the mailing of the
initial determination of patent term adjustment. Applicants
request. this correction solely on the basis that the Office will
take in excess of three years to issue this patent.

As the instant application for patent term adjustment requests
reconsideration of the patent term adjustment as it relates to
the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37
CFR 1.705(b) is DISMISSED as PREMATURE.

Knowledge of the actual date the patent issues is required to
calculate the amount, if any, of additional patent term
patentees are entitled to for Office failure to issue the patent
within 3 years. See § 1.702(b). The computer will not undertake
the § 1.702(b) calculation until the actual date of issuance of
"the patent has been determined. Likewise, the computer will not
calculate any further Office delay under § 1.702(a) (4) or
applicant delay under § 1.704(c) (10) until the actual date of
issuance of the patent has been determined. As such, the Office
can not make a determination on the correctness of the patent
term adjustment until the patent has issued.

! This calculation is based on a projected issuance date of February 8, 2011.
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Requesting reconsideration of the patent term adjustment to be
indicated on the patent under 37 CFR 1.705(b) based on the
initial determination of patent term adjustment and a projected
issuance date of the patent is premature. Accordingly, it is
appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under
37 CFR 1.705(b) contesting the 37 CFR 1.702(b) calculation at
the time of the mailing of the notice of allowance, applicants
are advised that they may wait until the time of the issuance of
the patent and file a request for reconsideration of the patent
term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does
not calculate the amount of time earned pursuant to 37 CFR
1.702(b) until the time of the issuance of the patent, the
Office will consider any request for reconsideration of the
patent term adjustment due to an error in the calculation of 37
CFR 1.702(b) to be timely if the request ¥for reconsideration is
filed within two months of the issuance of the patent.

However, as to all other bases for contesting the initial
determination of patent term adjustment received with the notice
of allowance, applicants must timely file an application for
patent term adjustment prior to the payment of the issue fee?.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e) for consideration of the application for
patent term adjustment under 37 CFR 1.705(b). This fee is
required and will not be refunded.

Any request for reconsideration of the patent term adjustment
indicated on the patent must be timely filed within 2 months
after issuance pursuant to 37 CFR 1.705(d) and must include
payment Qf the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision.
This application is being referred to the Office of Data
Management for issuance of the patent.

For example, if an applicant disputes both the calculation of patent term
adjustment under 37 CFR 1.702(a) (1) for Office failure to mail a first Office
action or notice of allowance not later than fourteen months after the date
on which the application was filed and wunder 37 CFR 1.702(b) for Office
failure to issue a patent within three years of the actual filing date of the
application, then applicant must still timely file an application for patent
term adjustment prior to the payment of the issue fee to contest the
calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b) (3) (B). A dispute as to
the calculation of the §1.702(a) (1) period raised on request for
reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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Telephone inquiries specific to this decision should be directed

to the undersigned at (571) 272-3230.

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions’
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In re Application of
Caizhong Tian et al :
Application No. 11/576,852 : ON PETITION
Filed: April 6, 2007 :

Attorney Docket No. 306780US26PCT

This is a decision on the petition, filed Novermber 11, 2010 under 37 CFR 1.313(c)(2) to
withdraw the above-identified application. fromissue after payment of the issue fee.

The petition is GRANTED.

The above-identified apfplication is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on October 18,2010 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 1716 for processing of the request for
contir(xjued examination under 37 CFR 1.114 and for consideration of the concurrently filed
amendment.

/Irvin Dingle/
Irvin Dingle
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to

“apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).



Doc Code: PET.RELIEF
Document Desoription: Certification and Regueast for Disaster Relief

PTQISR/MZ5 {33-11)

CERTIFICATION AND REQUEST
FOR RELIEF DUE TO EVENTS OF MARCH 11, 2011, IN JAPAN (Page 1 of 2)

Nonprovisional Application Number or Control Number (i zpplicable}. | Patent Number (if spplicabie)

11/676,858

First Named Inventor: Titte of invention:

Yoshitaka YANO Liguid Composition for the Oral Cavity

&.

R

APPLICANT/PATENTEE/REEXAMINATION PARTY HERERY CERTIFIES AND REQUESTS THE
FOLLOWING FOR THE ABOVE-IDENTIFIED APPLUICATION/PATENT/REEXAMINATION PROCEEDING.

:‘“1\ FOR PATENT APPLICATIONS AND REEXAMINATION PROCEEDINGS PENDING IN THE USPTO AS OF
" MARCH 11, 2011, IN WHICH A COMMUNICATION FROM THE USPTO IS SOUGHT TO BE REMAILED:

One or more inventors, an assignee, or a correspondence address (for the application/proceeding) is in
an area of Japan affected by the earthquake and/or tsunami of March 11, 2011,

A reply or response to an Office action (final, non-final, or other), a notice of allowance, or other Office
notice (hereinafter collectively referred to as “Office communication”) is outstanding on March 11, 2011.

The statutory or non-statutory time period set for response has not yet expired.
Withdrawal and reissuance of the Office communication is requested,

It is acknowledged that if this request is not made within sufficient time so that withdrawal and
reissuance of the Office communication occur prior to expiration of the statutory or non-statutory time
period (as permitted to be extended under 37 CFR 1.136(a), or as extended under 37 CFR 1.550(c) or
1.9586), this request may not be granted.

The need for the reissuance of the Office communication was due to the effects of the earthquake
and/or tsunami of March 11, 2011.

This request is being sent via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for
Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

2. FOR PATENTEES WHO WERE UNABLE TO TIMELY PAY A PATENT MAINTENANCE FEE DURING THE
SIX-MONTH GRACE PERIOD FOLLOWING THE WINDOW TO PAY THE MAINTENANCE FEE:

The original window of ime to pay the maintenancs fee without the surcharge required by
37 CFR 1.20{h) expired on or after March 11, 2011

Tng delay in paving the fes was due 1o the effects of the earthguake and/or tsunami of March 11, 2011,

The USPTO is requested to sua sponfe walve the surchargs in 37 CFR 1.20(h) for paving a
mairtenance fee during the six-month grace paricd following the window 1o pay the maintenance fee.

This request and payment of the maintenance fee during the six-month grace period following the
window to pay the maintenance fee is being mailed to: Director of the United States Patent and
Trademark Office, Attn: Maintenance Fee, 2051 Jamieson Avenue, Suite 300, Alexandria, VA 22314; or
being transmitted via facsimile to: 571-273-6500.




PTO/SR/M425 (03-11)

CERTIFICATION AND REQUEST
FOR RELIEF DUE TO EVENTS OF MARCH 11, 2011, IN JAPAN (Page 2 of 2)

PAYMENT UNDER 37 CFR 1.378(c):
a. The maintenance fes payment was required to have baen paid after March 10, 2011,
b. A petition under 37 CFR 1.378(c) {using USPTC form PTO/SBIEE ~ Petition to Accept Unintentionally

Delayed Payment of Maintenance Fee in an Expired Patent (37 CFR 1.378(c})) is being promptly filed
accompanied by the applicable maintenance fee payment (but not the surcharge under 37 CFR 1.20().

The deiay in payment of the maintenance fee was due 1o the effects of the earthquake and/or tsunami of
March 11, 2011,

o

d. The USPTO is requasted to sua sponte waive the surcharge in 37 CFR 1.20() for accepling & delayed
maintenance fee payment.

e, It is acknowledged that the petition fo accept a delayed maintenance fee payment under
37 CFR 1.378{c) must be filed by March 11, 2012, in order 1o be entitled {o a waiver of the surcharge

under 37 CFR 1.20().

f. ltis acknowledged that the petition {o accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed within twenty-four months from the expiration date of the patent. See
35 U.8.C 41{c).

g. This requast and the petition to accept a delayved mainienance fee payment under 37 CFR 1.378(¢) is
heing submitted via EFS-Wab or by mail directed to Mail Stop Petition, Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450,

4. FOR NONFROVISIONAL PATENT APPLICATIONS FILED WITHOUT AN EXECUTED OATH OR
DECLARATION OR PAYMENT OF THE BASIC FILING FEE, SEARCH FEE, ANDYOR EXAMINATION FEE:

a. The nonprovisional patent application was filed on or after March 11, 2011, and prior to Aprit 12, 2011,

B, The late filing of the oath or declaration or the basic filing fee, search feg, or examination fee was dug fo
the effects of the earthquake and/or tsunami of March 11, 2011,

c.  The USPTO is requested o sua spontfe waive the surcharge set forth in 37 CFR 1.18(f) for the late filing
of the oath or declaration or basic filing fee, search fes, and/or examination fee.

d.  This request, together with the executed cath or declaration or the basic filing fee, search fee, or
examination fee, as well as the reply to the Notice o File Missing Parts, Is being submilted via EFS-Web
or by mail dirscted to Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-14580.

¥ N N o
senare Dotk A, Lo (atty dktno. 2537.0020000) o Aped {4, 2o o

neme o Michele AL Cimbala raditioner 33,851

{Print'Typed} Registration Number

Note: Signatures of &l the inventors, § 1.41(b) apolicants, or assignaes of record of the entire interest or their represeniaiive(s), or
reaxamination requesters at the appeal stage are reguirad in accordance with 37 CFR .33 and 11.18. Flease see 37 CFR 1.4{d} for the form
of the signature, If necessary,_submit multigle forms for more than ong signature, see below”.

} i 1 .
;ﬁ: *Total of forms are subrmitted.
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STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
1100 NEW YORK AVENUE, N.W.

WASHINGTON DC 20005
MAILED
. APR 1.3 2011
In re Application of o OFFICE OF PETITIONS
Yano et al. :
Application No. 11/576,858 :  DECISION ON PETITION

Filed: October 13, 2006
Attorney Docket No. 2537.0020000/MAC

This is a decision on the request filed April 11, 2011, seeking relief under the provisions
of an announcement by the Under Secretary and Director of the United States Patent and
Trademark Office on March 17, 2011,
http://www.uspto.gov/patents/announce/japan_relief 2011marl7.pdf, providing relief to
inventors and patent owners in areas affected by the earthquake and resulting tsunami of
March 11, 2011.

The request for relief is GRANTED.

In the above-identified application, an Office action was mailed on November 23, 2010.
The instant petition was filed prior to the expiration of the period for reply and the
certifications for granting of relief are considered to be met by the submission of the
request.

Telephone inquires concerning this decision should be directed to the undersigned at 571-
272-T7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

This application is being referred to the Technology Center, Art Unit 1612 for re-mailing
the Office action of November 23, 2010. The period for reply will run from the mailing
date of the Office action.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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APPLICATION NO. FILING DATE ] FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO.—l
11/576,955 01/03/2008 Shin-Jen Shiao AP138-07 | 7882
7590 04/1372012

Shin-Jen Shiao

. 4F-6, No. 98 Jianzhong Road
Hsinchu 300,
TAITWAN

I EXAMINER |

- MELLER, MICHAEL V

I ART UNIT [ PAPER NUMBER I
1655
I MAIL DATE . I DELIVERY MODE I
04/13/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Shin-Jen Shiao
4F-6, No. 98 Jianzhong Road
Hsinchu 300 TW TAIWAN

In re Application of

Shiao :

Serial No.: 11/576,955 : Decision on Petition
Filed : 3 January 2008 :

Attorney Docket No.: API38-07

This letter is in response to the Petition filed on 27 February 2012 and 7 March 2012 requesting
reconsideration of:

the restriction requirements mailed on 15 January 2009 and 6 April 2010 and

the notice of non-compliant or non-responsive amendments mailed 2 August 2010, 16
November 2010, 1 March 2011, 6 September 2011, 5 December 2011 and 13 February
2012.

This is being treated as a petition filed under 37 C.F.R. 1.144. No fee is required for this type of
petition.

BACKGROUND

This application was filed as a national stage of a PCT application and as such is entitled to
consideration under PCT unity of invention rules.

On 15 January 2009 the examiner required an election of species amongst “the many different
and distinct components in the claims composition and the many different and distinct forms that
the invention can be in.” Applicant was then required to clearly enumerate each and every
component to be in the elected composition to which the examination will be limited to (also -



including if the herb from the above restriction is being elected or not), and the form of the
composition (i.e., tablet.)” The requirement was set forth under 35 U.S.C. 121 as though the
application had been filed under 35 U.S.C. 111(a). PCT Rules were not applied.

On 27 February 2009, applicants filed the following election:

According to the Examiner’s instruction the applicant has made the following election
and restriction:

1). Elect 2 composition {(claim 57) in independence and a second use of a
composition (claim 61), and restrict their contents.

2). Herbs have been elected what used in examples only, including garlic,
ramson, yam, zinger, almond, yam, and carotene.

3). Organic acids are rearranged to their groups instead of all the acids used in
examples, the reasons will be described in following sections.

4). In oral administration the term of *“and is selected from the group
comprising a capsule, a tablet, flakes, a powder, a pill, lozenges, a syrup, a solution
and/or a suspension™ has been cancelled to avoid the treuble inducing by “tablet”
because acetic acid has a melt pointof 16.7 TC.

On 6 April 2010, the examiner required a second election of species amongst “the many different
and distinct components in the claims composition and the many different and distinct forms that
the invention can be in.” Again, the requirement was set forth under 35 U.S.C. 121 as though the
application had been filed under 35 U.S.C. 111(a). PCT Rules were not applied. The restriction
requirement did not acknowledge or address the election.

On 30 April 2010, applicants filed a response pointing out the concurrent examination and
allowance of the same claims by the CIPO and UKIPO examiners and how the amendment filed
on 30 April 2010 was made to avoid prior art. Applicants pointed to various parts of the
specification as an attempt to identify species as required by the examiner.

On 2 August 2010, the examiner prepared a notice of compliant or non-responsive amendment,
which stated:

1. The reply filed on 4/30/2010 is not fully responsive to the prior Office Action

because of the following omission(s) or matter(s): applicant did not follow the

election of species which was explained very clearly in the last office action.

Applicant must clearly list each and every component to be in_the elected

composition and applicant must clearly elect a_form for the composition such as
liquid for oral administration. See 37 CFR 1.111. Since the above-mentioned reply

appears to be bona fide, applicant is given ONE (1) MONTH or THIRTY (30) DAYS
from the mailing date of this notice, whichever is longer, within which to supply the
omission or correction in order to avoid abandonment. EXTENSIONS OF THIS TIME

PERIOD MAY BE GRANTED UNDER 37 CFR 1.136(a).



Similar notices were prepared on16 November 2010, 1 March 2011, 6 September 2011, 5
December 2011 and 13 February 2012.

On 27 February 2012 and 7 March 2012, épplicants filed these petitions.

DISCUSSION |

The file history and petitions have been considered carefully.

At the onset, it is noted that the first and second restriction requirement did not apply PCT unity
of invention rules as required for this international filing of PCT in compliance with 35 U.S.C.

371. In both instances, the examiner treated the claims for restriction as though they had been
filed in a US application under 35 U.S.C. 111(a).

Because the initial restriction requirements did not rely upon the correct criteria for restriction for
this international filing, the notice of non-compliant amendments mailed for failing to properly
respond to the requirement were not warranted.

DECISION

For these reasons, the petitions filed on 27 February 2012 and 7 March 2012 are GRANTED as
follows:

Both of the restriction requirements and all of the notice of non-compliant or non-responsive
amendments are withdrawn.

The application will be forwarded to the examiner for preparation of an Office action
consistent with this petition decision. The examiner is reminded to use PCT unity of
invention practice for national stage filing in compliance with 35 U.S.C. 371. The Office
action may be a lack of unity determination under 35 U.S.C. 121 and 372, if appropriate.
Any unity of invention requirement should be made with respect to the currently claim set,
per ISPE Guidelines Paragraph 20.09. '

Applicant is encouraged to contact the independent inventor’s office for assistance at:
http://www.uspto.gov/inventors/independent/index.jsp

Finally, because this application appears to have been examined in other countries, applicants are
encouraged to find assistance via the Patent Prosecution Highway webpage found at:

http://www.uspto.gov/patents/init_events/pph/index.jsp

Should there be any questions regarding this decision, please contact Quality Assurance
Specialist Julie Burke by mail addressed to Director, Technology Center 1600, PO BOX 1450,



ALEXANDRIA, VA 22313-1450, or by telephone at (571) 272-0512 or by Official Fax at 703-
272-8300.

George Elliott
Director, Technology Center 1600
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Paper No.
GLAXOSMITHKLINE
GLOBAL PATENTS -US, UW2220
P. O. BOX 1539
KING OF PRUSSIA PA 19406-0939
| MAILED
DEC 212010
OFFICE OF PETITIONS
In re Application of
Lanier et al. : .
Application No. 11/576,957 : ON APPLICATION FOR
Filed: 04/10/2007 : PATENT TERM ADJUSTMENT
Atty Docket No. :
PU61089

This is in response to the REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT ACCORDING TO 37 CFR §1.705(b), filed on October
13, 2010. Applicants request that the determination of patent
term adjustment be increased from 137 days to at least 458 days.
Applicants request this correction, in part, on the basis that
the Office will take in excess of three years to issue this
patent. '

The request is DISMISSED.

To the extent the instant application for patent term adjustment
requests reconsideration of the patent term adjustment as it
relates to the Office’s failure to issue the patent within 3
years of the filing date, the application for patent term
adjustment under 37 CFR 1.705(b) is DISMISSED as PREMATURE.

Knowledge of the actual date the patent issues is required to
calculate the amount, if any, of additional patent term patentee
is entitled to for Office failure to issue the patent within 3
years. See § 1.702(b). The computer will not undertake the §
1.702 (b) calculation until the actual date of issuance of the
patent has been determined. Likewise, the computer will not
calculate any further Office delay under § 1.702(a) (4) or
applicant delay under § 1.704(c) (10) until the actual date of
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issuance of the patent has been determined. As such, the Office
can not make a determination on the correctness of the patent
term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be
indicated on the patent under 37 CFR 1.705(b) based on the
initial determination of patent term adjustment and a projected
issuance date of the patent is premature. Accordingly, it is
appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under
37 CFR 1.705(b) contesting the 37 CFR 1.702(b) calculation at
the time of the mailing of the notice of allowance, applicants
are advised that they may wait until the time of the issuance of
the patent and file a request for reconsideration of the patent
term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does
not calculate the amount of time earned pursuant to 37 CFR
1.702(b) until the time of the issuance of the patent, the
Office will consider any request for reconsideration of the
patent term adjustment due to an error in the calculation of 37
CFR 1.702(b) to be timely if the request for reconsideration is
filed within two months of the issuance of the patent.

However, as to all other bases for contesting the initial
determination of patent term adjustment received with the notice
of allowance, applicant must timely file an application for
patent term adjustment prior to the payment of the issue feel.

Any request for reconsideration of the patent term adjustment
indicated on the patent must be timely filed within 2 months
after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

! For example, if applicant disputes both the calculation of patent term
adjustment under 37 CFR 1.702(a) (1) for Office failure to mail a first Office
action or notice of allowance not later than fourteen months after the date
on which the application was filed and wunder 37 CFR 1.702(b) for Office
failure to issue a patent within three years of the actual filing date of the
application, then applicant must still timely file an application for patent
term adjustment prior to the payment of the issue fee to contest the
calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154 (b) (3)(B). A dispute as to
the calculation of the §1.702(a) (1) period raised on request for
reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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To the extent that the instant application for patent term
adjustment requests reconsideration of the PTA at the time of
the mailing of the Notice of Allowance, the request is
DISMISSED. :

On July 13, 2010, the Office mailed a Determination of Patent
Term Adjustment under 35 U.S.C. 154 (b) in the above-identified
application. Applicant was advised that the patent term
adjustment to date was 137 days (230 days of PTO delay and 93
days of applicant delay).

The instant application for patent term adjustment was timely
filed.?

Applicants assert that the 31 day period of reduction for
applicant delay, for the filing of a supplemental response on
June 4, 2010, 31 days after a response to an Office action was
filed, is incorrect and should be removed. Specifically,
petitioners assert that the paper filed on June 4, 2010, was a
duplicate of the previously filed response, and was
inadvertently filed. Applicants further assert that the
examiner was notified by telephone that the response filed on
June 4, 2010, was a duplicate response. As such, applicants
assert that the response filed on June 4, 2010, is not a
supplemental response..

“

Applicants’ argument has been considered, but is not persuasive.
37 CFR 1.704 (c) (8) states that:

Circumstances that constitute a failure of the
applicant to engage in reasonable efforts to conclude
processing or examination of an application also
include the following circumstances, which will result
in the following reduction of the period of adjustment
set forth in § 1.703 to the extent that the periods
are not overlapping: Submission of a supplemental reply
or other paper, other than a supplemental reply or
other paper expressly requested by the examiner, after
a reply has been filed, in which case the period of
adjustment set forth in § 1.703 shall be reduced by
the number of days, if any, beginning on the day after

/

2PALM Records indicate that the issue fee was paid on October 13, 2010.
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the date the initial reply was filed and ending on the
date that the supplemental reply or other such paper
was filed. ,

It is undisputed that on May 4, 2010, a response to a non-final

Office action was mailed. It is also undisputed that on June 4,
2010, 31 days after the response was filed, a supplemental reply
or other paper was filed.

37 CFR 1.704(c) (8) does not distinguish between supplemental
replies and other papers, other than a supplemental reply or
other paper expressly requested by the examiner. The paper
filed on June 4, 2010, is clearly a supplemental reply or other
paper and was not requested by the examiner. This is type of
filing that is deemed to substantially interfere with issuance.
As this paper was filed as a result of applicant error, however
inadvertent, the reduction of 31 days for applicant delay for
the filing of the supplemental reply or other papers is proper
and will not be removed. N

In view thereof, no change will be made in the determination of
patent term adjustment at the time of the mailing of the notice
of allowance.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are requlred

With respect to applicants’ request for a refund of the fee set
forth in § 1.18(e), it is noted that the fee is required for
consideration of the application for patent term adjustment. As
applicants requested and received consideration of the
application under 37 CFR 1.705(b), the fee will not be refunded.

The application is being forwarded to the Office of Data
Management for issuance of the patent. The patent term
adjustment indicated on the patent (as shown on the Issue
Notification mailed about three weeks prior to patent issuance)
will include any additional adjustment accrued both for Office
delay in issuing the patent more than four months after payment
of the issue fee and satisfaction of all outstanding
requirements, .and for the Office taking in excess of three years
to issue the patent (to the extent that the three-year period
does not overlap with periods already accorded).
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Telephone inquiries specific to this decision should be directed
to the undersigned at (571) 272-3231.

Mgl

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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FISH & RICHARDSON P.C. (BO) MAILED
P.0. BOX 1022
MINNEAPOLIS MN 55440-1022 JUN 10 2011
OFFICE OF PETITIONS
In re Application of
Veit Meister et al :
Application No. 11/576,981 : DECISION GRANTING PETITION
Filed: April 10, 2007 ' : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 14219-148US1 :
P2004,0794 U

This is a decision on the petition under 37 CFR 1.313(c)(2), filed June 9, 2011, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on May 9, 2011 cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 2817 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
IDS.

/Karen Creasy/
Karen Creasy
Petitions Examiner
Office of Petitions

U The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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FISH & RICHARDSON P.C. (BO) ,
P.O. BOX 1022
MINNEAPOLIS, MN 55440-1022 ~ : MAILED

DEC 15 2010
OFFICE OF PETITIONS
In re Application of : -
Veit MEISTER, et al. : o
Application No. 11/576,985 X DECISION GRANTING PETITION
Filed: July 15, 2008 © UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 14219-147US1
P2004,0793 U

This is a decision on the petition under 37 CFR 1.313(c)(2), filed December 14, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2).

Petitioner is advised that the issue fee paid on December 7, 2010 cannot be refunded.
If, however, this application is again allowed, petitioner may request that it be applied
towards the issue fee required by the new Nolice of Allowance.!

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 2817 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/
Petitions Examiner, Office of Petitions

1 . . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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FISH & RICHARDSON P.C. (BO)
P.O. BOX 1022 MAILED

MINNEAPOLIS, MN 55440-1022

JUN 082011
In re Application of : OFFICE OF PETITIONS
Veit Meister et al :
Application No. 11/576,985 : DECISION DISMISSING PETITION
Filed: July 15, 2008 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 14219-147US1 :
P2004,0793 U

This is a decision on the petition under 37 CFR 1.313(c)(2), filed June 7, 2011, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is DISMISSED AS MOOT.

Unfortunately, the petition did not get to the proper deciding official in time to process the

petition prior to the patent issue. Therefore, as the case has now issued, the petition to withdraw
. from issue cannot be granted. However, petitioner’s attention is directed to 37 CFR 1.313(d),

which states: ‘

A petition under this section will not be effective to withdraw the application
from issue unless it is actually received and granted by the appropriate
officials before the date of issue.

The request for continued examination (RCE) filed concurrently with the petition is improper in
view of the issuance of this application into a patent and will not be processed. Accordingly, the
$810 filing fee and the $130 petition fee submitted are unnecessary and will be refunded in due
course.

The Information Disclosure Statement has been made of record in the file of the above-identified
application without further consideration. See 37 CFR 1.97(1).

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

/Irvin Dingle/
Irvin Dingle
Petitions Examiner
Office of Petitions
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Paper No.

Ilypsa, Inc.

c/o Amgen, Inc.
1120 Veterans Boulevard, ASFl-1 MAILED
South San Francisco CA 94080

JAN 252011
OFFICE OF PETITIONS
In re Patent No. 7,767,768 : DECISION ON REQUEST
Chang et al. " :  FOR
Issue Date: August 3, 2010 : RECONSIDERATION OF
Application No. 11/577,194 : PATENT TERM ADJUSTMENT
Filed: September 6, 2007 : and

Atty Docket No. ILPS 03033.202: NOTICE OF INTENT TO ISSUE
: CERTIFICATE OF CORRECTION

This is a decision on the petition filed on September 27, 2010,
which is being treated as a petition under 37 CFR 1.705(d)
requesting that the patent term adjustment indicated on the
above-identified patent be corrected to indicate that the term
of the above-identified patent is extended or adjusted by three
hundred eleven (311) days.

The petition to correct the patent term adjustment indicated on
the above-identified patent to indicate that the term of the
above-identified patent is extended or adjusted by three hundred
eleven (311) days is GRANTED.

Receipt of the $200.00 fee set forth in 37 CFR 1.18(e) is
acknowledged. No additional fees are required.

The application is being forwarded to the Certificates of Branch
for issuance of a certificate of correction. The Office will
issue a certificate of correction indicating that the term of
the above-identified patent is extended or adjusted by three
hundred eleven (311l) days.
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Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3219.

Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT : 7,767,768 B2
DATED : August 3, 2010 DRAFT
INVENTOR(S): Chang et al.
it is certified that error appears in the above-identified patent and that said Letters
Patent'is hereby
corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 199 days

Delete the phrase “by 199 days” and insert — by 311 days--




Application/Control No. Applicant(s)/Patent Under
. s . Reexamination
Issue Classification 11577933
MOON ET AL.
* 1 1 577233* Examiner Art Unit
Allen J Flanigan 3744
ORIGINAL INTERNATIONAL CLASSIFICATION
CLASS SUBCLASS CLAIMED NON-CLAIMED
165 104.26 H|lo]| 5| K 7/20 (2006.01.01)
CROSS REFERENCE(S)
CLASS SUBCLASS (ONE SUBCLASS PER BLOCK)
165 104.33
361 700
O Claims renumbered in the same order as presented by applicant O CPA O T.b. O R.1.47
Final Original Final Original Final Original Final Original Final Original Final Original Final Original Final Original

1 2

2 6

3 13

4 18

5 19

6 20
NONE

Total Claims Allowed:
6

(Assistant Examiner) (Date)
/Allen J Flanigan/
Primary Examiner.Art Unit 3744 2/13/2011 O.G. Print Claim(s) O.G. Print Figure
(Primary Examiner) (Date) 1 6

U.S. Patent and Trademark Office Part of Paper No. 20110213
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION N0.4l
11/577,255 02/14/2008 Maiko Tanaka 1303.47396X00 1224
20457 7590 04/18/2011 -
ANTONELLI, TERRY, STOUT & KRAUS, LLP | EXAMINER |
1300 NORTH SEVENTEENTH STREET CHANG, VICTOR §
SUITE 1800
ARLINGTON, VA 22209-3873 | ARTUNIT | parerNuMBER |
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r MAIL DATE I DELIVERY MODE ]
04/18/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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EL
April 18, 2011
In re application of : DECISION ON REQUEST TO
Tanaka, et al. : PARTICIPATE IN PATENT
Serial No. 11/577255 : PROSECUTION HIGHWAY
Filed: February 14, 2008 : PROGRAM AND
For. ADHESIVE SHEET AND METHOD : PETITION TO MAKE SPECIAL
FOR MANUFACTURING THE SAME, UNDER 37 CFR 1.102(a)
SEMICONDUCTOR DEVICE
MANUFACTURING METHOD AND
SEMICONDUCTOR DEVICE

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a) to make the above-identified
application special filed February 11, 2011.

The request and petition are DENIED.

A grantable request to participate in the PPH program and petition to make special
require: :

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the JPO application with similar claims
and the JPO priority application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

b. An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:



a. Ensure all the independent claims in the U.S. application must sufficiently
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the JPO application(s); and

b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:

a. Documentation of prior office action:
i. a copy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claims(s) or
ii. if the allowable/patentable claim(s) are from “Notification of Reasons for
Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from the
JPO is necessary should be indicated on the request/petition form;
Further, if a copy of the documents from (i) or (i) is available via the Dossier
Access System (DAS), applicant may request the USPO obtain a copy from the
DAS; however, if the USPTO is unable to obtain a copy of the DAS, the applicant
will be required to submit a copy; and

b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
if applicable; and '

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application) '
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application).

The request to participate in the PPH program and petition fail because:
(4) Action on this US application has begun. Specifically, Requirement for
Restriction/Election was mailed on April 11, 2011.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Emily M. Le, Supervisory
Patent Examiner, at (571) 272-0903.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/ Emily M. Le/

Emily M. Le



Supervisory Patent Examiner,.
Technology Center 1700
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Commissioner for Patents

United States Patent and Trademark Office
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MAILED

J.BENNETT MULLINAX, LLC SEP 2 772011

P. 0. BOX 26029 '
GREENVILLE SC 29616-1029 ' OFFCE OF PETITIONS
In re Application of

NAGORNY, VLADIMIR :

Application No. 11/577,279 : ON PETITION

Filed: 04/13/2007
Attorney Docket No. VNX-1

This is a decision on the petition under 37 CFR 1.137(b), filed September 16, 2011, to revive the
application. '

The petition is GRANTED.

The application became abandoned for failure to file a timely and proper reply within the meaning of
37 CFR 1.113 to the final Office action of December 23, 2010, which set a three-month shortened
statutory period for response. Applicant obtained an extension of time for response within the second
month. Accordingly, the application became abandoned on May 23, 2011. A Notice of Abandonment
was mailed on July 29, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that applicant has supplied (1) the reply
in the form of a RCE, the RCE fee, and the submission required by 37 CFR 1.114; (2) the petition fee;
and (3) a proper statement of unintentional delay.

This application is being referred to Technology Center AU 2629 for processing of the RCE and for
appropriate action by the Examiner on the amendment submitted in accordance with 37 CFR 1.114.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3211.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

PHILIP S. JOHNSON

JOHNSON & JOHNSON
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Applicant: Walther et al.

Appl. No.: 11/577,419

International Filing Date: September 30, 2005
Title: Surgical Implant

Attorney Docket No.: ETH5185USPCT

Pub. No.: US 2007/0250147 Al

Pub. Date: October 25, 2007

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

JAN 092012
OFFICE OF PETITIONS

This is a decision on the petition under 37 CFR 1.182 requesting correction of the patent
application publication, received on July 29, 2011, which is being treated under 37 CFR
1.221(b), as a request for corrected publication and a request for information, for the above-

identified application.

The petition is dismissed.

The petition is dismissed because 37 CFR 1.221 applies to corrected publication and

republication of patent applications.

37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to

enforce upon issuance of a patent. '

The request received on July 29, 2011, was not timely filed under 37 CFR 1.221(b).

The rules and statutory provisions governing the operations of the U.S. Patent and Trademark
Office require payment of a fee on filing each petition. See 35 U.S.C. § 41 (a)(7). No petition

fee has been charged to applicant’s deposit account.

' Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),

1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in

§ 1.17(i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18(d)
will be refunded. The processing fee will be retained.

A guide for filing a request for a Pre-Grant Publication, such as a request for republication, may
be found on the link below:

http://www . uspto.gov/patents/process/file/ets/guidance/index.isp
OR
http://www.uspto.gov/ebe/portal/efs/pgpub quickstart.pdf

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as.
a “Pre-Grant Publication”.

Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709.

Vo )

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy
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Date Mailed : April 19, 2011
Patent No. : 7,811,563 B2

Ser. No. :11/577426

Issued October, 12, 2010

Inventor(s) : Paul Acton, et al.

Title : ANTI-ADDL ANTIBODIES AND USES THEREOF

¢

Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322 and/or 1.323.

Assignees' names and addresses (assignment data, attorney agent/firm) printed in a patent, are
based solely on information supplied in the appropriate space for identifying the assignment data,
i.e., item 3 of the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR
3.81(b) is required to correct applicant's error providing incorrect or erroneous assignment data,
before issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent
Examining Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time
after the issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:

the processing fee set forth in 37 CFR 1.17(h) (currently $130);

a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and

a copy of the Notice of Recordation of Assignment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.

| >

|0

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



e

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-0025
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, no additional fee is required.

Magdalencrialley,
For Mary F. Diggs, Supervisor
Decisions & Certificates

of Correction Branch

(571) 272-0423

Licata & Tyrell P.C.
66 E. Main Street
Marlton, NJ 08053

- MD/mt
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LICATA & TYRRELL P.C. y
66 E. MAIN STREET MAILED
MARLTON NJ 08053 AUG 18 2011

OFFICE OF PETITIONS

In re Patent No. 7,811,563

Issue Date: October 12, 2010 :

Application No. 11/577,426 : DECISION ON PETITION
Filed: October 4, 2007 : ’
Attorney Docket No. MRK0002US.NP

This is a decision on the Petition To Correct Assignee Under 37 CFR 3.81(b), filed July 27,
2011, to identify the correct second assignee’s name. A completed modified Certificate of
Correction Form was previously submitted.

The petition under 37 CFR §3.81(b) is GRANTED.

Petitioner urges that the present Petition was submitted to correct the second assignee’s name on
the previously submitted PTOL 85B and such error was inadvertent. Accordingly, petitioner
requests, in effect, that the Title Page of the above-identified patent be corrected, via issuance of
Certificate of Correction, to correct the second assignee’s name identified thereon from:

“Merck & Co., Inc.”
to:
--Merck Sharp & Dohme Corp.--

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in
‘the name of the assignee submitted after the date of payment of the issue fee,
and any request for a patent to be corrected to state the name of the assignee,
must state that the assignment was submitted for recordation as set forth in
§3.11 before issuance of the patent, and must include a request for a certificate
of correction under §1.323 of this chapter (accompanied by the fee set forth in
§1.20(a) and the processing fee set forth in §1.17(i) of this chapter.
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U.S. Patent No. 7,811,563 Page 2
Application No. 11/577,426
Decision on Petition under 37 CFR §3.81(b)

The requisite $100.00 fee (Fee Code 1811), as set forth under 37 CFR §1.20(a), and the requisite
$130.00 processing fee (Fee Code 1464), as set forth under 37 CFR §1.17(i), have been
submitted. Further, Office assignment records are consistent with the requested correction.
Accordingly, since the Petition complies with the provisions of 37 CFR §3.81(b), it is
appropriate for the Office to issue a Certificate of Correction in accordance with the content of
the modified Form previously submitted.

Inquiries related this communication should be directed to the undersigned at (571)272-3213.

Any questions concerning the issuance of a Certificate of Correction should be directed to the
Certificates of Correction Branch at (703)756-1814. |
This matter is being referred to the Certificates of Correction Branch for processing of a
Certificate of Correction in U.S. Patent No. 7,811,563. :

Cheryl Gibson-Baylor - Zl

Petitions Examiner
Office of Petitions
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www.uspto.gov

HAHN & VOIGHT PLLC MAILED

1012 14TH STREET NW
SUITE 620 0EC 0;8:2_010

WASHINGTON DC 20005 -
OFFICE OF PETITIONS

In re Application of

Vass, et al. :

Application No. 11/577,434 S ON PETITION
Filed: April 18, 2007 :

Attorney Docket No. GR-003 ' N

(0501044)

This is a decision on the petition to revive under
37 CFR 1.137(b), filed September 23, -2010.

The petition under 37 CFR 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
timely file a reply in response to the non-final Office action,
mailed March 16, 2010. This Office action set a shortened
statutory period for reply of three (3) months. No reply having
been received, the application became abandoned on June 17, 2010.
The Office mailed a Notice of Abandonment on September 30, 2010.

With the instant petition, applicants made the proper statement
of unintentional delay, paid the petition fee, and filed the
required reply in the form of an Amendment.

The application is being forwarded to Group Art Unit 1628 for
consideration of the Amendment, filed September 23, 2010.

Telephone inquiries related to this decision should be directed
to the under31gned at (571)272-3207.

Uty

Cliff Congo
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BARNES & THORNBURG LLP
P.O. Box 2786

CHICAGO IL 60690-2786 A MAILED
DEC 122Ut
QFFICE OF PETITIONS
In re Application of
Neil O’Connor, et al. :
Application No. 11/577,472 . DECISION ON PETITION
Filed: July 2, 2007 . UNDER 37 CFR 1.313(c)(1)

Attorney Docket No. 41319-105630

This is a decision on the petition under 37 CFR 1.313(c), filed December 8, 2011, to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is DISMISSED.
37 CFR 1.313(c) provides that:

Once the issue fee has been paid, the application will not be withdrawn from issue upon
petition by the applicant for any reason except:

(1) Unpatentability of one of more claims, which petition must be accompanied by an

" unequivocal statement that one or more claims are unpatentable, an amendment to such claim or

claims, and an explanation as to how the amendment causes such claim or claims to be
patentable; ‘

(2) Consideration of a request for continued examination in compliance with 37 CFR
1.114; or ‘ :

(3) Express abandonment of the application. Such express abandonment may be in favor
of a continuing application.

Upon payment of the issue fee, an application will not be withdrawn from issue upon petition
except for the reasons enumerated in 37 CFR 1.313(c). The circumstances of the above-
identified application do not fall within any of those exceptions.

A request for continued examination and submission must be filed with the petition to withdraw
from issue.

For the reason stated above, the petition under 37 CFR 1.313(c) cannot be granted.

Petitioner is reminded that the filing of any renewed petition to withdraw from issue may not be
recognized or effective if not received by the appropriate deciding official in time to act prior to
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issuance. Note 37 CFR 1.313(d). It is recommended that the facsimile number listed below be
used to file the renewed petition.

Further correspondence with respect to this matter should-be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-0025
Office of Petitions

Any questions concerning this matter may be directed to Terri Johnson at (571) 272-2991.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions
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Commissioner for Potents
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BARNES & THORNBURG LLP
P.O. Box 2786
CHICAGO IL 60690-2786

MAILED

pEc 27 201
- QFFICE OF PETITIONS
In re Application of ’
Neil O’Connor, et al. :
Application No. 11/577,472 : DECISION DISMISSING PETITION

Filed: July 2, 2002 - : UNDER 37 CFR 1.313(a)
Attorney Docket No. 41319-105630 :

This is a decision on the renewed petition under 37 CFR 1.313(a), filed December 23, 2011,
requesting withdrawal of the above-identified application from issue.

The petition is dismissed as moot for the reasons stated below.

A review of the file record discloses that a Notice of Allowance and Fee(s) Due was mailed on
September 28, 2011, with the issue fee being due on or before December 28, 2011. The petition
states that the issue fee in this case has not been paid.

The filing of a petition under 37 CFR 1.313(a) is unnecessary, since the mere filing of an RCE
and submission will effectively withdraw an application from issue prior to payment of the issue
fee. In view thereof, the petition to withdraw from issue is dismissed as involving a moot issue.
Note MPEP §§ 706.07(h)(IX) and 1308.

An RCE must be filed to effectively withdraw the application from issue.

Inquiries concerning this decision may be directed to Terri Johnson at (571) 272-2991.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

ROYLANCE, ABRAMS, BERDO & GOODMAN, L.L.P.

é%olt’)l‘ }59'61‘(% STREET, N.W. M AILED
WASHINGTON, DC 20036

0CT 22 2010
In re Application of * QFFICE OF PETITIONS
Craig A. Schwartz :
Application No. 11/577,529 : DECISION ON PETITION
Filed: August 28, 2009 : TO WITHDRAW

Attorney Docket No. 041828-0107 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed September 1, 2010.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking
to withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request
to withdraw will not be approved unless at least 30 (thirty) days would remain between the date of approval
and the later of the expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Alan I. Cantor on behalf of all attorneys/agents associated with customer number -
01609. All attorneys/agents associated with customer number 01609 have been withdrawn.

The correspondence address has been changed and is copied below.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-272-4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: Mititech, LLC
9220 Rumsey Road
Columbia, MD 21045



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandna, Virginia 22313-1450

W, uspto.gov
I APPLICATION NUMBER l FILING OR 371(C) DATE I FIRST NAMED APPLICANT I ATTY. DOCKET NO./TITLE l
11/577,529 08/28/2009 Craig A. Schwartz 041828-0107
CONFIRMATION NO. 5335
POWER OF ATTORNEY NOTICE

1609

S oTa STREe s SO0 gLy

1300 19TH STREET, N.W.

SUITE 600

WASHINGTON,, DC 20036
Date Mailed: 10/20/2010

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 09/01/2010.
» The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/kainabinet/

Office of Data Manage'ment, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

: Paper No.:
DATE ; November 2, 2011
TO SPE OF P ART UNIT .. 1784 SPE Jennpifer. €. McNeil,
SUBJECT : Request for Certificate of Correction for Appl. No.: 11/577.579.... Patent No.: 7,927,673 B2

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:
Please review the requested changes/corrections as shown in the COCIN document(s) in

the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square Building
2800 South Randolph Street

Arlington, VA 22206

Should the references be removed in item (56) References Cited, U.S. Patent Documents and Foreign Patent
Pocuments as reguested by applicant?
See COCIN dated 5-31-2011

Antonio Johnson

Certificates of Correction Branch
(671)272-0483 Fax — (571)270-9846
Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

% Approved All changes apply. g jpmv,qop, ﬁxTFhlﬁ%‘iimgmgzg;
O Approved in Part Specify below which changes do not apply.
X Denied State the reasons for denial below.
Comments:

speMclled!  artunit (8%

PTOL-306 {(REV. 7/03) U.S5. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Eckart Matthes

11577677 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: February 19,2008

Attorney Docket No.  3035-104

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 23-SEP-2010 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

WORKMAN NYDEGGER
1000 EAGLE GATE TOWER
60 EAST SOUTH TEMPLE D
SALT LAKE CITY, UT 84111 MA'LE

AUG 10 2010
Applicants: Makoto Kasu, et al. OFFICE OF PETITIONS

Appl. No.: 11/577,678

International Filing Date: June 20, 2006

Title: DIAMOND SEMICONDUCTOR ELEMENT AND PROCESS
FOR PRODUCING THE SAME

Attorney Docket: 08940.0041-00000

Pub. No.: US 2009/0010946 Al

Pub. Date: October 22, 2009

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on December 11, 2009, for the above-identified application.

The request is granted.

The corrected patent application publication will be published in due cours'e, unless the patent
issues before the application is republished.

Inquiries reé{ing to this matter may be directed to Mark Polutta at (571) 272-7709.

/1/\ O -

Mark Polutta

Senior Legal Advisor

* . Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy

www.usplo.gov



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

JAMES F. KRAMER

601 MYSTIC LANE MAILED

FOSTER CITY CA 94404
SEP 06 2011
In re Application of OFFICE OF PETITIONS
Kramer ‘ .
Application No. 11/577,718 : ON PETITION

Filed: April 21, 2007

Attorney Docket No. Foodware-PCT-US
For: FOODWARE SYSTEM HAVING
SENSORY STIMULATING, SENSING
AND/OR DATA PROCESSING
COMPONENTS

This is a decision on the petition, filed August 22, 2011, under 37 CFR 1.137(b) to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to timely submit a reply within
three (3) months of the mailing of the December 10, 2010 non-final Office action. No response
being received and no extensions of time being obtained under the provisions of 37 CFR
1.136(a), this application became abandoned on March 11, 2011. A Notice of Abandonment was
mailed on July 5, 2011.

Applicant has submitted an amendment in reply to the December 10, 2010 non-final Office
action, an acceptable statement of the unintentional nature of the delay in responding to the
December 10, 2010 non-final Office action, and the $810.00 petition fee. All of the requirements
under 37 CFR 1.137(b) being met, the petition is granted.

After the mailing of this decision, the application will be returned to Technology Center AU
2885 for consideration of the amendment, filed August 22, 2011, and the refund request, filed
August 22, 2011.

Telephone inquiries should be directed to the undersigned at (571) 272-3230.
Shirene Willis Branfley

Senior Petitions Attorney
Office of Petitions
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SPE RESPONSE FOR CERTIFJCATE OF CORRECTION

DATE ; éﬂ?/j/// P.aper No ———
TOSPEOF  :ARTUNIT /Zﬁ ,

SUBJECT : Request for Certificate of Correction for Appl. No.: ///;; : Yﬁ Patent No.: )@{/

CofC mailroom date;__ 6 ’@/
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES: A

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed. ‘

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Vteginia Tilert
Certificates of Correction Branch
571-272-0460

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

Q Approved . All changes apply.
F, Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.

Comments: 50(“’—0’{' +o Ca’umng. ling 61 3)\0\/\\0{ ho Corre.o'}?o{
1o éo(um(lg; I’Fne L2

T=mTITs e S iAne E atent an rademar ice



SPE RESPONSE FOR CERT|FICATE OF CORRECTION

Paper No.:
DATE : éﬂZ_/&M/ . P ——————
TospeoF :ARTUNIT /740 : ' ,
SUBJECT : Request for Certificate of Correction for Appl. No.: ///;2 ; Y{‘_ E Patent No.: Zfd.{é /ééz

CofC mailroom date;_: @//

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES: o

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed. ~

Please complete the response (s€e below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — SD10-A
Palm Location 7580

Dtsgiria Telbors
1~ 4
Certificates of Correction Branch

571-272-0460

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

ﬂ Approved ' All changes apply.

Q Approved in Part - Specify below which changes do not apply.

Q Denied | State the reasons for denial below.
Comments:

rorost Tocien AR SPE_1T4S

NI TAL LD T nF atent and Trademar Ice




UNITED STATES PATENT AND TRADEMARK OFFICE

LADAS & PARRY LLP

224 SOUTH MICHIGAN AVENUE
SUITE 1600

CHICAGO IL 60604

In re Application of:

PIERZYNOWSKI et al.

Application No.: 11/577,892

PCT No.: PCT/PL05/00068

Int. Filing Date: 28 October 2005

Priority Date: 29 October 2004

Attorney Docket No.: CU-5674 RJS

For: UTRITIONAL AND/OR
PHARMACEUTICAL PREPARATION
FOR USE IN PROPHYLAXIS AND
TREATMENT OF DISTURBANCES IN
MICROELEMENTS ABSORPTION
FROM THE ALIMENTARY CANAL

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
0CT 13 2011
PCT LEGAL ADMINISTRATION

DECISION ON PETITION

This decision is issued in response to applicants’ “Request to Correct Filing
Date” filed 15 July 2009, which has been treated as a petition under 37 CFR 1.181.

BACKGROUND

On 28 October 2005, applicants filed international application no.
PCT/PL05/00068 which claimed a priority date of 29 October 2004. On 04 May 2006,
a copy of the international application was transmitted to the United States Patent
and Trademark Office (‘USPTO”) by the International Bureau. Accordingly, the thirty-
month period for paying the basic national fee in the United States expired at midnight

on 29 April 2007.

_ On 25 April 2007, applicants filed a Transmittal Letter (PTO-1390) requesting
entry into the national stage in the United States of America under 35 U.S.C. 371.
Filed with the Transmittal Letter were, inter alia, the requisite basic national fee; a
copy of the international application; and a preliminary amendment.

On 21 June 2007, applicants filed an executed declaration of inventors. The
submission was directed to application number 10/577,892.

On 13 May 2009, the United States Designated/Elected Office mailed a
Notification of Missing Requirements (PCT/DO/EQO/905) requiring submission of an

oath or declaration in compliance with 37 CFR 1.497.
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On 29 May 2009, applicants filed a copy of the declaration previously submitted
on 21 June 2007. '

On 16 June 2009, a Notification of Acceptance was issued identifying the 35
U.S.C. 371(c) date as 29 May 2009. Subsequently, an Official Filing Receipt was
issued indicating a “FILING DATE” of 29 May 2009.

On 15 July 2009, applicants filed the present “Request to Correct Filing Date”
considered herein.

DISCUSSION

The application file to which applicants’ 21 June 2007 submission was directed,
10/577,892, contains applicants’ submission. The declaration bears a 21 June 2007
receipt stamp that confirms the asserted filing date; the documents have been moved
to the present application file. Additionally, the declaration submitted is in
compliance with 37 CFR 1.497(a)-(b).

Additionally, applicants request a corrected filing date (or 371(c) date) from 29
May 2009 to 21 June 2007. The actual filing date of the present application is the
international filing date, i.e., 28 October 2005. (See 35 U.S.C. 363) The date in the
filing date portion on the filing receipt of a national stage application is the date upon
which the requirements set forth in 35 U.S.C. 371(c) for entry into the national stage
were completed. (See MPEP §1895.01) '

Applicants state in their present petition that a declaration/power of attorney
was received at the United States Patent and Trademark Office on 21 June 2007. A
review of the present application reveals that the declaration and power of attorney
filed 21 June 2007 has been forwarded to the above-identified application. Therefore,
the correction of the "FILING DATE" on the filing receipt to indicate a date of 19 April
2007 is proper since applicants completed the requirements set forth in 35 U.S.C.
371(c) on 21 June 2007.

~ Further, the Notification of Acceptance of Application Under 35 U.S.C. 371 and
37 CFR 1.494 or 1.495 (Form PCT/DO/EO/903) mailed 16 June 2009 which
improperly identifies the “Date of Receipt of 35 U.S.C. 371(c)(1), (c)(2), and (c)(4)
Requirements” and “Date of Completion of All 35 U.S.C. 371 Requirements” as 29 May
2009 is hereby VACATED.

CONCLUSION

Applicants’ request for a corrected filing receipt is GRANTED.

Applicants’ petition under 37 CFR 1.181, to treat the materials filed on 21 June
2007 in U.S. application number 10/577,892 as having been filed in the present
application, is GRANTED.

The application has an international filing date of 28 October 2005 under 35
U.S.C. 363 and a 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) date of 21 June 2007.



This application is being returned to the United States/Designated Elected
Office for processing in accordance with this decision.

bt 8~

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Tel: (571) 272-3298

Fax: (571) 273-0459



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20110930
DATE : September 30, 2011
TO SPE OF : ART UNIT 2624

SUBJECT : Request for Certificate of Correction on Patent No.: 7,912,293
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

The change correctly adds the Foreign Application Priority Data to the face of the patent. The
patentee is entitled to the right of priority to the foreign application in accordance with 35 U.S.C.
365(b).

/BHAVESH MEHTA/
Supervisory Patent Examiner.Art Unit 2624

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandna VA 22313-1450
www,uspto.gov

DR. REDDY"S LABORATORIES, INC.

200 SOMERSET CORPORATE BLVD

SEVENTH FLOOR

BRIDGEWATER, NJ 08807-2862 MAILED

JAN 05 201

In re Application of OFFICE OF PETITIONS

Siripragada Mahender Rao, et. al. X

Application No. 11/577,945 : ON PETITION
Filed: April 25, 2007 : ,
Attorney Docket No. CPS3.3-003

This is a decision on the petition under 37 CFR 1. 137(a) filed July 2, 2010, to revive the above-
identified application.

The petition is dismissed.

This application became abandoned for failure to respond to the Notice to File Corrected
Application Papers (Notice) mailed May 14, 2010. A Notice of Abandonment was mailed on
July 7, 2010.

A grantable petition under 37 CFR 1.137(a) must be accompanied by: (1) the required
reply, unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(l); (3) a
showing to the satisfaction of the Director that the entire delay in filing the required reply
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(a) was unavoidable; and (4) any terminal disclaimer (and fee as set forth in 37 CFR
1.20(d)) required pursuant to 37 CFR 1.137(d). The instant petition lacks item (3) above.

In this regard, petitioner asserts “| became aware that a full given name was required about
May 18, 2010, following receipt of a notification from our U.S. attorney, and promptly began
to search for information so that | could contact this inventor. The inventor was located and
contacted about June 16, 2010, which was after the end of the response time period that
was established.” _

The showing of record is not sufficient to-establish to the satisfaction of the Commissioner
that the delay was unavoidable within the meaning of 35 U.S.C. § 133 and 37 CFR
1.137(a). See MPEP 711.03(c)(l11)(C)(2) for a discussion of the requirements for a showing
of unavoidable delay. Specifically, an application is “unavoidably” abandoned only where
petitioner, or counsel for petitioner, takes all action necessary for a proper response to the
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outstanding Office action, but through the intervention of unforeseen circumstances, such
as failure of mail, telegraph, telefacsimile, or the negligence of otherwise reliable
employees, the response is not timely received in the Office. Ex parte Pratt, 1887 Dec.
Comm’r Pat. 31 (Comm’r Pat. 1887).

Decisions on reviving abandoned applications on the basis of “unavoidable” delay have
adopted the reasonably prudent person standard in determining if the delay was
unavoidable: :

The word ‘unavoidable’ . . . is applicable to ordinary human affairs, and
requires no more or greater care or diligence than is generally used and
observed by prudent and careful men in relation to their most important
business. It permits them in the exercise of this care to rely upon the ordinary
and trustworthy agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities as are usually
employed in such important business. If unexpectedly, or through the
unforeseen fault or imperfection of these agencies and instrumentalities, there
occurs a failure, it may properly be said to be unavoidable, all other conditions
of promptness in its rectification being present. '

In re Mattullath, 38 App. D.C. 497, 514-15 (1912)(quoting Ex parte Pratt, 1887 Dec. Comm'r
Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 USPQ 666,
167-68 (D.D.C. 1963), aff'd, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec.
Comm’r Pat. 139, 141 (1913) In addition, decisions on revival are made on a “case-by-
case basis, taking all the facts and circumstances into account.” Smith v. Mossinghoff, 671
F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982).

Finally, a petition cannot be grahted where a petitioner has failed to meet his or her burden
of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F. Supp. 314, 316-
17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).

Petitioner should also note that he has an alternate remedy under the unintentional
provisions of 37 CFR 1.137(b) which does not require a showing of the delay in timely
responding to the Notice mailed May 14, 2010. An unintentional” petition under 37 CFR
1.137(b) must be accompanied by the $810 petition fee. A courtesy copy of a Petition
under 37 CFR 1.137(b) is enclosed for petitioner's convenience.

The filing of a petition under 37 CFR 1.137(b) cannot be intentionally delayed and therefore
must be filed promptly. A person seeking revival due to unintentional delay cannot make a
statement that the delay was unintentional unless the entire delay, including the date it was
discovered that the application was abandoned until the filing of the petition to revive under
37 CFR 1.137(b), was unintentional. A statement that the delay was unintentional is not
appropriate if petitioner intentionally delayed the filing of a petition for revival under 37 CFR
1.137(b).
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Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS

from the mail date of this-decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition.” This is
‘not a final agency action within the meaning of 5 U.S.C. § 704.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building .
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

phone inquiries concerning this decision should be directed to Andrea Smith at (671) 272-
§ Examiner .} Petitions Examiner

Enclosure: Petition for Revival of an Application Abandoned Unintentionally under 37 CFR
1.137(b) — (Form PTO/SB/64)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DR. REDDY"S LABORATORIES, INC.

200 SOMERSET CORPORATE BLVD

SEVENTH FLOOR

BRIDGEWATER, NJ 08807-2862 MA"_ED

MAR 11 2011
OFFICE OF PETITIONS

In re Application of

Siripragada Mahender Rao, et. al. :
Application No. 11/577,945 . DECISION ON PETITION
Filed: April 25, 2007 :

Attorney Docket No. CPS 3.3-003

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed January 6, 2011, to revive the above-identified application.

In response to the decision mailed January 4, 2011, petitioner submits the present petition
under 37 CFR 1.137(b) along with $1,620 petition fee.

Since the petition satisfies the requirements of 37 CFR 1.137(b), the petition is hereby
GRANTED. -

This application file is being referred to the Office of Data Management for further
processing into a patent.

Telephone inquiries concerning this decision should be directed to the undersigned at
(67\1) 272-3226. ;

ndrea/ emith
Petjtiong Examiner
Office ¢f Petitions
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
-P.0. Bax 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

DR. REDDY"S LABORATORIES, INC. ° _ MAILED
200 SOMERSET CORPORATE BLVD oy
SEVENTH FLOOR ‘ Bl U9 wuiv
BRIDGEWATER, NJ 08807-2862 ' PCT LEGAL ADMINISTRATION

In re Application of

SAJJA et al :
Application No.: 11/577,948 : DECISION ON PETITION
PCT Filing Date: October 26, 2005 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No.: BULK 3.3-104

This is a decision on the petition under 37 CFR 1.78(a)(6), filed May 26, 2010, to accept an
unintentionally delayed claim under 35 U.S.C. 119(e) for the benefit of priority to the prior-filed
provisional application set forth in the application data sheet filed concurrently with the instant
petition.

The petition is DISMISSED AS MOOT.

MPEP 201.11, Section III. D. states in relevant part,

The reference required by 37 CFR 1.78(a)(2) or (a)(5) must be included in an ADS or the
specification must contain or be amended to contain such reference in the first sentence(s)
following the title. . . . If an applicant includes a benefit claim in the application but not in the
manner specified by 37 CFR 1.78(a) (e.g., if the claim is included in an oath or declaration or the
application transmittal letter) within the time period set forth in 37 CFR 1.78(a), the Office will
not require a petition under 37 CFR 1.78(a) and the surcharge under 37 CFR 1.17(t) to correct the
claim if the information concerning the claim was recognized by the Office as shown by its
inclusion on the filing receipt.

A review of the application reveals that applicant included a benefit claim to the provisional
application in the international stage. Such benefit claim was recognized by the Office as shown
by its inclusion on the filing receipt mailed on February 11, 2009. Accordingly, a petition under
37 CFR 1.78(a)(6) is not required. The submitted petition fee will be refunded in due course.

Any questions concerning this matter may be directed to Bryan Lin at (571) 272-3303. All other
inquiries concerning either the examination procedures or status of the application should be
directed to the Technology Center. '
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This matter is being referred to Technology Center Art Unit 1624 for further processing.

Bryan Lin
Legal Examiner
Office of PCT Legal Administration
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWW . uspto.gov

SCHWEGMAN, LUNDBERG & WOESSNER, P.A.
P.O. BOX 2938
MINNEAPOLIS MN 55402

MAILED

AUG 25 2010
In re Application of : OFFICE OF PETITIONS
David J. Grainger : DECISION ON PETITION
Application No. 11/577,974 : TO WITHDRAW

Filed: October 31, 2008 : FROM RECORD
Attorney Docket No. 15643.010US1 :

This is a decision on the request to withdraw as attorney of record under 37 CFR §
1.36, filed July 15, 2010.

The request is NOT APPROVED.

The request cannot be approved because it lacks a forwarding correspondence address
of the first named inventor or a properly intervening assignee.

If the forwarding correspondence address is to the assignee, the Office will only accept
correspondence address changes to the most current address information provided for
the assignee of the entire interest that properly became of record under 37 CFR 3.71.
37 CFR 3.71(c) states: '

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.

The assignee must establish its ownership of the patent to the satisfaction of the
Director. In this regard, the statement under 37 CFR 3.73(b) must have either: (i)
documentary evidence of a chain of title from the original owner to the assignee (e.g.,
copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or concurrently
is being submitted for recordation pursuant to § 3.11; or (ii) a statement specifying
where documentary evidence of a chain of title from the original owner to the assignee
is recorded in the assignment records of the Office (e.g., reel and frame number).
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All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-2991.

oMnson
Petitions Examiner
Office of Petitions

cc:. Cambridge Enterprise Limited
The Old Schools, Trinity Lane
‘Cambridge, CB2 1TS '
United Kingdom



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450
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WILLIAM J. KOLEGRAFF U

3119 TURNBERRY WAY . MAILED

JAMUL CA 91935 MAY 3 12011
OFFICE OF PETITIONS

In re Application of

Bar-Giora Goldberg :

Application No. 11/577,988 :  DECISION ON PETITION
Filed: April 25, 2007 :

Attorney Docket No. AVA-03 US

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
April 22, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed January 27, 2010, which set a shortened statutory period for reply .of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on April 28, 2010. A Notice of Abandonment
was mailed on September 20, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810 and (3) a proper statement of
unintentional delay. Accordingly, the amendment is accepted as being unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618. :

This application is being referred to Technology Center AU 2618 for appropriate action by the
Examiner in the normal course of business on the reply received April 22, 2011.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

. Alexandria, VA 22313-1450

www.uspto.gov

MAILED
THE NATH LAW GROUP
112 South West Street : JAN 03 2012

Alexandria VA 22314 OFFICE OF PETITIONS
In re Patent No. 7,699,534

Issue Date: April 20,2010 .

Application No. 11/578,030 ‘ . NOTICE

Filed: October 12, 2006

Attorney Docket No. 27653U

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28 filed December 9, 2011.

The Office no longer mvestlgates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee d:ficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordmgly, all future fees paid in this
patent must be pald at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3215.

Charlema Grant

Attorney Advisor
Office of Petitions
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O Box 1450

ALEXANDRIA, VA 22313-1450
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FISH & RICHARDSON P.C. (BO)

P.O. BOX 1022 ,
MINNEAPOLIS MN 55440-1022 MAILED
In re Application of : DECISION ON JAN 11 Zunt
EPPLE et al : ' - '

‘ P o
Application No.: 11/578,101 : CT LEGAL ADWIISTRATION
International App: No.: PCT/EP05/03645 :  REQUEST UNDER

Int. Filing Date: 07 April 2005
Priority Date: 08 April 2004

N Attorney's Docket No.: 18233-011US1 : '
For: CATADIOPTRIC PROJECTION... GROUP . 37 CFR 1.497(d)

This is a decision on applicants' "SUBMISSION UNDER 37 CFR 1.497(d) OF...
PURSUANT TO 35 USC 371 filed on 27 July 2009, which is a copy of the request filed on 24
September 2007, naming additional joint inventors, Hans-Juergen MANN and David SHAFER,
in the executed declaration. The $130.00 processing fee has been paid.

BACKGROUND

On 07 April 2005, applicants filed international application No. PCT/EP05/03645
claiming an earliest priority date of 08 April 2004.

On 10 October 2006, applicants filed a Transmittal Letter for entry into the national stage
in the United States of America. Filed with the Transmittal Letter was, inter alia, the requisite
basic national fee. No executed oath or declaration was filed at such time.

v On 24 September 2007, applicants filed a new executed declaration and a request under
37 CFR 1.497(d). However, no statements from the added joint inventors was included in the
submission.

On 25 September 2007, the United States Designated/Elected Office (DO/EO/US) mailed
a "NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U:S.C. 371 IN THE
UNITED STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/EO/905)
which informed applicant, inter alia, that an "Oath or declaration of the inventors, in compliance
with 37 CFR 1.47(a) and (b), identifying the application by International application number and
international filing date" must be submitted within two (2) months from date of this Notice or by
32 months from the priority date, whichever is later, in order to avoid abandonment of the
national stage application.

On 15 October 2007, applicants re-filed the executed declaration.



Application No.: 12/515,081

On 08 July 2009, the United States Designated/Elected Office (DO/EO/US) mailed a
“NOTIFICATION OF DEFECTIVE RESPONSE” (Form PCT/DO/EQ/916) indicating that the
oath or declaration does not comply with 37 CFR 1.497(a) and (b) in that it: ... the declaration
that was submitted has two inventors listed that are not on the international application. The
Notification indicated that applicants are required to complete the response within a time limit of
One Month from the date of this Notification or within the time remaining in the response set
forth in the Notification of Missing Requirements, whichever is later.

On 27 July 2009, applicants resubmitted a copy of the Request under 37 CFR 1.497(d)
which included now included, inter alia, a statements under 37 CFR1.497(d) from Hans-Juergen
MANN and David SHAFER.

DISCUSSION

A submission under 37 CFR 1.497(d) must include:

¢)) a statement from each person being added as an inventor and from each person
being deleted as an inventor that the error in inventorship occurred without

deceptive intention on his or her part;

(@) the fee set forth in § 1.17(1); and

3) If an assignment has been executed by any of the original named inventors, the
written consent of the assignee (see 37 CFR §3.73(b) of this chapter).

A review of the application file reveals that applicants have satisfied items (1) - (2) under
37 CFR 1.497(d) but not requirement (3).

With respect to item (1), the statements submitted on 27 July 2009 from Hans-Juergen
MANN and David SHAFER are sufficient because the statements state that the error in
inventorship occurred without a deceptive intent.

With respect to item (2), the processing fee of $130.00 has been provided.

With respect to item (3), the assignee, CARL ZEISS SMT AG, the assignee, has not
consented to the correction of inventorship to the above application. Also, to establish the right

of the Assignee to take action, applicant must submit a copy of the executed assignment or
specify the reel and frame number. Note MPEP 324 and 37 CFR 3.73(b).

Accordingly, the request does not meet the requirements under 37 CFR 1.497(d).

CONCLUSION

For the reasons above, the request under 37 CFR 1.497(d) is DISMISSED without
prejudice.
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If reconsideration on the merits of this petition is desired, a proper reply must be filed
within TWO (2) MONTHS from the mail date of this decision. The proper reply is either a
proper request under 37 CFR 1.497(d) overcoming the above stated defects. The failure to
provide the proper reply will result in Abandonment of the application. Any reconsideration
request should include a cover letter entitled "Renewed Request Under 37 CFR 1.497(d)".
Extensions of time may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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FISH & RICHARDSON P.C. (BO)

P.0. BOX 1022

MINNEAPOLIS MN 55440-1022 MAILED

In re Application of . DECISION ON APR 222011
EPPLE et al :

Application No.: 11/578,101 : PCT LEGAL ADMINISTRATION
International App. No.: PCT/EP05/03645 : :  REQUEST UNDER

Int. Filing Date: 07 April 2005

Priority Date: 08 April 2004

Attorney's Docket No.: 18233-011USl1 :

For: CATADIOPTRIC PROJECTION... GROUP : 37CFR 1.497(d)

This is a decision on applicants' "RENEWED REQUEST UNDER 37 CFR 1.497(d)”
filed on 23 February 2011.

BACKGROUND

In a decision from this Office mailed on 11 January 2011, the decision indicated that the
request was dismissed because the request did not satisfy item (3) of 37 CFR 1.497(d).

On 23 February 2011, applicants filed the renewed request, which included, inter alia, a
written consent by the assignee.

DISCUSSION

In regard to item (3), Carl Zeiss SMT GmbH consents to the correction of inventorship
to the above application and has provided the requisite papers However, a further review of the
“RENEWED REQUEST UNDER 37 CFR 1.497(d)” reveals that the applicant has still not
satisfied item (3) of 37 CFR 1.497(d) because Dr. A Zeiler and J. Schultz, who are signing on
behalf of the assignee, do not have neither apparent authority because their title is of “Officer”
nor they appear to have authority to act on behalf of the assignee. The title of “Officer or
authorized clerks” is vague as to their responsibilities and is not presumed to be an officer that
has apparent authority to sign on behalf of the organization. Note MPEP 1820.

Accordingly, applicant is deemed not to satisfy requirement (3) under 37 CFR 1.497(d).

CONCLUSION

For the reasons above, the request under 37 CFR 1.497(d) is DISMISSED without
prejudice.
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If reconsideration on the merits of this petition is desired, a proper reply must be filed
within TWO (2) MONTHS from the mail date of this decision. The failure to provide the proper
reply will result in Abandonment of the application. Any reconsideration request should include
a cover letter entitled "Second Renewed Request Under 37 CFR 1.497(d)". Extensions of time
may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

ot Bacares
PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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FISH & RICHARDSON P.C. (BO)

P.0. BOX 1022
MINNEAPOLIS MN 55440-1022 MAILED
In re Application of . DECISION on  JuL 122011
EPPLE et al A : :

PCT LEGAL
Application No.: 11/578,101 : GAL ADMINISTRATION
International App. No.: PCT/EP05/03645 . REQUEST UNDER

Int. Filing Date: 07 April 2005

Priority Date: 08 April 2004

Attorney's Docket No.: 18233-011US1 :

For: CATADIOPTRIC PROJECTION... GROUP : 37 CFR 1.497(d)

This is a decision on applicants' "RENEWED REQUEST UNDER 37 CFR 1.497(d)”
filed on 11 May 2011.

BACKGROUND

In a decision from this Office mailed on 22 April 2011, the decision indicated that the
request was dismissed because the request did not satisfy item (3) of 37 CFR 1.497(d).

On 11 May 2011, applicants filed the current renewed request, which included, inter alia,
a statement that Dr. A Zeiler and V.J. Schultz have authorization to act on behalf of assignee as
stated in the statement, and the assignee consents to the correction of inventorship to the above
application.

DISCUSSION

A review of the renewed request reveals that applicants have satisfied item (3) of 37 CFR
1.497(d) as Dr. A Zeiler and V.J. Schultz have authority to act on behalf of the assignee. As
such, the assignee consents to the addition of Hans-Juergen MANN and David SHAFER as co-
inventors and the assignee has filed the requisite papers establishing its right to take action under
37 CFR §3.73(b) as the executed assignment as been provided.

Accordingly, applicant is deemed to satisfy requirements (1), (2), and (3) under 37 CFR
1.497(d).

CONCLUSION

For the reasons above, the request under 37 CFR 1.497(d) is GRANTED.
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This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing consistent with this decision. The 35 USC 371 (c)(1),
(c)(2), and (c)(4) date of this application is 15 October 2007.

Rag:léacares

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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Commissioner for Patents
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www.uspto.gov

Patent No : 7,610,891 B2

Ser. No. : 11/578,170
Inventor(s) : Martin Seufert, et. al.
Issued :  November 3, 2009

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is requlred at any time after the
issue fee is pazd including after issuance of the patent.

In view of the foregoing, your request is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:
A. the processing fee set forth in 37 CFR 1.17(i) (currently $130);
B. a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and '
C. acopy of the Notice of Recordation of A551gnment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reﬂectlng proof of the date the
assignment was submitted for recordation.

* In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (703) 872-9306
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, , no additional fee is required.

Eva James

For Mary Diggs

Decisions & Certificates
of Correction Branch

(571) 272-3422 or 703- 756 -1580

Richard H. Tushin
1300 I Street, NW, Suite 300 West
Washington, DC 20005

ej
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : L///yw// Paper No.. ——

TO SPE OF :ART UNIT _/ 2 22
SUBJECT : Request for Certificate of Correction for Appl. No.: / // { ﬁﬂ 7 Patent No.: 7 5%%3 %

CofC mailroom date: %/y//@//

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX. ~

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Virginia Tolbert

Certificates of Correction Branch

571-272-0460

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

@ Approved “All changes apply.

O Approved in Part Specify below which changes do not apply.

O Denied , State the reasons for denial below.
Comments: __Prroved

/Glenn Caldarola/ SPE 1771

SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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BioTechnology Law Grou ,
¢/o PortfioloI%’y d MA"‘ED
P.O.Box 52050 AUG 122010
Minneapolis MN 55402 '

OFFICE OF PETITIONS
In re Application of
John N. Burr, III et al. :
Application No. 11/578,285 : DECISION ON PETITION
Filed: August9, 2007 ' : TO WITHDRAW
Attorney Docket No. JNB-1001-US : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37
CFR § 1.36(b), filed July 7, 2010.

The request is NOT APPROVED.

A review of the file record indicates that Daniel M. Chambers or any attorneys/agents
associated with the above-identified application does not have power of attorney or was
ever given power of attorney in this patent application. Accordingly, the request to
withdraw under 37 CFR § 1.36(b) is not applicable. ‘ '

All future communications from the Office will continue to be directed to the address of
record until otherwise properly notified by the applicant.

Telephone inquires concerning this decision should be directed to JoAnne Burke at
571-272-4584.

/JoAnne Burke/
JoAnne Burke
Petitions Examiner
Office of Petitions



Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

SCULLY, SCOTT, MURPHY & PRESSER, P.C.

400 GARDEN CITY PLAZA MAILED

SUITE 300

GARDEN CITY, NY 11530 MAY 052011
OFFICE OF PETITIONS

In re Patent No. 7,680,450

Issue Date: March 16, 2010 :

Application No. 11/578,339 : NOTICE
Filed: October 12, 2006 :

Attorney Docket No. 19817

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571)272-1642.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.0. Box 1450
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MAYER BROWN LLP
P.O. Box. 2828 MAILED
Chicago IL 60690
SEP 13 2010
OFFICE OF PETITIONS

In re Application of :
Young-Sik Shin : DECISION ON PETITION
Application No. 11/578,377 ; TO WITHDRAW
Filed: January 23, 2007 : FROM RECORD

Attorney Docket No. 127236-06126158

This is a decision on the request to withdraw as a&orney of record under 37 CFR §
1.36(b), filed August 5, 2010.

The request is NOT APPROVED.

The request cannot be approved because the attorney cannot withdraw attorneys’
individually when the power of attorney was originally granted by Customer Number
in the Declaration and Power of Attorney filed January 23, 2007. It is also noted that the
change in correspondence address is improper.

The Office will only accept correspondence address changes to the most current address
information provided for the assignee of the entire interest who properly became of record
under 37 CFR 3.71, or, if no assignee of the entire interest has properly been made of
record, the most current address information provided for the first named inventor. 37

- CFR 3.71(c) states:

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a statement in
compliance with § 3.73(b) that is signed by a party who is
authorized to act on behalf of the assignee.

The assignee must establish its ownership of the patent to the satisfaction of the
Director. In this regard, the statement under 37 CFR 3.73(b) must have either: (i)
documentary evidence of a chain of title from the original owner to the assignee (e.g.,
copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or
concurrently is being submitted for recordation pursuant to § 3.11; or (ii) a statement
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specifying where documentary evidence of a chain of title from the original owner to
the assignee is recorded in the assignment records of the Office (e.g., reel and frame
number).

All future communications from the Office will continue to be directed to the above-
listed address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-4584.

Pefifions Examiner
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
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Alexandria, VA 22313-1450

NIXON PEABODY, LLP
401 9TH STREET, NW
SUITE 900
WASHINGTON, DC 20004-2128 MAILED
AUG 1 6 2010
Majid Shahbazi :
Application No. 11/578,420 : DECISION ON PETITION
Filed: October 13, 2006 : TO WITHDRAW

Attorney Docket No. 039996-002000 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37
CFR. § 1.36(b), filed July 8, 2010. '

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to attorneys/agents
associated with Customer Number 22204 has been revoked by the applicants of the
patent application on June 29, 2010. Accordingly, the request to withdraw under 37
CFR § 1.36(b) is moot.

All future communications from the Office will continue to be dlrected to the below-
listed address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
571-272-4584.

/JoAnne Burke/
JoAnne Burke
Petitions Examiner
Office of Petitions

cc: Patent Cap1ta1 Group
6119 McCommas Blvd
Dallas TX 75214

www.uspto.gov
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Commissioner for Patents
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PACESETTER, INC.

15900 VALLEY VIEW COURT
SYLMAR CA 91392-9221 . MAILED
ApR 2 12011

OFFICE OF PETITIONS

In re Application of

Patrick Schauerte

Application No. 11/578442

Filing or 371(c) Date: 07/24/2007

Attorney Docket Number: :

A06P5001 _ : ON PETITION

This is a decision on the “Petition for Revival of an Application for Patent Unavoidably Abandoned
Under 37 CFR 1.137(a)%, filed March 16, 2011. The petition is properly treated as a petition to
withdraw holding of abandonment based upon nonreceipt of an Office action under 37 C.F.R. §
1.181 (No Fee Required).

This Petition is hereby granted.

The above-identified application became abandoned for failure to timely and properly reply to the
non-final Office action, mailed October 8, 2009. The Office action set a three (3) month period for
reply. No reply having been received, the application became abandoned on January 9, 2010. A
Notice of Abandonment was mailed May 25, 2010.

With the present petition, Applicant has demonstrated non-receipt of the Office action by a
preponderance of the evidence.

In view of the foregomg, the holdmg of abandonment is hereby withdrawn. No petition fee has been
charged and none is due.

The application will be referred to 3766 for processmg of the reply to the Office action filed with the
present petition.

Telephone inquiries concerning this Decision only should be directed to the undersigned at (571)
272-3232.

/DLW/
Derek L. Woods

Attorney
Office of Petitions
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LADAS & PARRY LLP ' |
26 WEST 61ST STREET . MAILED
NEW YORK, NY 10023 DEC 08 2010

| OFFICE OF PETITIONS
In re Application of
Ferdinand Mannle, et al. :
Application No. 11/578, 471 | . DECISION ON PETITION

Filed: July 24, 2007
Attorney Docket No. U 016539-7

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
October 14, 2010 to revive the above-identified application.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, February 22, 2010, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on May 23, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1,620, (3) a proper statement of |
unintentional delay and (4) a terminal disclaimer and fee as required by 37 CFR 1.137 (d) .

In view of the above, the petition is GRANTED.
Telephone inquiries concerning this decision should be directed to undersigned at (571) 272-
1642. All other inquiries concerning this application should be directed to the Technology

Center.

This application is being referred to Technology Center AU 1796 for appropriate action by the
Examiner in the normal course of business on the reply received October 14, 2010.

Petifions Examiner
Office of Petitions
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O Box 1450
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SALTAMAR INNOVATIONS
1 Mathewson Road

Barrington RI 02806 MAILED
In re Application of : DECISION ON JUN 28 2011
RICHBERG et al :

Application No.: 11/578,481 :  PCT LEGAL ADMINISTRATION
PCT No.: PCT/US05/12550 :

Int. Filing Date: 14 April 2005 :  PETITION UNDER

Priority Date: 14 April 2004 :

Attorney's Docket No.: 5569-3 :

For: METHOD AND ... USERS : 37CFR 1.137(b)

This decision is in response to applicants’ “Petition For Revival Of An Application For
Patent Abandoned Unintentionally Under 37 CFR 1.137(b),” filed on 29 April 2011.

BACKGROUND

On 14 April 2005, this international application was filed, claiming an earliest priority
date of 14 April 2004. The deadline for paying the basic national fee in the United States under
35 U.S.C. 371 and 37 CFR 1.495 was 14 October 2006.

On 13 October 2006, applicant filed a Transmittal letter for entry into the national stage
in the United States Patent and Trademark Office (USPTO), which was accompanied by, the
basic national fee. No executed declaration or oath was filed at such time.

On 05 August 2008, the United States Designated/Elected Office mailed a Notification of
Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating that the oath or
declaration complying with 37 CFR 1.497(a) and (b), identifying the application by the
International application number and International filing date must be furnished within the time
period set forth. The notification set a two months time limit or 32 months from the priority date
for the application, whichever is later to respond, and that failure to properly respond would
result in abandonment

On 13 May 2009, the USPTO mailed applicant a Notification of Abandonment (Form
PCT/DO/EO/909) indicating the applicants have failed to respond to the NOTIFICATION OF
MISSING REQUIREMENTS (Form PCT/DO/E0/905) mailed 08/05/2008 within the time
period set therein.

On 29 April 2011, applicants filed the instant petition under 37 CFR 1.137(b).
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DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a
continuing application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the
entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to this paragraph was unintentional. The Commissioner may require
additional information where there is a question whether the delay was unintentional; and (4) any
terminal disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this
section. -

The petition is deemed to satisfy items (2) - (4) but not item (1) under 37 CFR 1.137(b).

Petitioner has provided: (2) the petition fee set forth in §1.17(m) and (3) the proper
statement under 137(b)(3). In this application, no terminal disclaimer is required.

Petitioner, however, has not provided: (1) the proper reply by submitting a proper

- executed declaration because the declaration filed under PCT 4.17(iv) was improper as the
declaration was filed subsequent to filing the PCT Request and the 4.17(iv) declaration did not
contain the PCT application number as required when it is filed after filing the PCT Request.
Note PCT Rule 26¢er.

Consequently, the petition is deemed to not to satisfy item (1) under 37 CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is DISMISSED without prejudice.

If reconsideration of the merits of the petition under 37 CFR 1.137(b) is desired,
applicant must file a request for reconsideration within TWO (2) MONTHS from the mail date
of this Decision. Any reconsideration request should include a cover letter entitled "Renewed
Petition Under 37 CFR 1.137(b)." Extensions of time are available under 37 CFR 1.136(a).

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

Il
Rafael Bacares

PCT Legal Examiner

PCT Legal Office .
Telephone: (571) 272-3276
Facsimile: (571) 272-0459
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SALTAMAR INNOVATIONS
1 Mathewson Road

Barrington RI 02806 :
MAILED

In re Application of : DECISION ON ‘

RICHBERG et al : 0CT 06 zo
Application No.: 11/578,481 : PCT LEGAL ADMINISTRATION
PCT No.: PCT/US05/12550 :

Int. Filing Date: 14 April 2005 :  PETITION UNDER

Priority Date: 14 April 2004 :

Attorney's Docket No.: 5569-3 :

For: METHOD AND ... USERS : 37CFR1.137(b)

This decision is responsive to applicants' "RENEWED PETITION TO REVIVE AN
UNINTENTIONALLY ABANDONED APPLICATION UNDER RULE 1.137(a)” filed on 09
August 2011 requesting the acceptance of the executed declaration as the proper response.

BACKGROUND

In a decision from this Office on 28 June 2011, the declaration submitted was not
accepted because it did not comply with PCT rule 4.17(iv) as the executed declaration was filed
after the Request was filed.

On 09 August 2011 applicants submitted a renewed petition under 37 CFR 1.137(b)
submitting a proper executed declaration.

DISCUSSION

The declaration filed on 09 August 2011 is a properly executed declaration that satisfies
the conditions set forth under 37 CFR 1.497(a) and (b).

DECISION

The petition is GRANTED.
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This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

/ y
RdiackBacares

PCT Legal Examiner
PCT Legal Examiner
Work (703) 308-6312
Fax (703) 308-6459
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Commissioner for Patents
United States Patent and Trademark Office
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MAILED

LEYDIG VOIT & MAYER, LTD FEB 152011
TWO PRUDENTIAL PLAZA, SUITE 4900

180 NORTH STETSON AVENUE OFFICE OF PETITIONS
CHICAGO IL 60601-6731

Patent No. 7,709,986

Issue Date: May 4, 2010 :

Application No. 11/578,622 : ON PETITION
Filed: January 5, 2007 :

Attorney Docket No. 254426

This is a decision on the petition filed September 21, 2010, under 37 CFR 3.81(b) to correct the
name of the assignee on the front page of the above-identified patent by way of a Certificate of
Correction.

The petition is GRANTED.

The patent file is being forwarded to the Certificates of Correction Branch for issuance of the
requested Certificate of Correction.

Telephone inquiries concerning this decision may be directed to the Kimberly Inabinet at (571)
272-4618. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (703) 756-1814.

/Carl Friedman/
Carl Friedman
Petitions Examiner
Office of Petitions
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RATNERPRESTIA MAILED

P.O. BOX 980 FEB 03 2012
VALLEY FORGE, PA 19482
OFFICE OF PETITIONS

In re Application of Antoine et al. :

Application No. 11/578,678 : Decision on Petition
371(c) Date: September 19, 2007 :

Attorney Docket No. AAT-110US

This is a decision on the petition filed January 5, 2012, under 37 CFR 1.181 to withdraw the
holding of abandonment of the above-identified application.

The petition is dismissed.

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision. No further petition fee is required for the request. Extensions of time
under 37 CFR 1.136(a) are NOT permitted. The reconsideration request should include a cover
letter titled “Renewed Petition under 37 CFR 1.181.”

The Office mailed a non-final Office action on May 23, 2011, which set a three-month shortened
statutory period for reply. The Office did not receive a response to the May 23, 2011 Office
action. As aresult, the application became abandoned on August 24, 2011. The Office mailed a
Notice of Abandonment on December 22, 2011.

The instant petition was filed January 5, 2012. The petition requests the Office withdraw the
holding of abandonment based on non-receipt of the Office action.

The petition alleges the Office action was not received at the address associated with Customer
No. 52473, while at the same time, alleging the Office action was not received at the address of
record. In other words, the petition appears to be based on an assumption the address of record
was the address associated with Customer No. 52473.

An Application Data Sheet (“ADS”) filed September 19, 2007, instructs the Office to send
correspondence involving the application to the address associated with Customer No. 52474.
As a result, the address of record at the time the Office action was mailed was the address
associated with Customer No. 52474.
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The Office mailed the Office action to the address associated with Customer No. 52474, and the
petition fails to establish the Office action was never delivered to the address associated with
Customer No. 52474. Therefore, the holding of abandonment will not be withdrawn.

Petitioner may wish to consider filing a petition to revive based on unintentional abandonment
under 37 CFR 1.137(b). A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied
by the required reply to the outstanding Office action, the required petition fee (31,860 for a
large entity), and a statement that the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional.

A copy of a PDF “fillable” petition under 37 CFR 1.137(b) form can be found at:
http://www.uspto.gov/web/forms/sb0064.pdf.

Further correspondence with respect to this matter may be submitted as follows:

By Internet: A request for reconsideration may be filed electronically using EFS Web.'
Document Code “PET.OP” should be used if the request is filed electronically.

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571) 273-8300
Attn: Office of Petitions

By hand: =~ U.S. Patent and Trademark Office
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

éﬂ%é

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions

Enclosure: Copy of papers mailed May 23, 2011

' General Information concerning EFS Web can be found at http://www.uspto.gov/patents/process/file/efs/index.jsp.
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APPLICATION NO. . | FILING DATE FIRST NAMED INVENTOR o | ATTORNEY DOCKETNO. | CONFIRMATION NO. |
11/578,726 10/18/2006 Yasushi Sutoh 297521US28PCT 6653
22850 7590 12/01/2011 l EXAMINER I
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET BURGESS, RAMYA PRAKASAM
ALEXANDRIA, VA 22314 I I L R I

3651

| NOTIFICATION DATE L DELIVERY MODE |

12/01/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

-

patentdocket@oblon.com -
oblonpat@oblon.com
Jjgardner@oblon.com

PTOL-90A (Rev. 04/07)
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OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET
ALEXANDRIA VA 22314
In re Application of :
Yasushi SUTOH : DECISION ON PETITION

Application No. 11/578,726 : UNDER 37 CFR §1.181
Filed: October 18, 2006 :
For: PRINTING MEDIUM CONVEYING

APPARATUS AND PRINTING MEDIUM

CONVEYING METHOD

This is a decision on applicant’s petition under 37 CFR 1.181 filed October 7, 201 requesting
consideration of the Information Disclosure Statement filed January 2, 2008.

The petition is DISMISSED AS MOOT.

A review of the file record revealed that the examiner considered the Information Disclosure
Statement. A copy of the form 1449 is attached herein.

Any questions regarding this decision should be directed to Quality Assurance Specialist Lanna
Mai at (571) 272-6867.

o

David L. Talbot, Director
Patent Technology Center 3600
Telephone No.: (§71)-272-5150

dt/lm: 11/8/11

A
attachment: Form PTO-1449
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Form PTO 1449 U.S. DEPARTMENT OF COMMERCE | ATTY DOCKET NO. SERIAL NO.
ified PATENT AND TRADEMARK OFFICE
{Modified) 297521US28PCT 11/578,726

_ APPLICANT
LIST OF REFERENCES CITED BY APPLICANT | yasushi SUTOH

FILING DATE GROUP
October 18, 2006

U.S. PATENT DOCUMENTS

EXAMINER DOCUMENT

sus FILING DATE
INITIAL NUMBER DATE NAME CLASS

CLASS IF APPROPRIATE

/RB./ | aa |6640.1578B2 10/28/2003 | John Thomas WRITT, et al.

AB

AC

AD

AE

AF

AG

AH

Al

AK

AL

AM

AN

FOREIGN PATENT DOCUMENTS

DOCUMENT TRANSLATION
NUMBER DATE COUNTRY VES NO

/RB./ | ao |srs-9543a 4/12/1896 | Japan (with English Abstract) , X

AP

AQ

AR

AS

AT

AU

AV

OTHER REFERENCES (lhcluding Author, Title, Date, Pertinent Pages, etc.)

AW

AY

AZ D Additional References sheet(s) attached

Examiner /Ramya Burgess/ Date Considered 11/02/2011

*Examiner: Initial if reference is considered, whether or not citation is in conformance with MPEP 609; Draw line through citation if not in
conformance and not considered. Include copy of this form with next communication to applicant.
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K&L Gates LLP
1900 Main Street, Suite 600
Irvine, CA 92614-7319

In re Application of

Mark Klein

Application No. 11/578,741

Filed: July 30, 2007

Attorney Docket No. 41885-501N01US

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box.1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
Jan taza
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed December 3, 2010.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to K & L Gates LLP has been
revoked by the assignee of the patent application on December 23, 2010.  Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Terri Johnson at 571-272-

2991.

/Terri Johnson/
Terri Johnson .
Petitions Examiner
Office of Petitions

cc: MINTZ, LEVIN, COHN, FERRIS,
GLOVSKY AND POPEO, P.C.
One Financial Center
Boston, MA 02111
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THE DOW CHEMICAL COMPANY

P.O. BOX 1967
2040 DOW CENTER MA[LED
MIDLAND MI 48641 .

MAR 3 12011
In re Application of : OFFICE OF PETITIONS
Samuel Ethiopia et al. :
Application No. 11/578,760 D ON PETITION

Filed: October 16, 2006
Attorney Docket No: 63281B US

This is a decision on the petition filed March 1, 2011 under 37 CFR 1.137(b)," to revive
the above-identified application. ’

The petition is GRANTED.

This application became abandoned for failure to timely reply to the non-Final Office Action
mailed June 7, 2010. A shortened statutory period of three months was set for replying to
the non-Final Office Action. No response having been timely filed, this application became
abandoned September 8, 2010. Accordingly, a Notice of Abandonment was mailed
December 17, 2010.

 This matter is being referred to Technology Center 1765 for appropriate action on the
amendment filed March 1, 2011.

Telephone inquiries 'concerning this matter should be directed to the undersigned Petitions
Attorney at (671) 272-3212.

iz G- Gl

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions

IEffective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply was unintentional,
a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed
under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to prosecute, the required
reply may be met by the filing of a continuing application. In a nonprovisional application filed on or after June 8, 1995, and abandoned
for failure to prosecute, the required reply may also be met by the filing of a request for continued examination in compliance with §
1.114. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply must be
the payment of the issue fee or any outstanding balance thereof. In an application abandoned for failure to pay the publication fee, the
required reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37-CFR 1.137(b) was unintentional. The Commissioner may required additional information where thereis a
question whether the defay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).

Commissioner for Patents
United States Patent and Trademark Office
Q. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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Robert D. Shedd, Patent Operations

THOMSON Licensing LLC

P.O. Box 5312 MAILED

Princeton NJ 08543-5312 SEP 2 02010
OFFICE OF PETITIONS

In re Application of

Ingo Huettner :

Application No. 11/578,815 :  DECISION ON PETITION

Filed: October 19, 2006
Attorney Docket No. PD040038

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 16, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed July 21, 2009, which set a shortened statutory period for reply of three (3) months.
No extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on October 22, 2009. A Notice of Abandonment was mailed on
February 2, 2010. :

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1,620 and (3) a proper statement of
unintentional delay. Accordingly, the amendment is accepted as being unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618.

This application is being referred to Technology Center AU 2457 for appropriate action by the
Examiner in the normal course of business on the reply received July 16, 2010.

/Kimberly Inabinet/

Kimberly Inabinet

Petitions Examiner
Office of Petitions
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MCDERMOTT WILL & EMERY LLP
600 13TH STREET, NW
WASHINGTON DC 20005-3096 MH_ED

APR 182011
OFFICE OF PETITIONS

In re Patent No. 7,816,038

Issue Date: 10/19/2010 :

Application Number: 11/578,964 : ON PETITION
Filing or 371(c) Date: 06/22/2007 :

Attorney Docket Number: 043888-0536

This is a decision on the request under 37 CFR 3.81(b),l filed on March 3, 2011, to correct the
assignee data on the front page of the above-identified patent by way of a Certificate of
Correction.

The request is GRANTED.

Receipt of the processing fee of $130.00 required by § 1.17(h), and the certificate of correction
fee of $100.00 required by § 1.20(a) are acknowledged.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
3231. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

The Certificates of Correction Branch will be notified of this decision granting the petition under
37 CFR 3.81(b) and directing issuance of the requested Certificate of Correction.

Dl

Douglas I. Wood
~ Senior Petitions Attorney
Office of Petitions

1 See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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: Paper No.
Robert D. Shedd, Patent Operations
THOMSON Licensing LLC

P.O. Box 5312 MAILED

Princeton NJ 08543-5312

JAN 03 2011
In re Application of : OFFICE OF PETITIONS
Lehr :
Application No. 11/579,045 : DECISION ON PETITION
Filed: October 30, 2006 : PURSUANT TO
Attorney Docket No.: : 37 C.F.R. § 1.137(B)
PD040058 '

Title: RECORDING OR PLAYBACK
APPARATUS FOR OPTICAL
RECORDING MEDIA WITH A LASER
DIODE CIRCUIT ’

This is a decision on the petition pursuant to 37 C.F.R.
§ 1.137(b), filed December 9, 2010, to revive the above-
identified application.

This petition pursuant to 37 C.F.R. § 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
March 5, 2010, which set a shortened statutory period for reply
of three months. No response was received, and no extensions of
time under the provisions of 37 C.F.R. § 1.136(a) were requested.
Accordingly, the above-identified application became abandoned on
June 6, 2010. A notice of abandonment was mailed on October 15,
2010.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by: '

(1) The reply required to the outstanding Office
action or notice, unless previously filed;
(2) The petition fee as set forth in 37 C.F.R.
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§ 1.17(m);

(3) A statement that the entire delay in filing the
required reply from the due date for the reply
until the filing of a grantable petition
pursuant to this paragraph was unintentional. The
Commissioner may require additional information
where there is a question whether the delay was
unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Petitioner has submitted an amendment, the
petition fee, and the proper statement of unintentional delay.

As such, the first three requirements of Rule 1.137(b) have been
met. The fourth requirement of Rule 1.137(b) is not applicable,
as a terminal disclaimer is not required.?

The Technology Center will be notified of this decision, and
jurisdiction over this application is transferred to the
Technology Center, so that the application may receive further
processing. The Technology Center’s support staff will notify
the Examiner of this decision, so that the amendment that was
received on December 9, 2010 can be processed in due course.

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has
been acknowledged by the Technology Center in response to this
decision. It is noted that all inquiries with regard to any
failure of that change in status should be directed to the
Technology Center where that change of status must be effected -
the Office of Petitions cannot effectuate a change of status.

Telephone inquiries regarding this decision should be directed tb
the undersigned at (571) 272-3225.° All other inquiries

v

1l See Rule 1.137(d).

2 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
Petitioner’s further action(s).
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concerning this application should be directed to the Technology
Center. : 4

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

FOLEY & LARDNER LLP
150 EAST GILMAN STREET
P.O. BOX 1497

MADISON WI 53701-1497

MAILED

NOV 09 2011
- OFFICE OF PETITIONS
In re Application of
Coupez et al. ‘ :
Application No. 11/579078 . :  ON REQUEST FOR
Filing or 371(c) Date: 12/21/2007 :  RECONSIDERATION OF

Atty Docket No.: ’ :  PATENT TERM ADJUSTMENT
088245-6096 :

This is in response to the REQUEST FOR RECONSIDERATION OF PATENT TERM
ADJUSTMENT UNDER 37 C.F.R. § 1.705(b), filed October 20, 2011. Applicant submits that
the proper patent term adjustment to be indicated on the patent is 771 days, not five hundred
thirty-five (535) days as calculated by the Office as of the mailing of the initial determination of
patent term adjustment. Applicant requests this correction solely on the basis that the Office will
take in excess of three years to issue this patent. The application for patent term adjustment is
properly treated under 37 C.F.R. § 1.705(b).

As the instant application for patent term adjustment requests reconsideration of the patent term
adjustment as it relates to the Office’s failure to issue the patent within 3 years of the filing date,
the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See § 1.702(b). (This is true even where a request for continued examination (RCE) was filed).
The computer will not undertake the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined. Likewise, the computer will not calculate any further Office
delay under § 1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual date of
issuance of the patent has been determined. As such, the Office can not make a determination on
the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37
CFR 1.705(b) based on the initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the request for continued examination) is
premature. Accordingly, it is appropriate to dismiss as premature such a request.
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Rather than file an application for patent term-adjustment under 37 CFR 1.705(b) contesting the
37 CFR 1.702(b) calculation at the time of the mailing of the notice of allowance, applicant is
advised that they may wait until the time of the issuance of the patent and file a request for
reconsideration of the patent term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does
not calculate the amount of time earned pursuant to 37 CFR 1.702(b) until the time of the
issuance of the patent, the Office will consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702(b) to be timely if the request for
reconsideration is filed within two months of the issuance of the patent. However, as to all other
bases for contesting the initial determination of patent term adjustment received with the notice
of allowance, applicant must timely file an application for patent term adjustment prior to the
payment of the issue fee!.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e) for
consideration of the application for patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment indicated on the patent must be
timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision. This application is being
referred to the Office of Data Management for issuance of the patent. ‘

Telephone inquiries specific to this decision should be directed to the undersigned at (571) 272-
3232.

/DLW/

Derek L. Woods

Attorney
Office of Petitions

' For example, if applicant disputes both-the calculation of patent term adjustment under 37 CFR 1.702(a)(1) for
Office failure to mail a first Office action or notice of allowance not later than fourteen months after the date on
which the application was filed and under 37 CFR 1.702(b) for Office failure to issue a patent within three years of
the actual filing date of the application, then applicant must still timely file an application for patent term adjustment
prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office action or
notice of allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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Robert D. Shedd, Patent Operations

THOMSON Licensing LLC
P.O. Box 5312 MAILED
Princeton NJ 08543-5312
MAR 08 2011
OFFICE OF PETITIONS

In re Application of
Schmouker, et al. :

Application No. 11/579,225 B ON PETITION
Filed: October 31, 2006 :

Attorney Docket No. PF040041

For: METHOD AND APPARATUS FOR

USER REPRODUCING A USER-

PREFERRED DOCUMENT OUT OF A

PLURALITY OF DOCUMENTS

This is a decision on the petition, filed January 31, 2011, under 37 CFR 1.137(b) to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to timely submit a reply within
three (3)'months of the mailing of the June 15, 2010 non-final Office action. No response being
received and no extensions of time being obtained under the provisions of 37 CFR 1.136(a), this
application became abandoned on September 16, 2010.

Applicants have submitted an amendment in reply to the June 15, 2010 non-final Office action,
an acceptable statement of the unintentional nature of the delay in responding to the June 15,
2010 non-final Office action, and the $1620.00 petition fee. All of the requirements under 37
CFR 1.137(b) being met, the petition is granted.

After the mailing of this decision, the application will be returned to Technology Center AU
2169 for consideration of the amendment filed on January 31, 2011.

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

Shlrene Wlllls Brantley 1

Senior Petitions Attorney
Office of Petitions
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DENNISON, SCHULTZ & MACDONALD

1727 KING STREET

SUITE 105

ALEXANDRIA VA 22314
MAILED
0CT 06 2010

OFFICE OF PETITIONS

In re Patent 7,692,170

Issued: April 6,2010 :

Application No. 11/579,256 ON PETITION

Filed: February 12, 2007
Attorney Docket No. 0034.1003

This is a decision on the renewed petition, filed March 19, 2010, which is being treated as
a petition under 37 CFR 1.181 in which petitioner is seeking a Request For
Reconsideration of the March 17, 2010 petition decision in the above-identified
application.

The petition is DISMISSED.

Petitioner contends that “I was made an attorney of record, if not by name then under the
customer number of the firm with whom I was associated at the time and my withdrawal
from that firm and my chan%e of address changed nothing in this respect.” However, as
stated in the November 28, 2008 {)etition decision “George H. Spencer is not part of
Customer Number 49455.” It is clear that since Mr. Spencer had previously withdrawn
from the law firm, Stein, McEwen & Bui, LLP, he was also withdrawn from the customer
Number 49455. Consequently, Mr. Spencer was no longer power of attorney for the
above-identified application at the time Mr. McEwen submitted the March 15, 2007
Request for Withdrawal As Attorney or Agent and Change of Correspondence Address
Pursuant to 37 CFR 1.36(B).

Petitioner further contends that according to Mr. McEwen instructions “at the election of
the assignee, Mr. Spencer retains a power of attorney of attorney for the instant
. application after his departure.” However, according to USPTO regulations and
procedures regarding Customer Number Practice, even if Mr. Spencer had been an
attorney of record at the time Mr. McEwen submitted the March 15, 2007 Request To
Withdraw as attorney or a%ent of record under 37 C.F.R. § 1.36(b), Mr. Spencer would
not have retained power of attorney in the above-identified application since the
%ractitioners were appointed by Customer Number 49,455 upon filing the Combined
eclaration For Patent Application and Power of Attorney on February 12, 2007 and the
‘Request to remove the practitioners must reflect withdrawal of practitioners associated
w1t?1 same Customer Number. Since Mr. McEwen requested withdrawal of practitioners
associated with Customer Number 49,455, all practitioners associated with that Customer
Number were withdrawn as power of attorney on November 28, 2008. Therefore, had
MrhSpencer been on the Customer Number 49,455 he would have also been withdrawn
at that time.
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MPEP 403 states:
I. CUSTOMER NUMBER PRACTICE

A Customer Number (previously a "Payor Number") may be used to:
(A) designate the correspondence address of a patent application or patent such that the -
correspondence address for the patent application or patent would be the address
associated with the Customer Number {3, CFR 1.32(a)(*>5<)(1));
_(B) designate the fee address ( 37 CFR 1.363) of a patent such that the fee address for the

patent would be the address associated with the Customer Number (37 CFR
1.32(a (*>5<?(ii)); and
é:C) submit a list of practitioners such that those practitioners associated with the

ustomer Number would have power of attorney (37 CFR 1.32(a)(*>5<)(ii1)).
Thus, a Customer Number may be used to designate the address associated with the
Customer Number as the correspondence address of an application (or patent) or the fee
address of a patent, and may also be used to submit a power of attorney in the application
(or patent) to the registered practitioners associated with the Customer Number.
The association of a list of practitioners with a Customer Number will permit an
applicant to appoint all of the practitioners associated with the Customer Number
merely by reference to the Customer Number in the Power of Attorney (i.e., without
individually listing the practitioners in the Power of Attorney). The addition and/or
deletion of a practitioner from the list of Practitioners associated with a Customer
Number by submitting a corresponding "Request for Customer Number Data
Change" (PTO/SB/124) will result in the addition or deletion of such practitioner
from the list of persons authorized to represent any applicant or assignee of the
entire interest of the applicant who appointed all of the practitioners associated with
such Customer Number. This will avoid the necessity for the filing of additional papers
in each patent application affected by a change in the practitioners of the law firm
%rosecuting the a;;;l)lication. The appointment of practitioners associated with a Customer

umber is optional, in that any applicant may continue to individually name those
practitioners to represent the ap;s) icant in a patent apglication, so long as fewer than ten
%atent practitioners are named. See 37 CFR 1.32(c)(3).

he Customer Number practice does not affect the prohibition against, and does not
amount to, an appointment of a law firm (rather than specified practitioners). The Office
prohibits an appointment of a specified law firm because the Office cannot ascertain from
its records whether a particular practitioner submittin§ a paper to the Office is associated
with the law firm specified in an appointment. The Office will permit an appointment of
all of the practitioners associated with a specified Customer Number because the Office
can ascertain from its records for the specified Customer Number whether a particular
practitioner is associated with that Customer Number.
As the Office will not recognize more than one correspondence address ( 37 CFR
1.33(a)), any inconsistencies between the correspondence address resulting from a
Customer Number being provided in an application for the correspondence address and
any other correspondence address provide(f in that application *>will generally< be
resolved in favor of the address of the Customer Number. Due to the prohibition against
dual correspondence in an application ( 37 CFR 1.33(a)), an applicant will be permitted
to provide only a single number at a time as the Customer Numger for the
correspondence address.
Where an applicant appoints all of the practitioners associated with a Customer Number
as well as a list of individually named practitioners, such action would be treated as only
an appointment of all of the practitioners associated with a Customer Number due to the
potential for confusion and cglta entry errors in entering registration numbers from plural
sources. Furthermore, Office computer systems do not allow for entry of both a power of
attorney to a list of practitioners associated with a Customer Number and a list of
practitioners.
Although Customer Numbers are designed to designate both a correspondence address
and to associate one or more patent **>practitioners< with an application, one Customer
Number may be used for the correspondence address, and another Customer Number
may be used for the power of attorney. [Emphasis Added]
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Further, petitioner contends that “It should be noted that third paragraph of the Decision
of November 28, 2008, states that a grantable request to withdraw as attorney/agent must
be in\%ned by every attorney/agent seeking to withdraw.” However, the petition Decision
of November 28, 2008, clearly states that “A grantable request to withdraw as
attorney/agent of record must be signed by every attorney/agent seeking to withdraw or
contain a clear indication that one attorney is signing on behalf of another/others.”
Mr. McEwen withdrew himself and signed on behalf of “the practitioners associated with
a customer number 49,455.” Thus, the Decision of November 28, 2008 was proper when
stating “All attorneys/agents of record associated with Customer Number 49455 have
been withdrawn. George H. Spencer is not part of Customer Number 49455. Applicant
is reminded that there is no attorney of recorg at this time.”

Finally, as to the Correspondence Address of record, it was submitted by Mr. McEwen on
March 15, 2007 and therefore all communication from the Office will continue to be
directed to the address indicated above until otherwise properly notified by the applicant.

g(l)lr{)ently, the above-identified application issued as Patent No. 7,692,170 on April 6,
10.

Telephone inquiries concerning this decision should be directed to Joan Olszewski at
(571) 272-7751. _

Petitions
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DENNISON, SCHULTZ & MACDONALD
1727 KING STREET

SUITE 105

ALEXANDRIA VA 22314

MAILED

NOV 26 2010

OFFICE OF PETITIONS

In re Patent 7,692,170

Issued: April 6,2010 : '
Application No. 11/579,256 : ON PETITION
Filed: February 12, 2007 :

Attorney Docket No. 0034.1003

This is a decision on the second renewed petition, filed October 14, 2010, which is being
treated as a petition under 37 CFR 1.181 in which petitioner is seeking a Request For
Reconsideration of the October 6, 2010 petition decision in the above-identified
application. ,

The petition is DISMISSED.

Petitioner asserts that “once an individual attorney has been appointed by the aliﬁlicant
and thus made an attorney of record, there is nothing to support the conclusion that the
power ceases to be effective in the event the attorney withdraws from the firm to whom
the Customer Number had assigned” and further, “the mere withdrawal of the attorney
from the firm simply does not revoke the originally given power of attorney.” However,
according to Customer Number practice, the addition and/or deletion of a practitioner
from the list of practitioners associated with a Customer Number by submitting a
corresponding "Request for Customer Number Data Change" (PTO/SB/124) will result in
the addition or deletion of such practitioner from the list o ﬁersons authorized to
reFresent any applicant or assignee of the entire interest of the applicant who appointed

all of the fpractinoners associated with such Customer Number. 'Accordingly, prior to the
Request for Withdrawal as Attorney of the practitioners associated with Customer
Number 49455, filed bg Mr. McEwen on Iv{)arch 15,2007, George H. Spencer was not
part of Customer Number 49455 and therefore was not power of attorney in the aboves
identified application at least as of March 15, 2007. Mr. Spencer was withdrawn from
Customer Number 49455 by the law firm, Stein, McEwen & Bui, LLP. Consequently,
Mr. Spencer was no longer power of attorney for the above-identified application at the
time Mr. McEwen submitted the March 15, 2007 Request for Withdrawal As Attorney or
Agent and Change of Correspondence Address Pursuant to 37 CFR 1.36(B).

Petitioner further contends that “simply because a properly appointed attorney withdraws
from the firm that carries the Customer Number under which the attorney was appointed,
this does not mean that that attorney’s appointment ceases to be effective.” However,
according to USPTO regulations and procedures regarding Customer Number Practice,
even if Mr. Spencer had been an attorney of record at the time Mr. McEwen submitted
the March 15, 2007 Request To Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), Mr. Spencer would not have retained power of attorney in the above-identified
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%pplication since the practitioners were appointed by Customer Number 49455 upon
iling the Combined Declaration For Patent Application and Power of Attorney on
February 12, 2007 and the Request to remove the practitioners must reflect withdrawal of
practitioners associated with same Customer Number. Since Mr. McEwen requested
withdrawal of practitioners associated with Customer Number 49455, all practitioners
associated with that Customer Number were withdrawn as power of attorney on
November 28, 2008. Therefore, had Mr. Spencer been on Sxe Customer Number 49455
he would have also been withdrawn at that time. Currently, there is no attorney of record
:in the above-identified application as established in the November 28, 2008 petition
ecision.

MPEP 403 states:
I. CUSTOMER NUMBER PRACTICE

A Customer Number (previously a "Payor Number") may be used to:
(A) designate the correspondence address of a patent application or patent such that the
correspondence address for the patent application or patent would be the address
associated with the Customer Number é)% CFR 1.32(a)(*>5<)(1));
(B) designate the fee address ( 37 CFR 1.363) of a patent such that the fee address for the
patent would be the address associated with the Customer Number (37 CFR
1.32(a%(*>5<?(ii)); and

C) submit a list of practitioners such that those practitioners associated with the

ustomer Number would have power of attorney (37 CFR 1.32(a)(*>5<)(ii1)).
Thus, a Customer Number may be used to designate the address associated with the
Customer Number as the correspondence address of an application (or patent) or the fee
address of a patent, and may also be used to submit a power of attorney in the application
(or patent) to the registered practitioners associated with the Customer Number.
The association of a list of practitioners with a Customer Number will permit an
applicant to appoint all of the practitioners associated with the Customer Number
merely by reference to the Customer Number in the Power of Attorney (i.e., without
individually listing the practitioners in the Power of Attorney). The addition and/or
deletion of a practitioner from the list of Practitioners associated with a Customer
Number by submitting a corresponding "Request for Customer Number Data
Change" (PTO/SB/124) will result in the addition or deletion of such practitioner
from the list of persons authorized to represent any applicant or assignee of the
entire interest of the applicant who appointed all of the practitioners associated with
such Customer Number. This will avoid the necessity for the filing of additional papers
in each patent application affected by a change in the practitioners of the law firm
R}rosecuting the apﬁ»lication. The api)ointment of practitioners associated with a Customer

umber is optional, in that any applicant may continue to individually name those
practitioners to represent the apg icant in a patent ap;lication, so long as fewer than ten
E}%tent practitioners are named. See 37 CFR 1.32(c)(3).

e Customer Number practice does not affect the prohibition against, and does not
amount to, an appointment of a law firm (rather than specified practitioners). The Office
prohibits an appointment of a specified law firm because the Office cannot ascertain from
its records whether a particular practitioner submitting a paper to the Office is associated
with the law firm specified in an appointment. The Office will permit an appointment of
all of the practitioners associated with a specified Customer Number because the Office
can ascertain from its records for the specified Customer Number whether a particular
practitioner is associated with that Customer Number.

As the Office will not recognize more than one correspondence address ( 37 CFR
1.33(a)), anNy inconsistencies between the correspondence address resulting from a
Customer Number being provided in an a;galicatlon for the correspondence address and
any other correspondence address provided in that application *>will generally< be
resolved in favor of the address of the Customer Number. Due to the prohibition against
dual correspondence in an application ( 37 CFR 1.33(a)), an applicant will be permitted
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to provide only a single number at a time as the Customer Number for the
correspondence address.

Where an applicant ag)points all of the practitioners associated with a Customer Number
as well as a list of individually named practitioners, such action would be treated as only
an appointment of all of the practitioners associated with a Customer Number due to the
potential for confusion and c&ta entry errors in entering registration numbers from plural
sources. Furthermore, Office computer systems do not allow for entry of both a power of
attorney to a list of practitioners associated with a Customer Number and a list of
practitioners.

Although Customer Numbers are designed to designate both a correspondence address
and to associate one or more patent **>practitioners< with an application, one Customer
Number may be used for the correspondence address, and another Customer Number
may be used for the power of attorney. [Emphasis Added]

Additionally, a grantable request to withdraw as attorney/agent of record must be signed
by every atforney/agent seeking to withdraw or contain a clear indication that one
attorney is signing on behalf of another/others.” Mr. McEwen withdrew himself and
signed on behalf of “the practitioners associated with a customer number 49455.” Thus,
the Decision of November 28, 2008 was proper when stating “All attorneys/agents of
record associated with Customer Number 49455 have been withdrawn. George H.
Spencer is not part of Customer Number 49455. Applicant is reminded that there is no
attorney of record at this time.” Again, currently there remains no attorney of record in
éhe above-identified application as established in the November 28, 2008 petition
ecision.

g(;lrrently, the above-identified application issued as Patent No. 7,692,170 on April 6,
10.

Telephone inguiries concerning this decision should be directed to Joan Olszewski at
(571) 272-7751. :

Office of Petitions
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY
SUNNYVALE CA 94085-4040
In re Application of
BARBREAU et al. :
Serial No.: 11/579,383 : DECISION ON
PCT App. No.: PCT/FR05/01101 :
Int’1 Filing Date: 03 May 2005 :  PETITION TO WITHDRAW
Priority Date: 05 May 2004 ‘ :
Attorney Docket No.: 15675P636 : THE HOLDING OF ABANDONMENT

For: USE OF FERROFLUIDS FOR PHENO-
TYPING BLOOD AND RELATED APPLICATIONS

This is a decision on applicant’s “Response to Notification of Abandonment and Request
to Withdraw Notice of Abandonment” filed on 23 September 2010. It is also responsive to
.applicant’s “Petition to Withdraw Holding of Abandonment” filed on 10 December 2010 and on
10 January 2011 in the US Patent and Trademark Office.

BACKGROUND

The procedural history of this application was set forth in the decision mailed on 24
August 2009. The decision granted applicant’s request to withdraw the holding of abandonment
for failure to receive an Office action and instructed the United States Designated/Elected Office
to issue a new Notification of Missing Requirements. However, thereafter, the USPTO
erroneously issued a number (13) of Notices of Abandonment to applicant.

On 10 September 2010, a Notification of Defective Response (Form PTO/DO/E0O/916)
was mailed to applicant indicating, inter alia, that an oath or declaration, in compliance with 37
CFR 1.497(a) and (b) was required. On 23 September 2010, applicant filed a response.

DISCUSSION

In light of the decision mailed on 24 August 2009, the Notices of Abandonment mailed
on 10 September, 13 September, 01 October, 13 October and 28 October, 12 November, 01
December and 13 December 2010 were erroneously issued and are hereby VACATED.

On 23 September 2010, in response to the 916, applicant submitted a newly executed
declaration by ARNAUD BOULET and ALEXIS DELANCE because the declaration filed on 04
June 2009 had been altered and was not acceptable. The newly executed declaration is in
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compliance with 37 CFR 1.497(a) and (b) and satisfies the requirements of 35 U.S.C. 371 (c)(4)
for entrance into the national stage in the United States.

Applicant’s request for refund of the petition to revive fee of $540 is granted. The fees
($540) charged on 10 December 2010 and on 10 January 2011 will be refunded to applicant’s
deposit account.'

CONCLUSION

Applicant’s “Response to Notification of Abandonment and Request to Withdraw Notice
of Abandonment” filed on 23 September 2010 is GRANTED. Applicant’s “Petition to
Withdraw Holding of Abandonment” filed on 10 December 2010 and on 10 January 2011 is
GRANTED.

The Notices of Abandonment (Form PCT/DO/EO/909) mailed on 10 September, 13
September, 01 October, 13 October, 28 October, 12 November, 01 December, and 13 December
2010 are hereby VACATED.

The application will be forwarded to the United States Designated/Elected Office for
further processing. The 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date is 23 September 2010.

/Cynthia M. Kratz/

Cynthia M. Kratz

Attorney Advisor

PCT Legal Office

Office of PCT Legal Administration

Telephone:(571) 272-3286
Facsimile: (571) 272-0459

! The 17 August 2010 request for refund of the petition to revive fee ($540) paid on 04
June 2009 was refunded on 10 September 2010.
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MERCHANT & GOULD PC

P.O. BOX 2903
MINNEAPOLIS MN 55402-0903 MAILED
DEC 08 2010

OFFICE OF PETITIONS
In re Application of
Noam Noy, et al. :
Application No. 11/579,468 : DECISION GRANTING PETITION
Filed: May 29, 2008 : UNDER 37 CFR 1.313(¢c)(2)

Attorney Docket No. 12808. 0022USWO

This 1s a decision on the petition under 37 CFR 1.313(c)(2), filed, December 7, 2010 to w1thdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on November 16, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to Terri Johnson at (571) 272-2991.

This application is being referred to Technology Center AU 2886 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

4

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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| o PCT LEGAL ADMINISTRATION
In re Application of

MCMANUS et al
U.S. Application No.: 11/5679,475
PCT No.: PCT/US2005/015145 :
Int. Filing Date: 03 May 2005 : DECISION
Priority Date: 03 May 2004 :
Attorney Docket No.: SHE0082.00
For: POLYMER DERIVATIVES
COMPRISING AN IMIDE BRANCHING
POINT

This is a decision on the petition under 37 CFR 1.78(a)(6), filed 17 November 2011, to
accept an unintentionally delayed claim under 35 U.S.C. § 119(e) for the benefit of a
prior-filed provisional application.

The petition is DISMISSED.

The present nonprovisional application was filed after November 29, 2000, and the
claim herein for the benefit of priority to the prior-filed provisional application is
submitted after expiration of the period specified in 37 CFR 1.78(a)(5)(ii). Therefore,
this is a proper petition under 37 CFR 1.78(a)(6). In addition, the petition must be
accompanied by:

(1)  the reference required by 35 U.S.C. § 119(e) and 37 CFR
1.78(a)(5)(l) to the prior-filed application, unless previously
submitted;

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the date the claim
was due under 37 CFR 1.78(a)(5)(ii) and the date the claim
was filed was unintentional. The Director may require
additional information where there is a question whether the
delay was unintentional.

The petition does not comply with item (1) above. A reference to the prior-filed
provisional application has been included in an amendment to the first sentence of the
specification following the title. However. the reference to add the provisional
application is improper. An incorporation by reference statement added after an
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application’s filing date is not effective because no new matter can be added to an
application after its filing date (see 35 U.S.C. § 132(a)). Petitioners’ attention is directed
to Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C. 1980), where the
court drew a distinction between a permissible 35 U.S.C. § 120 statement and the
impermissible introduction of new matter by way of incorporation by reference in a 35
U.S.C. § 120 statement. The court specifically stated:

Section 120 merely provides a mechanism whereby an application
becomes entitled to benefit of the filing date of an earlier application
disclosing the same subject matter. Common subject matter must be
disclosed, in both applications, either specifically or by an express
incorporation-by-reference of prior disclosed subject matter. Nothing
in section 120 itself operates to carry forward any disclosure from an
earlier application. In re deSeversky, supra at 674, 177 USPQ at
146-147. Section 120 contains no magical disclosure-augmenting
powers able to pierce new matter barriers. It cannot, therefore, "limit"
the absolute and express prohibition against new matter contained in
section 251.

In order for the incorporation by reference statement to be effective as a proper
safeguard against the omission of a portion of a prior application, the incorporation by
reference statement must be included in the specification-as-filed, or in an amendment
specifically referred to in an oath or declaration executing the application. See In re
deSeversky, supra. Note also MPEP 201.06(c)(IV).

Before the petition under 37 CFR § 1.78(a)(6) can be granted, a substitute amendment
(complying with 37 CFR 1.121) removing the improper incorporation by reference
statement must be provided, along with a renewed petition under 37 CFR 1.78(a)(6), is
required.

Any further correspondence with respect to this matter may be filed electronically via
the USPTO EFS-Web, by facsimile to the Office of PCT Legal Administration at (571)

'273-04559, or if mailed addressed to Mail Stop PCT, Commissioner for Patents, Office

of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

Any questions concerning this decision may be directed to James Thomson at (571) 272-
3302.

gucmlion

Bryan Lin

Legal Examiner

Office of PCT Legal Administration
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In re Application of
MCMANUS et al
U.S. Application No.: 11/579,475 _
PCT No.: PCT/US2005/015145 :
Int. Filing Date: 03 May 2005 : DECISION
Priority Date: 03 May 2004 :
Attorney Docket No.: SHE0082.00
For: POLYMER DERIVATIVES
COMPRISING AN IMIDE BRANCHING
POINT

This is a decision on the renewed petition under 37 CFR 1.78(a)(6), filed 16 February
2012 to accept an unintentionally delayed claim under 35 U.S.C. § 119(e) for the
benefit of a prior-filed provisional application set forth in the concurrently filed
amendment.

The renewed petition is DISMISSED.

The present nonprovisional application was filed after November 29, 2000, and the
claim herein for the benefit of priority to the prior-filed provisional application is
submitted after expiration of the period specified in 37 CFR 1.78(a)(5)(ii). Therefore,
this is a proper petition under 37 CFR 1.78(a)(6). In addition, the petition must be
accompanied by:

(1)  the reference required by 35 U.S.C. § 119(e) and 37 CFR
1.78(a)(5)(1) to the prior-filed application, unless previously
submitted; ‘

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the date the claim
was due under 37 CFR 1.78(a)(5)(ii) and the date the claim
was filed was unintentional. The Director may require
additional information where there is a question whether the
delay was unintentional.

Here, applicants provided a reference to the prior-filed provisional application in the
form of an amendment to the first sentence of the specification following the title, as
provided by 37 CFR 1.78(a)(5)(iii). The surcharge fee required by 37 CFR 1.17(t) was



11/579,475 Page 2

previously provided. However, the renewed petition does not comply with item (3) as
applicants did not provide a statement of unintentional delay.

" The statement filed with the initial petition is unacceptable in that it indicated that “the
entire delay between the date the claim was due under 37 CFR 1.78(a)(5)(ii) and
November 17, 2011, 'was unintentional.” A proper claim was not filed until 16 February
2012.

Before the petition under 37 CFR § 1.78(a)(6) can be granted, applicants must provide
an updated statement meeting the requirements of item (3) above.

Any further correspondence with respect to this matter may be filed electronically via
the USPTO EFS-Web, by facsimile to the Office of PCT Legal Administration at (571)
273-04559, or if mailed addressed to Mail Stop PCT, Commissioner for Patents, Office
of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the
_contents of the letter marked to the attention of the Office of PCT Legal Administration.

Any questions concerning this decision may be directed to James Thomson at (571) 272-
3302. :

Brewlna

Bryan Lin

Legal Examiner :
Office of PCT Legal Administration
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Decision Date: May 27,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :
Martin Munzer
Application No: 11579485

Filed : 25-Jan-2008
Attorney Docket No: 026939-00036

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed May 27,2011
The request is APPROVED.
The request was signed by Seth Barney (registration no. 1187 ) on behalf of all attorneys/agents

associated with Customer Number 4372 . All attorneys/agents associated with Cusotmer Number 4372 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Martin MUNZER
Name2

Address 1 6569 NW 103 Terrace
Address 2

City Parkland

State FL

Postal Code 33076
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 11579485

Filing Date 25-Jan-2008

First Named Inventor Martin Munzer

Art Unit 1631

Examiner Name LARRY RIGGS I

Attorney Docket Number 026939-00036

Title Method And System For Comprehensive Knowledge-Based Anonymous Testing And

Reporting, And Providing Selective Access To Test Results And Report

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 4372

®

The reason(s) for this request are those described in 37 CFR:

10.40(c)(1){vi)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Martin MUNZER
Address 6569 NW 103 Terrace
City Parkland

State FL

Postal Code 33076

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Seth Barney/

Name

Seth Barney

Registration Number

61187
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Commissioner for Patents
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ROHM AND HAAS COMPANY MAILED
PATENT DEPARTMENT -

100 INDEPENDENCE MALL WEST AUG 02 2010
PHILADELPHIA, PA 19106-2399 OFFICE OF PETITIONS
In re Application of

Wolfgang Hoell, et al. : :

Application No. 11/579,489 . DECISION ON PETITION

Filed: August 27, 2007
Attorney Docket No. A01995

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
June 25, 2010, to revive the above-identified application.

This application became abandoned as a result of petitioner’s failure to file an appeal brief (and
fee required by 37 CFR 41.20(b)(2)) within the time period provided in 37 CFR 41 37(a)(1). As
an appeal brief (and appeal brief fee) was not filed within two (2) months of the Notice of Appeal
filed September 9, 2009, and no extensions of time under the provisions of 37 CFR 1.136(a)
were obtained, the appeal was dismissed and the proceedings as to the rejected claims were
terminated. See 37 CFR 1.197(b). As no claim was allowed, the application became abandoned
on November 10, 2009. See MPEP 1215.04.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an Appeal Brief with fee, (2) the petition fee of $1620, and (3) a proper
statement of unintentional delay.

In view of the above, the petition is GRANTED.

Telephone inquiries concerning this decision should be directed to undersigned at (571) 272-
1642. All other inquiries concerning the examination or status of this application should be
directed to the Technology Center.

This application is being referred to Technology Center AU 1793 for appropriate action by the
Examiner in the normal course of business on the reply received June 25, 2010.

Petitions Examiner
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE ; 831043

TO SPE OF cART UNIT

SUBJECT : Request for Certificate of Correction for Appl. No.: 31379 Patent No.: 7847449

CofC mailroom date: S25/11

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

o~y
R R L T R il 0 SRR, R A ey ST B S
R e bR R e e AR s T Re R R R R S

Note: _ Duplicate references
%nom %x;wm

Certificates of Correction Branch

571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

xApproved All changes apply.

U Approved in Part Specify below which changes do not apply.

U Denied State the reasons for denial below.
Comments:

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

/Quyen Leung/ 2834

SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




Doc Code: PET.AUTO

PTO/SB/64
U.S. Patent and Trademark Office

Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request

PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT ABANDONED
UNINTENTIONALLY UNDER 37 CFR 1.137(b)

Application Number

11579573

Filing Date

12-Jun-2008

First Named Inventor

Randall Jenkines

Art Unit 1798
Examiner Name CHERYL JUSKA
Attorney Docket Number 6375TAWO

Title

POLYURETHANE CARPET BACKINGS MADE USING FATTY ACID AMIDE POLYOLS

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or action by the
United States Patent and Trademark Office. The date of abandonment is the day after the expiration date of the period set for
reply in the office notice or action plus any extensions of time actually obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable petition requires the following items:

(1) Petition fee;
(2) Reply and/or issue fee;
(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications filed before June 8, 1995; and for
all design applications;
(4) Statement that the entire delay was unintentional.
Petition fee

The petition fee under 37CFR 1.17(m} is attached.

[] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.

] Applicantis no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY.

Issue Fee and Publication Fee:

Issue Fee and Publication Fee must accompany ePetition.

< Issue Fee Transmittal is attached

Drawing corrections and/ or other deficiencies.




(@ Drawing corrections and/ or other deficiencies are not required

O | certify, in accordance with 37 CFR 1.4.(D){4), that drawing corrections and/ or other deficiencies have previously been filed
on

(O Drawing corrections and/ or other deficiencies are attached.

STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the filing of a
grantable petition under 37 CFR 1.137(b) was unintentional.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

An attorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

A sole inventor

A joint inventor; | certify that | am authorized to sign this submission on behalf of all of the inventors.

A joint inventor; all of whom are signing this e-petition.

o o O O 0O @®

The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR3.71.

Signature /Lars Husebo/

Name Lars Husebo

Registration Number 60965




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
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Decision Date : December 13, 2011
In re Application of : DECISION ON PETITION

Randall Jenkines UNDER CFR 1.137(b)

Application No : 11579573

Filed : 12-Jun-2008
Attorney Docket No: 63751A WO

This is an electronic decision on the petition under 37 CFR 1.137(b), filed December 13, 2011, to revive the above-identified
application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the Notice of Allowance and Issue
Fee(s) Due. The date of abandonment is the day after the expiration date of the period set for reply in the Notice.

The electronic petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in that (1) the reply in the
form of payment of the Issue Fee and the Publication Fee (if necessary); (2) the petition fee as set forth in 37 CFR 1.17 (m); (3) the
drawing correction and/or other deficiencies (if necessary); and (4) the required statement of unintentional delay have been
received. Accordingly, the Issue Fee payment is accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being directed to the Office of Data Management.

Office of Petitions
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In re Application of SCHILL et al

U.S. Application No.: 11/579,578 : : '
PCT Application No.: PCT/DE2005/000872 : DECISION
Int. Filing Date: 10 May 2005 : '
Priority Date Claimed: 11 May 2004

Attorney Docket No.: 14510

For: DEVICE FOR REMOVING THE RIBS

FROM A PIECE OF A SLAUGHTER ANIMAL

This is in response to applicant's petition filed 13 September 2010, which is being treated
under 37 CFR 1.181. No petition fee is due.

BACKGROUND

On 10 May 2005, applicant filed international application PCT/DE2005/000872, which
claimed priority of an earlier Germany application filed 11 May 2004. A copy of the
international application was communicated to the USPTO from the International Bureau on 24
November 2005. The thirty-month period for paying the basic national fee in the United States
expired on 13 November 2006. :

~ On 02 November 2006, applicanf filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 30 October 2007, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that an English translation of the
international application must be furnished. °

On 04 August 2008, the DO/EO/US mailed a Notification of Abandonment (Form
- PCT/DO/EO/909), which indicated that the application is abandoned for failure to timely
respond to the Notification of Missing Requirements.

On 13 September 2010, applicant filed the present petition under 37 CFR 1.181.



Application Number: 11/579,578 -2-

DISCUSSION

MPEP 711.03(c), Section I. A., "Petition to Withdraw Holding of Abandonment Based
on Failure to Receive Office Action" states in relevant part,

The showing required to establish nonreceipt of an Office communication must
include a statement from the practitioner describing the system used for
recording an Office action received at the correspondence address of record with
the USPTO. The statement should establish that the docketing system is
sufficiently reliable. It is expected that the record would include, but not be
limited to, the application number, attorney docket number, the mail date of the
Office action and the due date for the response.

Practitioner must state that the Office action was not received at the
correspondence address of record, and that a search of the practitioner's
record(s), including any file jacket or the equivalent, and the application
ccontents, indicates that the Office action was not received. A copy of the
record(s) used by the practitioner where the non-received Office action would
have been entered had it been received is required.

A copy of the practitioner's record(s) required to show non-receipt of the Office
action should include the master docket for the firm. That is, if a three month
period for reply was set in the nonreceived Office action, a copy of the master
docket report showing all replies docketed for a date three months from the mail
date of the nonreceived Office action must be submitted as documentary proof
of nonreceipt of the Office action. If no such master docket exists, the
practitioner should so state and provide other evidence such as, but not limited
to, the following: the application file jacket; incoming mail log; calendar;
reminder system; or the individual docket record for the application in question.

The petition states that the Notification of Missing Requirements was never received and
that a search of the practitioner's records, including any file jacket or equivalent, revealed that the
Notification of Missing Requirements was not received. However, the petition does not include
an adequate description of the firm's system for recording an Office action received at the
correspondence address of record, establishing that the system is sufficiently reliable.
Furthermore, the petition does not include a master docket report showing all replies docketed
for a date two months from the mail date of the of Missing Requirements.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.181 is DISMISSED without
prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Extensions of time are
available under 37 CFR 1.136(a). Any reconsideration request should include a cover letter
entitled "Renewed Petition Under 37 CFR 1.181".
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Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

BaucunCom
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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In re Application of SCHILL et al
U.S. Application No.: 11/579,578 :
PCT Application No.: PCT/DE2005/000872 ; DECISION
Int. Filing Date: 10 May 2005 :
Priority Date Claimed: 11 May 2004
Attorney Docket No.: 14510
For: DEVICE FOR REMOVING THE RIBS
FROM A PIECE OF A SLAUGHTER ANIMAL .

This is in response to applicant's renewed petition under 37 CFR 1.181 filed 03 January
2011.

BACKGROUND

On 10 May 2005, applicant filed international application PCT/DE2005/000872, which
claimed priority of an earlier Germany application filed 11 May 2004. A copy of the
international application was communicated to the USPTO from the International Bureau on 24
November 2005. The thirty-month period for paying the basic national fee in the United States
expired on 13 November 2006.

On 02 November 2006, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 30 October 2007, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that an English translation of the
international application must be furnished.

i On 04 August 2008, the DO/EO/US mailed a Notification of Abandonment (Form
PCT/DO/EO/909), which indicated that the application is abandoned for failure to timely
respond to the Notification of Missing Requirements.

On 13 September 2010,.applicant filed a petition under 37 CFR 1.181.
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On 03 November 2010, this Office mailed a decision dismissing the 13 September 2010
petition.

On 03 January 2011, applicant filed the instant renewed petition under 37 CFR 1.181.

DISCUSSION

MPEP 711.03(c), Section L. A., "Petition to Withdraw Holding of Abandonment Based
on Failure to Receive Office Action" states in relevant part,

The showing required to establish nonreceipt of an Office communication must
include a statement from the practitioner describing the system used for
recording an Office action received at the correspondence address of record with
the USPTO. The statement should establish that the docketing system is
sufficiently reliable. It is expected that the record would include, but not be
limited to, the application number, attorney docket number, the mail date of the
Office action and the due date for the response.

Practitioner must state that the Office action was not received at the
correspondence address of record, and that a search of the practitioner's
record(s), including any file jacket or the equivalent, and the application
contents, indicates that the Office action was not received. A copy of the
record(s) used by the practitioner where the non-received Office action would
have been entered had it been received is required.

A copy of the practitioner's record(s) required to show non-receipt of the Office
action should include the master docket for the firm. That is, if a three month
period for reply was set in the nonreceived Office action, a copy of the master
docket report showing all replies docketed for a date three months from the mail
date of the nonreceived Office action must be submitted as documentary proof
of nonreceipt of the Office action. If no such master docket exists, the
practitioner should so state and provide other evidence such as, but not limited
to, the following: the application file jacket; incoming mail log; calendar;
reminder system; or the individual docket record for the application in question.

Petitioner previously stated that the Notification of Missing Requirements was never
received and that a search of the practitioner's records, including any file jacket or equivalent,
revealed that the Notification of Missing Requirements was not received. The renewed petition
includes an adequate description of the firm's system for recording an Office action received at
the correspondence address of record, establishing that the system is sufficiently reliable.
However, the petition does not include a master docket report showing all replies docketed for a
date two months from the mail date of the Notification of Missing Requirements. The petition
states that such a master docket report cannot be generated “since it only prints out deadlines and
reminders that have not yet been ‘completed’ yet.” However, then the practitioner should
provide a master docket report listing all deadlines and reminders relevant to the date two
months from the mail date of the Notification of Missing Requirements. If such report contains
no entries, then this would be evidence in support of the practitioner’s contention that the
Notification of Missing Requirements was never received.
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CONCLUSION

For the reasons above, the renewed petition under 37 CFR 1.181 is DISMISSED without
prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Extensions of time are
available under 37 CFR 1.136(a). Any reconsideration request should include a cover letter
entitled "Renewed Petition Under 37 CFR 1.181".

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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PCT LEGAL ADMINISTRATION

In re Application of SCHILL et al

U.S. Application No.: 11/579,578 :

PCT Application No.: PCT/DE2005/000872 : DECISION
Int. Filing Date: 10 May 2005 :

Priority Date Claimed: 11 May 2004

Attorney Docket No.: 14510 A

For: DEVICE FOR REMOVING THE RIBS

FROM A PIECE OF A SLAUGHTER ANIMAL

This is in response to applicant's second renewed petition under 37 CFR 1.181 filed
16 February 2011.

BACKGROUND

On 10 May 2005, apphcant filed international application PCT/DE2005/000872, whlch
claimed priority of an earlier Germany application filed 11 May 2004. A copy of the
international application was communicated to the USPTO from the International Bureau on 24
November 2005. The thirty-month period for paying the basic national fee in the United States
expired on 13 November 2006.

On 02 November 2006, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 30 October 2007, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that an English translation of the
international application must be furnished.

On 04 August 2008, the DO/EO/US mailed a Notification of Abandonment (Form
PCT/DO/EO/909), which indicated that the application is abandoned for failure to timely
respond to the Notification of Missing Requirements.

On 13 September 2010, applicant filed a petition under 37 CFR 1.181.
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On 03 November 2010, this Office mailed a decision dismissing the 13 September 2010
petition.

On 03 January 2011, applicant filed a renewed petition under 37 CFR 1.181.

On 25 January 2011, this Office mailed a decision dismissing the 03 January 2011
renewed petition.

On 16 February 2011, applicant filed the instant second renewed petition under 37 CFR
1.181.

DISCUSSION

MPEP 711.03(c), Section I. A., "Petition to Withdraw Holding of Abandonment Based
on Failure to Receive Office Action" states in relevant part,

The showing required to establish nonreceipt of an Office communication must
include a statement from the practitioner describing the system used for ~
recording an Office action received at the correspondence address of record with
the USPTO. The statement should establish that the docketing system is
sufficiently reliable. It is expected that the record would include, but not be
limited to, the application number, attorney docket number, the mail date of the
Office action and the due date for the response.

Practitioner must state that the Office action was not received at the
correspondence address of record, and that a search of the practitioner's
record(s), including any file jacket or the equivalent, and the application
contents, indicates that the Office action was not received. A copy of the
record(s) used by the practitioner where the non-received Office action would
have been entered had it been received is required.

A copy of the practitioner's record(s) required to show non-receipt of the Office
action should include the master docket for the firm. That is, if a three month
period for reply was set in the nonreceived Office action, a copy of the master
docket report showing all replies docketed for a date three months from the mail
date of the nonreceived Office action must be submitted as documentary proof
of nonreceipt of the Office action. If no such master docket exists, the
practitioner should so state and provide other evidence such as, but not limited
to, the following: the application file jacket; incoming mail log; calendar;
reminder system; or the individual docket record for the application in question.

Petitioner previously stated that the Notification of Missing Requirements was never
received and that a search of the practitioner's records, including any file jacket or equivalent,
revealed that the Notification of Missing Requirements was not received. Furthermore,
petitioner previously provided an adequate description of the firm's system for recording an
Office action received at the correspondence address of record, establishing that the system is
sufficiently reliable. Petitioner previously stated that it was not possible to provide a master
docket report showing all replies docketed for a date two months from the mail date of the
Notification of Missing Requirements because the practitioner’s system “only prints out
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deadlines and reminders that have not yet been ‘completed’ yet.” The present renewed petition
includes a master docket report listing all deadlines and reminders relevant to the date two
months from the mail date of the Notification of Missing Requirements. Such report contains no
entries relevant to a response to a Notification of Missing Requirements. Thus, it can be
concluded with reasonable certainty that the practitioner never received the Notification of
Missing Requirements.

CONCLUSION

For the reasons above, the second renewed petition under 37 CFR 1.181 is GRANTED.

The Notification of Abandonment (Form PCT/DO/E0O/909) mailed 04 August 2008 is
hereby VACATED. ‘

The period for response to the Notification of Missing Requirements (Form
PCT/DO/EO/905) is herby restarted to begin on the mail date of this decision.

The application is being forwarded to the DO/EO/US for processing in accordance with
this decision. -

Bryan Lin
PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459.

ATTACHMENT: bopy of Notification of Missing Requirements (Form PCT/DO/EO/905)
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BACON & THOMAS, PLLC Mail Date: 08/02/2010
625 SLATERS LANE

FOURTH FLOOR
ALEXANDRIA, VA 22314-1176

Applicant : Stefan Konrad : DECISION ON REQUEST FOR

Patent Number : 7649489 : RECALCULATION of PATENT

Issue Date : 01/19/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/579,588 : OF WYETH AND NOTICE OF INTENT TO
Filed :

12/31/2007 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 42 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Address: COMMISSIONER FOR PATENTS
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I APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR iATTORNEY DOCKETNO. | CONFIRMATION NO. J
11/579,695 10/09/2008 Gyorgy Petrovics HMJ-111-US 6693
19878 7590 08/19/2011 A
EXAMINER
MH2 TECHNOLOGY LAW GROUP, LLP I J
1951 KIDWELL DRIVE KAPUSHOC, STEPHEN THOMAS
SUITE 550 ——
TYSONS CORNER, VA 22182 | ART UNIT [ parernumser |
1634
I NOTIFICATION DATE | DELIVERY MODE |

08/19/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

doreen@mh2law.com
kris@mh2law.com
sjerome@mh2law.com

PTOL-90A (Rev. 04/07)
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In re Application of:

Gyorgy PETROVICS, et al :

Serial No: 11/579,695 : DECISION
Filed: October 9, 2008 : ON
Attorney Docket No: HMJ-111-US : PETITION

Title: Methods and Diagnosing or Treating Prostate
Cancer Using the Erg Gene, Alone or in
Combination with Other or Under Expressed
Genes in Prostate Cancer

This letter is in response to the Petition under 37 C.F.R. 1.59(b) filed on May 19, 2011, to
expunge information from the above identified application.

On May 12, 2011, applicants filed a reply to office action together with a Declaration
pursuant to 37 CFR 1.132, responsive to the non-final office action mailed February 16, 2011.
Applicants unintentionally attached the wrong document to be submitted as the Declaration.
Upon discovery of the error, a telephone call was made to the EBC department and as
‘recommended by James Witherspoon of OPIM, a subsequent letter was filed, to have the
incorrect document removed (or expunged). Applicants also filed the correct Declaration on the
same day.

Petitioner requests that the material titled “132-Declaration_5-12-2011” submitted to the
Patent Office on May 12, 2011 be expunged and removed present application as it was
unintentionally submitted and failure to obtain its return would cause irreparable harm to the
party who submitted the information or to the party in interest, and applicants submit that the
information has not otherwise been made public. /’l

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for the document has been closed
and as such the document is no longer public available, which is the IFW equivalent to removal
of a paper document from a paper file wrapper.

Therefore, petition is GRANTED.



Should there be any questions about this decision, please contact Supervisory Patent
examiner Cecilia Tsang, by letter addressed to Director, Technology Center 1600, at the address
listed above, or by telephone at 571-272-0562 or by facsimile sent to the general Office facsimile
number, 571-273-8300.

/Cecilia J Tsang/
Cecilia J. Tsang
Supervisory Patent Examiner, Art Unit 1654
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SALIWANCHIK, LLOYD & EISENSCHENK
A PROFESSIONAL ASSOCIATION QFFICE QF PETITIONS
PO Box 142950 : |
GAINESVILLE, FL 32614

In re Patent of Keil and Kaufmann

Patent No. 8,013,804

Issue Date: September 13, 2011 : Decision on Petition
Application No. 11/579,700

Filing Date: November 6, 2006

Attorney Docket No. ST.106T

This is a decision on the request filed September 12, 2011, which is being treated as a petition
under 37 C.F.R. § 1.324.

The petition is dismissed.

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision. No further petition fee is required for the request. Extensions of time
under 37 C.F.R. § 1.136(a) are NOT permitted. The reconsideration request should include a
cover letter entitled “Renewed Petition under 37 C.F.R. § 1.324.”

The instant request was filed as a request under 37 C.F.R. § 1.48(b) on September 12, 2011.
The application issued as a patent on September 13, 2011.

Since the request under 37 C.F.R. § 1.48(b) was not acted upon prior to the issuance of the
patent, the request will be treated as a petition under 37 C.F.R. § 1.324. See MPEP § 1481.02.

A petition under 37 C.F.R. § 1.324 requires:"

(1) A statement from each person who is being added as an inventor that the
inventorship error occurred without any deceptive intention on their part,

(2) A statement from the current named inventors (including any “inventor” being
deleted) who have not submitted a statement as per “(1)” either agreeing to the
change of inventorship or stating that they have no disagreement in regard to the
requested change,



Patent No. 8,013,804 Page 2

(3) A statement from all assignees of the parties submitting a statement under “(1)”
and “(2)” agreeing to the change of inventorship in the patent (the statement must
comply with the requirements of 37 C.F.R. § 3.73(b)), and

@) The fee set forth in 37 C.F.R. § 1.20(b).

This petition fails to satisfy requirements (2) and (3).

As to requirement (2), the petition does not include statements from Keil and Kaufmann either
agreeing to the change of inventorship or stating that they have no disagreement in regard to the
requested change. -

As to requirement (3), the petition does not include a statement from Silence Therapeutics AG.'.
In view of the prior discussion, the petition cannot be granted.
Further correspondence with respect to this matter may be submitted as follows:

By Internet: A request for reconsideration may be filed electronically using EFS Web.?
Document Code “PET.OP” should be used if the request is filed electronically.
By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571)273-8300
Attn: Office of Petitions

By hand: U.S. Patent and Trademark Office
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

(R,

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions

! Office assignment records indicate an assignment from the inventors to Science Therapeutics AG was recorded on
May 23, 2008. .
% General Information concerning EFS Web can be found at http://www.uspto.gov/patents/process/file/efs/index.jsp.
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MAILED

SALIWANCHIK, LLOYD & EISENSCHENK \ DEC 14 20
A PROFESSIONAL ASSOCIATION 4 2011
PO Box 142950 - OFFICE OF PETTIONS:

GAINESVILLE, FL 32614

In re Patent of Keil

Patent No. 8,017,804 _ :

[ssue Date: September 13, 2011 : Decision on Petition
Application No. 11/579,700

Filing Date: November 6, 2006

Attorney Docket No. ST.106T

This is a decision on the renewed petition under 37 C.F.R. § 1.324 filed October 28, 2011.
The petition requests the deletion of inventor Jorg Kaufmann as an inventor of record.

The petition is granted.

The Certificate of Corrections Branch will be informed of the instant decision and a certificate
naming only the actual inventor will be issued in due course.

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

Charles Steven Brantley

Senior Petitions Attorney
Office of Petitions

Attached: Draft Certificate



DRAFT UNITED STATES PATENT AND TRADEMARK OFFICE
Certificate

rd

Patent No. 8,013,804
Patented: September 13, 2011

On petition requesting issuance of a certificate for correction of inventorship pursuant to

35 U.S.C. 256, it has been found that the above identified patent, through error and without
deceptive intent, improperly sets forth the inventorship. Accordingly, it is hereby certified that
the correct inventorship of this patent is:

Oliver Keil  Glienicke/Nordbahn (DE)

CHARLES STEVEN BRANTLEY
Senior Petitions Attorney
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : / /// ?/}0/7’
TOSPEOF  ARTUNIT_/L2/ S ilwern Dhacel (509 :
SUBJECT - Request for Certificate of Correction for Appl. No.: J/, $779n00 Patent No._§D/ 7?6?

CofC mailroom date;
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the/re\quested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES: =~

Please review the requested changes/corrections as shown in the aftached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)

Randolph Square - 9D10-A '
Palm Location 7580 ‘d pr
Note: i » _

Certmthes of Correctlon Branch

571-272-8680
Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

gy
{ H

LX Approved , ’ All changes apply.
D Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.

Comments:

4Ny
TR

PRI

SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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High Point Pharmaceuticals, LLC
4170 Mendenhall Oaks Parkway

High Point NC 27265 - MAILED

MAY 1.8 2011

OFFICE OF PETITIONS
In re Application of
Havranek et al :
Application No. 11/579712 . : ONPETITION FOR
Filing or 371(c) Date: 10/09/2008 :  PATENT TERM ADJUSTMENT
Atty Docket No.: :
6929.204-US

This is in response to the PETITION FOR PATENT TERM INDICATED IN NOTICE OF
ALLOWANCE, filed April 6, 2011. Applicant requests that the Patent Term Adjustment be
changed to reflect 460 days, not 152 days as calculated by the Office as of the mailing of the
initial determination of patent term adjustment. Applicant requests this correction solely on the
basis that the Office will take in excess of three years to issue this patent. The application for
patent term adjustment is properly treated under 37 C.F.R. § 1.705(b).

As the instant application for patent term adjustment requests reconsideration of the patent term
adjustment as it relates to the Office’s failure to issue the patent within 3 years of the filing date,
the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See § 1.702(b). (This is true even where a request for continued examination (RCE) was filed).
The computer will not undertake the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined. Likewise, the computer will not calculate any further Office
delay under § 1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual date of
issuance of the patent has been determined. As such, the Office can not make a determination on
the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37
CFR 1.705(b) based on the initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the request for continued examination) is
premature. Accordingly, it is appropriate to dismiss as premature such a request.

Rather than file an application for pétent term adjustment under 37 CFR 1.705(b) contesting the
37 CFR 1.702(b) calculation at the time of the mailing of the notice of allowance, applicant is
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advised that they may wait until the time of the issuance of the patent and file a request for
reconsideration of the patent term ad_]ustment pursuant to 37 CFR 1. 705(d). As the USPTO does
not calculate the amount of time earned pursuant to 37 CFR 1.702(b) until the time of the
issuance of the patent, the Office will consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702(b) to be timely if the request for
reconsideration is filed within two months of the issuance of the patent. However, as to all other
bases for contesting the initial deterrnination of patent term adjustment received with the notice
of allowance, applicant must timely file an application for patent term adjustment prior to the
payment of the issue fee'.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.1'8(e) for
consideration of the application for patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment indicated on the patent must be
timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has. been advised of this decision. This application is being
referred to the Office of Data Management for issuance of the patent.

Telephone inquiries specific to this dec151on should be directed to the under51gned at (571) 272-
3232. -

/DLW/

Derek L. Woods

Attorney
Office of Petitions

' For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR 1.702(a)(1) for
Office failure to mail a first Office action or notice of allowance not later than fourteen months after the date on
which the application was filed and under 37 CFR 1.702(b) for Office failure to issue a patent within three years of
the actual filing date of the application, then applicant must still timely file an apphcatlon for patent term adjustment
prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office action or
notice of allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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High Point Pharmaceuticals, LLC
4170 Mendenhall Oaks Parkway

High Point NC 27265 MAILED

DEC 162011

OFFICE OF PETITIONS

In re Application of
Zdenka Polivka : D ,
Patent Number: 8,053,598 ' :  DECISION ON PETITION
Issue Date: 11/08/2011 : REGARDING
Application No. 11/579717 :  PATENT TERM ADJUSTMENT
Filing or 371(c) Date: 09/11/2008 : and
Attorney Docket No. :  NOTICE OF INTENT TO ISSUE
6928.204-US :  CERTIFICATE OF CORRECTION

This is a decision on the petition filed on November 29, 2011, which is being treated as a petition
under 37 CFR 1.705(d) requesting that the patent term adjustment indicated on the above-
identified patent be corrected to indicate that the term of the above-identified patent is extended
or adjusted by six hundred sixty (660) days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by six hundred sixty
(660) days is GRANTED. '

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(¢). No
additional fees are required.

The application is being forwarded to the Certificates of Branch for issuance of a certificate of.
correction. The Office will issue a certificate of correction indicating that the term of the above-
identified patent is extended or adjusted by six hundred sixty (660) days.
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Telephone inquiries specific to this matter should be directed to the undersigned at (571) 272-
3232.

/DLW/

Derek L. Woods

Attorney

Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION
PATENT : 8,053,598 B2
DATED : November 8, 2011
INVENTOR(S) : Polivka

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 609 days.

Delete the phrase “by 609 days™ and insert — by 660 days--
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FOLEY & LARDNER LLP : : ED
150 EAST GILMAN STREET MAIL
P.0. BOX 1497 DEC O 7 2010
MADISON WI 53701-1497 )
OFFICE OF PETITIONS

In re Application

Asberg, et al. :

Application No. 11/579,741 : PATENT TERM ADJUSTMENT
Filing or 371(c) Date: February 7, 2007

Dkt. No.: 097901-0103

This is in response to the application for patent term adjustment under 37 CFR 1.705(b), filed
November 18, 2010.

Applicant submits that the correct patent term adjustment to be indicated on the patent is 630
days, not 154 days as calculated by the Office as of the mailing of the initial determination of
patent term adjustment. Applicant requests this correction on the basis that the Office will take in
excess of three years to issue this patent.

Insofar as the instant application for patent term adjustment requests reconsideration of the
patent term adjustment as it relates to the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See, § 1.702(b). (This is true even where a request for continued examination (RCE) was filed).
The computer will not undertake the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined. Likewise, the computer will not calculate any further Office
delay under § 1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual date of
issuance of the patent has been determined. As such, the Office can not make a determination on
the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent based on
the initial determination of patent term adjustment and a projected issuance date of the patent (or
even the filing date of the request for continued examination) is premature. Accordingly, it is
appropriate to dismiss as premature such a request.

Applicant is advised that they may wait until the time of the issuance of the patent and file a
request for reconsideration of the patent term adjustment pursuant to 37 CFR 1.705(d). As the
USPTO does not calculate the amount of time earned pursuant to 37 CFR 1.702(b) until the time
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of the issuance of the patent, the Office will consider any request for reconsideration of the
patent term adjustment due to an error in the calculation of 37 CFR 1.702(b) to be timely if the
request for reconsideration is filed within two months of the issuance of the patent. However, as
to all other bases for contesting the initial determination of patent term adjustment received with
the notice of allowance, applicant must timely file an application for patent term adjustment prior
to the payment of the issue fee'.

Receipt is hereby acknowledged of the required patent term adjustment application fee under 37
CFR 1.705(b) of $200.00. See, 37 CFR 1.18(¢). As the fee is required for reconsideration of the
patent term adjustment, the request for refund of the fee is dismissed.

However, any request for reconsideration of the patent term adjustment indicated on the patent
must be timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must
include payment of the required fee under 37 CFR 1.18(e).

The application file is being forwarded to the Office of Data Management for issuance of the
patent. The patent term adjustment indicated on the patent (as shown on the Issue Notification
mailed about three weeks prior to patent issuance) will include any additional adjustment
accrued both for Office delay in issuing the patent more than four months after payment of the
issue fee and satisfaction of all outstanding requirements, and for the Office taking in excess of
three years to issue the patent (to the extent that the three-year period does not overlap with
periods already accorded).

Telephone inquiries specific to this decision should be directed to the undersigned at (571) 272- -
3205.

/ALESIA M. BROWN/
Alesia M. Brown

Petitions Attorney
Office of Petitions

' For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR
1.702(a)(1) for Office failure to mail a first Office action or notice of allowance not later than
fourteen months after the date on which the application was filed and under 37 CFR 1.702(b) for
Office failure to issue a patent within three years of the actual filing date of the application, then
applicant must still timely file an application for patent term adjustment prior to the payment of the
issue fee to contest the calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR
1.705(d) will be dismissed as untimely filed.
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FOLEY AND LARDNER LLP MAILED

3000 K STREET NW
3
WASHINGTON, DC 20007 AUG 2 7 2010
OFFICE OF PETITIONS
In re Application of :
Barry Sim Hochfield, et al. : \
Application No. 11/579,804 : DECISION ON PETITION
Filed: March 28, 2008 ' : TO WITHDRAW

Attorney Docket No. 136042-1001 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed July 30, 2010.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney to Foley and Lardner, LLP has
been revoked by the assignee of the patent application on August 5, 2010. Accordingly, the
request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed
address until otherwise notified by applicant.

Telephone inquires concerning this deéision should be directed to undersigned at 571-272- 1642.

IAMW/

April M. Wise
Petitions Examiner
Office of Petitions
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GARDERE WYNNE SEWELL LLP
INTELLECTUAL PROPERTY SECTION

3000 THANKSGIVING TOWER
DALLAS TX 75201-4761 MA"'Eb

| | ep 27 2011
In re Application of : OFFICE OF PETITIONS
Hochfield, et al. o
Application No. 11/579,804 : ON PETITION

Filed: March 28, 2008
Attorney Docket No. 136042-1001
For: TICKETING SCHEME

This is a decision on the petition, filed September 20, 2011, under 37 CFR 1.137(b) to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to timely submit a reply within
three (3) months of the mailing of the March 16, 2011 non-final Office action. No response
being received and no extensions of time being obtained under the provisions of 37 CFR
1.136(a), this application became abandoned on June 17, 2011. The filing of the present petition
precedes the mailing of a Notice of Abandonment.

Applicants have submitted an amendment in reply to the March 16, 2011 non-final Office action,
an acceptable statement of the unintentional nature of the delay in responding to the March 16,
2011 non-final Office action, and the $1,620.00 petition fee.

All of the requirements under 37 CFR 1.137(b) being met, the petition is granted.

After the mailing of this decision, the application will be returned to Technology Center AU
3627 for consideration of the amendment filed on September 20, 2011.

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

W
Shirene Willis Brantley %

Senior Petitions Attorney
Office of Petitions
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APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR ' | ATTORNEY DOCKET NO. | CONFIRMATION NO. J
11/579,867 11/08/2006 Laurent Levy BJS-3665-193 8257
23117 7590 0172512011
EXAMINER
NIXON & VANDERHYE, PC I l
901 NORTH GLEBE ROAD, 11TH FLOOR SCHLIENTZ, LEAH H
ARLINGTON, VA 2
RL ON . 2203 I ART UNIT | PAPER NUMBER |
1618
l MAIL DATE ] DELIVERY MODE J
01/25/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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JAN 2 5 201

NIXON & VANDERHYE, PC
901 NORTH GLEBE ROAD, 11™ FLOOR
ARLINGTON, VA 22203

In re Application of
Levy et al. : Decision on Petition

Serial No.: 11/579,867
Filed: November 8, 2006
Attorney Docket No.: 3665-193

This letter is in response to the Petition under 37 CFR 1.181 for a Complete Office Action with Date Re-
Set for Response from Mailing of New Complete Action Which Affords the Applicants an Opportunity
to Response to the New Election Requirement, filed on January 6, 2011 to request the supervisory
authority of the Commissioner in a matter involving an ex parte restriction requirement.

BACKGROUND

On May 9, 2005, Applicant filed international application PCT/FR2005/01145, which designated the
U.S. and claimed a priority date of May 10, 2004 to a French application. A copy of the international
application was communicated to the USPTO on November 8, 2006.

It is noted that a certified copy of the French priority application, in the French Language, was submitted
with the international application. However, no English language translation accompanied the priority
application.

The present application was filed under 35 USC 371 on November 8, 2006 with 28 originally presented
claims, wherein these claims were cancelled and replaced with 33 new claims (29-61) in a preliminary
amendment.

An action setting forth a lack of unity requirement was mailed to applicants on September 27, 2007. In
this Office action, the examiner restricted the pending claims into Groups I-IV, and required additional
species election. A reference (the Chen I reference, U.S. 2007/01218049) was provided in the
requirement to establish a lack of novelty of the product over the prior art.



S

On October 27, 2010, applicants elected, with traverse, the claims drawn to Group I and made
appropriate species elections. Response to Election of October 27, 2010. In addition, Applicants
presented and argument asserting that the Chen I reference is not a valid reference with which to break
unity on the basis that the reference was predated by the foreign priority of the present application. Id.
page 1. Along with the traversal, the Applicant presented a translation of the foreign priority reference,
such that the requirements for relying on such a foreign priority application to overcome a prior art
reference were satisfied.

On December 21, 2010, the examiner acknowledged the election of Group I and the species identified
by the Applicant. Office Action of December 21, 2010, page 2. The examiner further considered the
traversal and found applicant’s arguments non-persuasive. The examiner accepted the argument that the
Chen I reference was no longer valid prior art. Id. Page 1. However, the examiner then continued to
explain that unity of invention was still broken by other teachings in the art, such as those of Chen II
(U.S. 2002/0127224). 1d. page 4. In the course of this explanation, the Examiner restated in its entirety
the previously applied Unity of Invention requirement, modified such that unity was now broken by the
Chen II reference, rather than the Chen I reference. There were no changes to the actual elections being
required. :

On January 6, 2011, Applicants filed a Petition under 37 CFR 1.181 requesting the mailing of a new
unity of invention requirement providing the Applicant with an opportunity to respond thereto on the
basis that the examiner had issued a new unity of invention election requirement in the action of
December 21, 2010. The Applicant argues that because the new unity of invention requirement was
based on different art, it was a new requirement to which the Applicant’s should have been given an
opportunity to respond.

DISCUSSION
The application, file history, and petition filed on August 30, 2010 to request review of the restriction
requirement has been considered.

Unity of invention is applicable to national state applications submitted under 35 USC 371. See, MPEP
1893.03(d). During the national stage, a designated or elected Office will follow PCT Rules 13.1 and
13.2 when considering unity of invention of the claims.

PCT Rule 13.1 states:
The international application shall relate to one invention only or to a group of inventions so linked as to
form a single general inventive concept ("requirement of unity of invention").

PCT Rule 13.2 states:

Where a group of inventions is claimed in one and the same international application, the requirement of
unity of invention referred to in Rule 13.1 shall be fulfilled only when there is a technical relationship among
those inventions involving one or more of the same or corresponding special technical features. The
expression "special technical features” shall mean those technical features that define a contribution which
each of the claimed inventions, considered as a whole, makes over the prior art.

In the present case, the examiner set forth the Lack of Unity, and set forth a proper basis for
making the requirement: that the claims lacked unity of invention based on the teachings of
the Chen I reference.



Section 20.09 of the PCT International Search and Preliminary Examination Guidelines,
indicates that the examiner of a case has the responsibility to review the effect of claim
amendments on a unity of invention requirement in the case. By extension, the examiner also
has the duty to review whether the removal of a prior art reference may also affect the
propriety of a unity of invention requirement. '

In the present case, upon receipt of the documents rendering the Chen I reference inapplicable
as prior art against the present claims, the examiner then had the duty to review the unity of
invention requirement to determine if the requirement was still appropriate.

In doing so, the examiner in the present case found that the unity of invention requirement
already applied was still appropriate based on the teachings of another reference (Chen II).
The examiner then maintained the same requirement based on the lack of unity of these '
teachings. Thus, the examiner has not applied a new unity of invention requirement, but
properly reviewed the previously applied requirement based upon the arguments and
documents submitted by the Applicant during the course of prosecution.

Having done so, the examiner was not then required to give the Applicant further opportunity
to respond to a unity of invention requirement for which the Applicant had already made their
election. The examiner correctly indicated that the prior restriction was being maintained, and
mailed a first office action on the merits based on the Applicant’s response to the original
unity of invention requirement.

Thus, while the examiner may be obliged to reconsider the requirement in response to further
amendments and arguments presented during the course of prosecution, the examiner properly
made the current requirement final with respect to the claims presented in the application.

DECISION

For these reasons above, the petition under 37 C.F.R. 1.181 is DENIED.

The period of reply set forth in the Office action mailed on December 21, 2010 contiﬁues to run.
Should there be any questions regarding this decision, please éontact Sﬁpervisory Patent Examiner
Zachariah Lucas, by mail addressed to Director, Technology Center 1600, PO BOX 1450,

ALEXANDRIA, VA 22313-1450, or by telephone at (571) 272-1600 or by Official Fax at 703-872-
9306.

Irem Yucel
Director, Technology Center 1600
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AKZO NOBEL INC.
LEGAL & IP
120 WHITE PLAINS ROAD, SUITE 300
TARRYTOWN, NY 10591 MAILED
OCT 04 2011
In re Application of OFFICE OF PETITIONS
Nam Hung Tran, et al. :
Application No. 11/579,889 : DECISION GRANTING PETITION
Filed: November 10, 2006 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. ACA 6342 P1US

This is a decision on the petition under 37 CFR 1.313(c)(2), filed October 3, 2011, to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 16, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries regarding this decision should be directed to undersigned at (571) 272-1642.
All other inquiries regarding the examination or status of this application should be directed to
the Technology Center.

This application.is being referred to Technology Center AU 3742 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part
B~ Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue
Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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WOOD, PHILLIPS, KATZ, CLARK & MORTIMER

500 W. MADISON STREET MA
SUITE 3800 "‘ED
CHICAGO IL 60661 - APR 092012

QFFICE OF PETITIONS
In re Application of
Fraser John Welch :
Application No. 11/579,895 : NOTICE
Filed: July 19, 2007 :
Attorney Docket No.
SPR10150P00110US

This is a notice regarding your request filed August 5, 2011, for acceptance of a
fee deficiency submission under 37 CFR 1.28.

The Office no longer investigates or rejects original or reissue applications
under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989).
Therefore, nothing in this Notice is intended to imply that an investigation was
done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future
fees paid in this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned
at (571) 272-4584.

Pefitions Examiner
Office of Petitions 1
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CONTINENTAL TEVES, INC.

ONE CONTINENTAL DRIVE MAILED

AUBURN HILLLS MI 48326-1581 MAY 04 2011
OFFICE OF PETITIONS

In re Application of

Thomas Oxle et al. :

Application No. 11/579,906 :  DECISION ON PETITION
Filed: November 08, 2006 :

Attorney Docket No. TMO037

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
December 29, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, June 26, 2008, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on September 09, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment and the required drawings, (2) the petition fee of $1620, and (3)
an adequate statement of unintentional delay. Accordingly, the reply to the non-final Office Action
of June 26, 2008 is accepted as having been unintentionally delayed.

It is not apparent whether the person signing the statement of unintentional delay was in a position to
have firsthand or direct knowledge of the facts and circumstances of the delay at issue. Nevertheless,
such statement is being treated as having been made as the result of a reasonable inquiry into the
facts and circumstances of such delay. See 37 CFR 10.18(b) and Changes to Patent Practice and
Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat.
Office 63, 103 (October 21, 1997). In the event that such an inquiry has not been made, petitioner
must make such an inquiry. If such inquiry results in the discovery that it is not correct that the
entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-
2783.



Application No. 11/579,906 Page 2

This application is being referred to Technology Center AU 2837 for appropriate action on the
concurrently filed amendment. '

esh Krishnamurthy
Pettions Examiner
Office of Petitions
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r APPLICATION NO, I FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. | CONFIRMATION NO. |
11/579,945 12/26/2007 Tomoyoshi Kobayashi 130028 9697
25044 7590 08/10/2011
EXAMINER
OLIFF & BERRIDGE, PLC L I
P.0. BOX 320850 ESSEX, STEPHANJ
ALEXAN A, VA 22320-4850
DRI L ART UNIT | PAPER NUMBER J
1727
| NOTIFICATION DATE | DELIVERY MODE |
08/10/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

OfficeAction25944@oliff.com
jarmstrong@oliff.com

PTOL-90A (Rev. 04/07)
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August 9, 2011 EL

In re application of : DECISION ON REQUEST TO

Kobayashi et al. T PARTICIPATE IN PATENT

Serial No. 11/579,945 : PROSECUTION HIGHWAY
 Filed: December 26, 2007 : PROGRAM AND

For: FUEL CELL SYSTEM _ : PETITION TO MAKE SPECIAL
: UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a) to make the above-identified
application special filed June 03, 2011.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or ‘
more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the

applicant must identify the relationship between the JPO application with similar claims
and the JPO priority application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

b. An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

"(3) Applicant must: _

a. Ensure all the independent claims in the U.S. application must sufficiently
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the JPO application(s); and

b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:
a. Documentation of prior office action:



Application No. 11/579,945

i. a copy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claims(s) or
ii. if the allowable/patentable claim(s) are from “Notification of Reasons for
Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from the
JPO is necessary should be indicated on the request/petition form;
Further, if a copy of the documents from (i) or (ii) is available via the Dossier
Access System (DAS), applicant may request the USPO obtain a copy from the
DAS; however, if the USPTO is unable to obtain a copy of the DAS, the applicant
will be required to submit a copy; and

b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
if applicable; and

(6) Applicant must submit: ,
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application).

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special’ status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Emily M. Le, Supervisory
Patent Examiner at (571) 272-0903.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Emily M. Le/

Emily M. Le
Supervisory Patent Examiner
Technology Center 1700



Commissioner for Patents
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James Edward Ledbetter |
1875 Eye Street MAILED
Suite 1200 ' JuL 05201
Washington DC 20006

OFFICE OF PETITIONS

Patent No. 7,729,692

Issue Date: June 1, 2010 :

Application No. 11/579,957 : ON PETITION
Filed: November 9, 2006 :

Attorney Docket No. 1.9289.06226

This is a decision on the petition filed June 20, 2011, a request under 37 CFR 3.81(b) to correct
the name of the assignee on the front page of the above-identified patent by way of a Certificate
of Correction.

The petition is GRANTED.

- The patent file is bemg forwarded to the Certificates of Correction Branch for issuance of the
requested Certificate of Correction.

Telephone inquiries concerning this decision may be directed to the Kimberly Inabinet at (571)
272-4618. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (703) 756-1814.

/Carl Friedman/
Carl Friedman
Petitions Examiner
Office of Petitions



Attorney Docket 4202-05400

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Yangbo Lin §
§  Group Art Unit: 2614
Application No.: 11/579,977 §
§ Examiner: Amal S. Zenati
Filed: August 24, 2007 §
§  Confinmation No.: 2466
For: METHOD, SYSTEM AND DEVICE FOR §
IMPLEMENTING INTERCONNECTION BETWEEN §
IP DOMAINS §
Mail Stop Petition CERTIFICATE OF EFS-WEB FILING
Commissioner for Patents _ ,
P.O. Box 1450 Pursuant to 37 C.F.R. §1.8, T hereby certify that this

correspondence is being electronically submitted to the

Alexandria, VA 22313-1450 U.S. Patent and » Trademark Office  website,
Www.uspto.gov, on d ?&éﬂ&@ % 2o/ .
Q.%N\QQ/MW

O Jerri Pearson

Petition for Special Status under 37 C.F.R. §1.102 filed in connection with
a Letter of Express Abandonment Under 37 C.F.R. §1.138(a)
as required under the Backlog Reduction Stimulus Plan

Sir:

The Applicants hereby request Special Status under 37 C.FR. §1.102 to expedite
processing above-identified U.S. Patent Application Serial No. 11/579,977 under the Patent
Application Backlog Reduction Stimulus Plan. In support of this request and petition, the
Applicants state:

L The Applicants have submitted a letter of Express Abandonment of U.S. Patent

Application Serial No. 11/720,819 under 37 C.F.R. §1.138(a) as required under

the Patent Application Backlog Reduction Stimulus Plan.

103696 v1/4202,05400 1



Attorney Docket 4202-05400

I1.

II1.

V.

a. The Application for which express abandonment is requested is U.S.
Patent Application Serial No. 11/720,819 filed on Jfune 4, 2007.
Accordingly, this Application has a filing date carlier than October 1,
2009 and is believed to be complete.

b. The Application for which special status is requested is U.S. Patent
Application Serial No. 11/579,977 filed on November 09, 2006.
Accordingly, this Application has a filing date earlier than October 1,
2009 and is believed to be complete.

c. U.S. Patent Application Serial Nos. 11/579,977 and 11/720,819 are commonly
owned by Huawel Technologics Co., Ltd. The Applications were commonly
owned on October 1, 2009.

The Applicants submit and affirm that Applicants have not and will not file a new

application that claims this same invention under any provision of Title 35 U.S.C.

The Applicants submit and affirm that Applicants have not received special status

for more than fourteen (14) other applications under this program.

The Applicants agree to not request a refund of any fees paid in this application.

The Applicants agree to make any required election without traverse in a

telephonic interview if the Office determines that the claims of U.S. Application

Serial No. 11/579,977 to be afforded special status are directed to two or more

independent and district inventions.

While the Applicants believe that no fees are due in connection with this request,

Applicants direct the Office to charge the deposit account identified herewith for any fees

deemed owed.

103696 v1/4202.05400



Attorney Docket 4202-05400

CONCLUSION

[f any fee is due as a result of the filing of this paper, please appropriately charge such fee
to Deposit Account Number 50-1515 of Conley Rose, P.C., Texas. If a petition for extension of
time is necessary in order for this paper to be deemed timely filed, please consider this a petition
therefore.

If a telephone conference would facilitate the resolution of any issue or expedite the
prosecution of the application, the Examiner is invited to telephone the undersigned at the
telephone number given below.

Respectfully submitted,
CONLEY ROSE, P.C.

e Ol o &NJ me

Grant Rodolph I
Reg. No. 50,487

5601 Granite Parkway, Suite 750 ATTORNEY FOR APPLICANT
Plano, TX 75024

(972) 731-2288

(972) 7312289 (Facsimile)

103696 vi/4202.05400 3



Atty, Docket: 4202-07500

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Dongming Zhu, et al. §

§ Group Art Unit: 2461
Application No.: 11/720,819 §

§ Examiner: Huy Duy Vu
File Date: August 8, 2007 §

§ Confirmation No.: 3421
For: METHOD FOR PROCESSING BEARER CONTROL ~ §

CERTIFICATE OF EFS-WEB FILING

Commissioner for Patents ) ]
Pursuant fo 37 CFR. §1.8, 1 hereby certify that this

P.0. Box.1450 correspondence is being electronically submitted to the
Alexandria, VA 22313-1450 U.S. Patent and_ Trademark Office  website,
wWww.uspto.gov, on d‘ 8, S (0 .

J e@ Pearson

EXPRESS ABANDONMENT UNDER 37 C.F.R. §1.138

Dear Sir:

Pursuant to 37 C.FR. § 1.138 and the Project Exchange/Patent Application Backlog
Reduction Stimulus Plan, the Applicants hereby request Express Abandonment of the above

identified application. Accordingly, the Applicants state:

The Applicants have not and wiil not file an application that claims the benefit of the
expressly abandoned application under any provision of Title 35, United States Code;

The Applicants agree not to request a refund of any fees paid in the above identified

expressly abandoned application; and

The Applicants have not and will not file a new application that claims the same

invention claimed in the above identified expressly abandoned application.

97739 v1/4202.07500



Atty. Docket: 4202-07500

CONCLUSION
If any fee is due as a result of the filing of this paper, please appropriately charge such fee
to Deposit Account Number 50-1515 of Conley Rose, P.C,, Texas.
If a telephone conference would facilitate the resolution of any issue or expedite the

prosecution of the application, the Examiner is invited to telephone the undersigned at the

telephone number given below.

Respectfully submitted,
CONLEY ROSE, P.C.

Date: "1(90[‘0 M m

Grant Rodolph
Reg. No. 50,487

5601 Granite Parkway, Suite 750 ATTORNEY FOR APPLICANT

Plano, TX 75024
(972) 731-2288
(972) 731-2289 (Facsimile)

97739 v1/4202.07500
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Application No. Applicant(s)
: 11/720,819 ZHU ET AL
Notice of Abandonment Exantiner Art Unit
Huy Vu 2461

- The MAILING DATE of this communication appears on the cover sheet with the corresgondence address—
This application is abandaned in view of:

t. {7 Applicant's failure to timely file a proper reply to the Office letter mailed on
~(a) ] A reply was received on {with a Cedrtificate of Mailing or Transmission dated ), which is after the expiration of the
period for reply (including a total extension of time of month{s}) which expired an

(b) [J A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1,113 (a) to the final rejection.

(A proper reply under 37 CFR 1.113 to a fina! rejection consists only of: (1) a timely filed amendment which places the
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for
Continued Examination (RCE) in compliance with 37 CFR 1.114),

(¢) 3 A reply was received on but it does not constitute a proper reply, or a bona fide attempt lat a proper reply, to the non-
final rejection. See 37 CFR 1.85(a} and 1.111. (See explanation in box 7 below).

(d) [ No reply has been received.

2. [J Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months
from the mailing date of the Notice of Allowance (PTOL-85). :

(a) [0 The issue fee and publication fee, if applicable, was received on {with a Cerlificate of Malling or Transmission dated
}, which is after the expiration of the statutory period for payment of the issue feg (and pubtication fee) set in the Notice of

Allowance (PTOL-85).
(6) (] The submitted fee of $_____is Insufficient. A balance of $ is due. _
The Issue fee required by 37 CFR 1.181s § . The publication fee, if required by 37 CFR 1.18(d), is $ .
{¢) O The issue fes and publication fee, if applicable, has.not been raceived.

3. Applicant’s failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of
Allowability (PFTO-37}.
(a) [J Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated
after the expiration of the period for reply.

(b) CJ No corrected drawings have been received.

), which is

4. [} The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of
the applicants.

5. [7] The letter of express abandonment which is signed by an attomey or agent (acting in a representative capacity under 37 CFR
1.34{a)) upon the filing of a continuing application.

6. [] The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review

of the decision has expired and there are no allowed claims.

7. [0 The reason(s) below: .

/BETTY POWELL/
OoDM |

Petitions to revive under 37 CFR 1.137(a) or (b}, or requests to withdraw the holding of abandonment under 37 CFR 1.181, should be promptly filed to
minimize any negalive effects on patent term,

LS. Palent and Trademark Dffice .
PTOL-1432 (Rev. 04-01) Notice of Abandonment Part of Paper No. 20100721



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Huawei Technologies Co., Ltd.

c/o Conley Rose, P.C. ,

5601 Granite Parkway MAlLED
Plano TX 75024 ' . 0CT 29 2010

In re Application of : OFFICE OF PETITIONS
LIN : :

Application No. 11/579,977 : DECISION ON PETITION
35 U.S.C. 371(c) Date: October 29, 2007 : TO MAKE SPECIAL
Int. Appl. No. PCT/CN2006/000863 : 37 CFR 1.102

Int. File Date: April 29, 2006
Attorney Docket No. 4202-05400

This is a decision on the petition under 37 CFR 1.102, filed October 5, 2010, to make the above-
identified application special under the Patent Application Backlog Reduction Stimulus Plan
which is a pilot program set forth at 74 Federal Register Notice 62285 (November 27, 2009) and
75 Federal register Notice 36063 (June 24, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 62285 and 75 FR 36063 must be directed to a nonprovisional application filed
prior to October 1, 2009. ‘

The USPTO will accord special status for examination under Patent Application Backlog
Reduction Stimulus Plan under the following conditions:

(1) The application for which special status is sought is a nonprovisional application
that has an actual filing date earlier than October 1, 2009;

(2) The applicant has another copending nonprovisional application that has an actual
filing date earlier than October 1, 2009, and is complete under 37 CFR 1.53;

(3) The application for which special status is sought and the other copending
nonprovisional application either are owned by the same party as of October 1, 2009,
or name at least one inventor in common;

(4) The applicant files a letter of express abandonment under 37 CFR 1.138(a) in the
copending nonprovisional application before it has been taken up for examination and

a) include a statement that the applicant has not and will not file a new
application that claims the same invention claimed in the expressly abandoned
application;



Application Number 11/579,977 Page 2
Decision on Petition to Make Special

b) includes with the letter of express abandonment a statement that the
applicant has not and will not file an application that claims the benefit of the
expressly abandoned application under any provision of title 35, United States
Code, and

¢) the applicant agrees not to request a refund of any fees paid in the expressly
abandoned application; and

(5) The applicant files a petition under 37 CFR 1.102 in the application for which
special status is sought that

a) includes a specific identification of the relationship between the
applications that qualifies the application for special status;

b) identifies, by ’application number if available, the application that is being
expressly abandoned;

c) provides a statement certifying that applicant has not filed petitions in more
than fourteen (14) other applications requesting special status under this
program; and

d) provides a statement that applicant agrees to make an election without
traverse in a telephonic interview if the Office determines that the claims of
the application to be made special are directed to two or more independent
and distinct inventions. '

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Patent Application Backlog Reduction Stimulus Plan has been waived.

The instant petition complies with the conditions required under Patent Application Backlog
Reduction Stimulus Plan. Accordingly, the above-identified application has been accorded

“special” status.

‘Telephone inquires concerning this decision should be directed to Brian W. Brown at 571-272-

5338.

All other inquires concerning either the examination or status of the application should be
directed to the Technology Center.

The application is being forwarded to the Office of Patent Application Processing for

furt ing

Office of Petitions

etitions Examiner

commensurate with this decision.



Doc Code: PPH.PCT.652
Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-SE (06-11)
Approved for use through 01/31/2012. OMB 0651-0058

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE SWEDISH PATENT AND REGISTRATION
OFFICE (PRV) AND THE USPTO

Application No: 11/579985 Filing date: | 2005-05-12

First Named Inventor: Alexander Brinker

Title of th
|n|v2notion;e Method and Feed for Reduction of the Content of Undesired Nutrients in the Water discharged from a Fia

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/N0O2005/000159
application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
May 12, 2005

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

D Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

D Is not attached because the document is already in the U.S. application.

C. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

|Page 1 of Z]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.



PTO/SB/20PCT-SE (06-11)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLoT PROGRAM
BETWEEN THE PRV AND THE USPTO

(continued)

Application No.: 11/579985

First Named Inventor] Alexander Brinker

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.

D Is attached

January 9, 2007
Has already been filed in the above-identified U.S. application on Y

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

D Are attached.
Have already been filed in the above-identified U.S. application on January 9, 2007

ll. Claims Correspondence Table:

Claims in US Application F’atentable Claimg . .
in the corresponding Explanation regarding the correspondence
PCT Application
15 1 The claims are the same
16 2 The claims are the same
17 3 The claims are the same
18 4 The claims are the same
19 5 The claims are the same
20 6 The claims are the same
21 7 The claims are the same
22 8 The claims are the same
23 9 The claims are the same
24 10 The claims are the same
25 11 The claims are the same
29 12 The claims are the same
30 13 The claims are the same
31 14 The claims are the same
35 Corresponds to Claim 1 of WO2005110113, which is a
combination of Claims 1, 2(1), 5(1) and 8(1)
36 Corresponds to Claim 9 of WO2005110113, which is a
combination of Claims 12, 2(1), 5(1) and 8(1)

lil. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /Edwin E. Voigtll/ Date 2011-12-08
Name . .
(Print/Typed) Edwin E. V0|gt I Registration Number 36042

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
JAN 23 2012
PHILIP S. JOHNSON
JOHNSON & JOHNSON OFFICE OF PETITIONS
ONE JOHNSON & JOHNSON PLAZA
NEW BRUNSWICK NJ 08933-7003
. DECISION ON REQUEST TO
. PARTICIPATE IN THE PATENT

In re Application of : PROSECUTION HIGHWAY

BURNELL, et al : PROGRAM AND PETITION
Application No.: 11/579,985 : TO MAKE SPECIAL UNDER
Filed: July 16, 2008 : 37 CFR 1.102(a)

Attorney Docket No.: H82.2-13393-US01
For: METHOD AND FEED FOR
REDUCTION OF THE CONTENT OF
UNDESIRED NUTRIENTS IN THE
WATER DISCHARGED FROM A FISH
FARM

This is a decision on the request to participate in the PCT Patent Pr(;secution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed December 8, 2011, to make the
above-identified application special.

The request and petition are DENIED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, Australia, Austria, China, Finland, Russia,
Spain, Sweden or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;



(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS'listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition fails to meet condition (5)
above. :

Regarding the reqﬁirement of condition (5), examination of the U.S. application has begun. Since
examination of the U.S. application has begun, the request filed December 8, 2011, to make the
above-identified application special cannot be granted.

Inquiries concerning this decision should be directed to Diane Goodwyn at (571) 272-6735.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

Director
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
VIDAS, ARRETT & STEINKRAUS, P.A. FEB 212012
RICHARD A. ARRETT OFFICE OF PETmIONS
SUITE 400, 6640 SHADY OAK ROAD
6640 SHADY OAK RD CORRECTED
EDEN PRAIRIE MN 55344 : DECISION ON REQUEST TO
' : PARTICIPATE IN THE PATENT
: PROSECUTION HIGHWAY
In re Application of : PROGRAM AND PETITION
BRINKER, et al : TO MAKE SPECIAL UNDER
Application No.: 11/579,985 : 37 CFR 1.102(a)
Filed: July 16, 2008

Attorney Docket No.: H82.2-13393-US01
For: METHOD AND FEED FOR
REDUCTION OF THE CONTENT OF
UNDESIRED NUTRIENTS IN THE
WATER DISCHARGED FROM A FISH
FARM

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed December 8, 2011, to make the
above-identified application special.

The request and petition are DENIED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NP1, Australia, Austria, China, Finland, Russia,
Spain, Sweden or USPTO; ‘

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII; '

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;



(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition fails to rﬁeet condition (5)
above.

Regarding the requirement of condition (5), examination of the U.S. application has begun. Since
examination of the U.S. application has begun, the request filed December 8, 2011, to make the
above-identified application special cannot be granted.

Inquiries concerning this decision should be directed to Diane Goodwyn at (571) 272-6735.

~All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

Anthon¥ Knight
Director
Office of Petitions




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE
TO SPE OF :ART UNIT
SUBJECT : Request for Certificate of Correction for Appl. No.: 11/384.495 _ Patent No.: 7,871,815 B2

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square Building

2800 South Randolph Street

Arlington, VA 22206

Should the two inventors, Roger Sabbadini and Neil Berkley be deleted from patent as requested by applicant?
See COCIN dated 6-24-2011

Antonio Johnson

Certificates of Correction Branch
(571)272-0483 Fax — (571)270-9846

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

U Approved All changes apply.
U Approved in Part Specify below which changes do not apply.
X Denied State the reasons for denial below.

Comments: Applicant requests a change in Inventorship, deleting inventors. The request was

submitted during prosecution, in the original filinqg. And requests deletion of inventors from the

Inventorship. Such is governed by 37 CFR 1.48(b). While the absolute word of the rule states that the

deletion of inventors is “due to amendment or cancellation of claims, it is clear that the spirit of the rule

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

is meant to cover a change in invention. In this case, Applicant was claimingd, and obtained claims to a

distinct invention from that of the parent (i.e., hucleic acid constructs and methods of making protein,

versus the minicells of the parent), in a divisional application, Therefore, the rule is the proper rule for

application of the requested deletion of inventors. This rule (37 CFR 1.48(b)) requires two elements to

be fulfilled to grant the change in inventorship. The factors are (i) a request signed by e.d., the attorne

of record, that identifies the hamed inventor or inventors being deleted, and acknowledding that the

(to-be-deleted) inventor’s invention is ho longer being claimed, and (ii) the processing fee. The first

part of this (37 CFR 1.48(b)(i)) is actually two parts, and while the request of 10/11/06 identified the

inventors being deleted, the same request fails to acknowledge that the (to-be-deleted) inventor’s

invention is no longer being claimed. For this reason, the request to delete inventors was not proper,

and therefore, the present request for Certificate of Correction, dated 6/24/11, is denied.

SPE /Joseph Woitach/ Art Unit 1633

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Patent No.: 7,871,815 B2

Applicant : Roger A. Sabbadini, et al.

Issued : January 18, 2011

For : RHAMNOSE-INDUCIBLE EXPRESSION CONSTRUCTS AND METHODS
Docket No. : VAX.008DV16DV1

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction
for the above-identified patent under the provisions of Rule 1.322.

Respecting the alleged error to delete inventors Roger Sabbadini and Neil Berkley from
the patent. Applicant requests a change in Inventorship, deleting inventors. The request
was submitted during prosecution, in the original filing. And requests deletion of
inventors from the Inventorship. Such is governed by 37 CFR 1.48(b). While the
absolute word of the rule states that the deletion of inventors is “due to amendment or
cancellation of claims, it is clear that the spirit of the rule is meant to cover a change in
invention. In this case, Applicant was claiming, and obtained claims to a distinct
invention from that of the parent (i.e., nucleic acid constructs and methods of making
protein, versus the minicells of the parent), in a divisional application, Therefore, the rule
is the proper rule for application of the requested deletion of inventors. This rule (37
CFR 1.48(b)) requires two elements to be fulfilled to grant the change in inventorship.
The factors are (i) a request signed by e.g., the attorney of record, that identifies the
named inventor or inventors being deleted, and acknowledging that the (to-be-deleted)
inventor’s invention is no longer being claimed, and (ii) the processing fee. The first part
of this (37 CFR 1.48(b)(i)) is actually two parts, and while the request of 10/11/06
identified the inventors being deleted, the same request fails to acknowledge that the (to-
be-deleted) inventor’s invention is no longer being claimed. For this reason, the request
to delete inventors was not proper, and therefore, the present request for Certificate of
Correction, dated 6/24/11, is disapproved.

In the foregoing, your request is hereby denied.

Further correspondence concerning this matter should be filed and directed to Decisions
and Certificates of Correction Branch.

Antonio Johnson
(571)272-0483
For Mary F. Diggs, Supervisor

Decisions & Certificates of Correction Branch
703) 756-1580

KNOBBE MARTENS OLSON & BEAR LLP
2040 MAIN STREET

FOURTEENTH FLOOR

IRVINE CA 92614
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CENTREVILLE VA 20170 MAR 222011
OFFICE OF PETITIONS

In re Application of

Fulbrook, et al. :

Application No. 11/580,121 :  DECISION

Filed/Deposited: 13 October, 2006
Attorney Docket No. (None)

\This is a decision on the petition filed on 16 February, 2011, considered as a petition under 37
C.F.R. §1.181 (no fee) requesting withdrawal of the holding of abandonment in the above-
identified application.

NOTE:

It appears that there are co-inventors, however, documentation purporting to be a
revocation/power of attorney appears to be executed by but one inventor.

Thus, the revocation/power of attorney submitted on 16 February, 2011, has not been
entered.

A copy of the instant decision has been addressed to the address set forth on the petition,
however, should Petitioner wish to receive further correspondence in this matter,
Petitioner must submit the properly executed revocation/power of attorney and other such
papers as Petitioner thinks appropriate.

It appears that Petitioner has combined together matters of separate intent. Such is not
proper under the Rules of Practice.

Petitioner complains that the Office misinterpreted a hand-written document submitted by
Applicant’s former Agent. A review of the paper as present in the image file wrapper
indicates that the Office’s reading of the paper in question was not unreasonable given the
quality of the document submitted by Applicant’s former Agent.

The petition pursuant to 37 C.F.R. §1.181 is DISMISSED.
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Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 C.F.R. §1.136(a) are permitted.

The reconsideration request should include a cover letter entitled “Renewed Petltlon under
37 C.F.R. §1.181.”

This is not a final agency action within the meaning of 5 U.S.C. §704.

As to the Request to Withdraw
the Holding of Abandonment

Petitioner is directed to the Commentary at MPEP §711.03(c )(I) for guidance as to the proper
showing requirements for relief under 37 C.F.R. §1.181.

Petitioner appears not to comply with the guidance in the Commentary at MPEP §711.03(c )(I)—
as discussed below, Petitioner has failed to satisfy the showing requirements set forth there.
Petitioner may find it beneficial to review that material and move step-wise through that
guidance in the effort to satlsfy the showmg requirements (statements and supporting
documentation). :

BACKGROUND

The record reflects as follows:

Petitioner failed to reply timely and properly to the Notice of Non-Compliant Amendment mailed
on 15 March, 2010 (the 15 March, 2010, Notice) (a copy of which is enclosed herewith for
Petitioner’s reply on submission of a properly responsive petition), with required reply due
absent extension of time on or before 15 April, 2010.

The application went abandoned by operation of law after midnight 15 April, 2010.
The Office mailed the Notice of Ab'andonmént on 14 October, 2010.

On 16 February, 2011, Petitioner filed, inter alia, a petition pursuant to 37 C.F.R. §1.181 and
averred, inter alia, non-receipt of the Office action (the 15 March, 2010, Notice). Petitioner’s
argument is that the Office misinterpreted the documentation supplied by Applicant’s former
Agent as to address. However, a review of the hand-written paper in the image file wrapper
(IFW) indicates that the Office’s appreciation of the data included there was not inappropriate or
clearly erroneous. Moreover, Petitioner provided none of the documentation (a docket sheet for
the application and a due date calendar for Petitioner’s office for 2 January, 2010) and none of
the statements required (see below and the guidance in the Commentary at MPEP §711.03(c )(I)).
. The record reflects that the Notice was directed to the correspondence address of record. Thus,
Petitioner fails to make the proper showing herein pursuant to the guidance in the Commentary at
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MPEP §711.03(c )(I)—as discussed below. Further, Petitioner’s request for relief pursuant to 37
C.F.R. §1.181 was not timely under the Rule (see below).

Petitioner has not completed the showing as discussed below in the citation from the Manual of
Patent Examining Procedure (MPEP). It appears that Petitioner may be unable to make that
showing and so is reminded that the proper vehicle for revival of the application is the
submission of a petition abandonment pursuant to 37 C.F.R. §1.137(b), and the failure to do so
timely may be considered delay that is other than unintentional.

With regard to Petitioner’s request to withdraw the holding of abandonment pursuant to 37
C.F.R. §1.181, the guidance in the Commentary at MPEP §711.03(c )(I) provides in pertinent
part as to non-receipt:

Aok ok

The showing required to estai)lish nonreceipt of an Office communication must include a
statement from the practitioner describing the system used for recording an Office action
received at the correspondence address of record with the USPTO. The statement should
establish that the docketing system is sufficiently reliable. It is expected that the record
would include, but not be limited to, the application number, attorney docket number, the
mail date of the Office action and the due date for the response.

Practitioner must state that the Office action was not received at the correspondence
address of record, and that a search of the practitioner's record(s), including any file jacket
or the equivalent, and the application contents, indicates that the Office action was not
received. A copy of the record(s) used by the practitioner where the non-received Office
action would have been entered had it been received is required.

A copy of the practitioner's record(s) required to show non-receipt of the Office action
should include the master docket for the firm. That is, if a three month period for reply
was set in the nonreceived Office action, a copy of the master docket report showing all
replies docketed for a date three months from the mail date of the nonreceived Office
action must be submitted as documentary proof of nonreceipt of the Office action. If no
such master docket exists; the practitioner should so state and provide other evidence
such as, but not limited to, the following: the application file jacket; incoming mail log;
calendar;]reminder system; or the individual docket record for the application in
question.

* ook

Moreover, Petitioner seems to have combined requests for recordation with other statements in
the instant petition. Petitioner is reminded that it is not proper to fold such requests into other

! See: MPEP §71 1.03(c ) (I)(A).
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papers. Petitioner has ignored the Rules of Practice, which require that separate requests be filed
as separate papers and properly directed to the Office services (e.g., Recordation, Assignment,
Office of Petitions, etc.)—see: the regulations at 37 C.F.R. §1.4, which provides in pertinent part:

* % %

(b)Since each file must be complete in itself, a separate copy of every paper to be filed in
a patent, patent file, or other proceeding must be furnished for each file to which the
paper pertains, even though the contents of the papers filed in two or more files may be
identical. The filing of duplicate copies of correspondence in the file of an application,
patent, or other proceeding should be avoided, except in situations in which the Office
requires thé filing of duplicate copies. The Office may dispose of duplicate copies of
correspondence in the file of an application, patent, or other proceeding.

* ok ok

Petitionet’s reply to the Notice of Abandonment is late under the rule (37 C.F.R. §1.181), and
Petitioner is reminded of the guidance set forth in the Commentary at MPEP §711.03(c ) (in
pertinent part):

* %k %k

C. Treatment of Untimely Petition To Withdraw Holding of Abandonment

37 C.F.R. 1.181(f) provides that, inter alia, except as otherwise provided, any petition not
filed within 2 months from the action complained of may be dismissed as untimely.
Therefore, any petition (under 37 C.F.R. §1.181) to withdraw the holding of abandonment
not filed within 2 months 9f the mail date of a notice of abandonment (the action
complained of) may be dismissed as untimely. 37 C.F.R. §1.181(%).

Rather than dismiss an untimely petition to withdraw the holding of abandonment under
37 C.FR. §1.181(f), the Office may require a terminal disclaimer as a condition of

granting an untimely petition to withdraw the holding of abandonment.
%ok ok

3.Utility and Plant Applications Filed on or After May 29, 2000

In utility and plant applications filed on or after May 29, 2000, a terminal disclaimer
should net be required as a condition of granting an untimely petition to withdraw the
holding of abandonment. This is because any patent term adjustment is automatically
reduced under the provisions of 37 C.F.R. §1.704(c)(4) in applications subject to the
patent term adjustment provisions of the American Inventors Protection Act of 1999
(AIPA) if a petition to withdraw a holding of abandonment is not filed within two months
from the mailing date of the notice of abandonment, and if applicant does not receive the
notice of abandonment, any patent term adjustment is reduced under the provisions of 37
C.F.R. §1.704(a) by a period equal to the period of time during which the applicant
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“failed to engage in reasonable efforts to conclude prosecution” (processing or
examination) of the application.

Where the record indicates that the applicant intentionally delayed the filing of a petition
to withdraw the holding of abandonment, the Office may simply dismiss the petition as
untimely (37 C.F.R. §1.181¢f)) solely on the basis of such intentional delay in taking
action in the application without further addressing the merits of the petition. Obviously,
intentional delay in seeking the revival of an abandoned application precludes relief under
37 C.F.R. §1.137(a) or (b) (***).

* ok ok

If Petitioner is unable to comply with and/or otherwise satisfy these requirements, Petitioner may
wish to revive the application: Petitioner may wish to properly file a petition to the .
Commissioner requesting revival of an application abandoned due to unintentional delay under
37 C.F.R. §1.137(b). (See:

http://www.uspto. gov/web/ofﬁces/pac/mpep/documents/O700 711 03 _c.htm#sect711.03c )

Out of an abundance of caution, Petitlon_ers always are reminded that:

o the filing of a petition under 37 C.F.R. §1.181 does not toll any periods that may be
running any action by the Office and a petition seeking relief under the regulation must be
filed within two (2) months of the act complained of (see: 37 C.F.R. §1.181(f)); and

e those registered to practice and all others who make representations before the Office
must inquire into the underlying facts of representations made to the Office and support
averments with the appropriate documentation—since all owe to the Office the continuing
duty to inquire and disclose.”

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

2 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on Petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).
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STATUTES, REGULATIONS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994).

Allegations as to the Request to
Withdraw the Holding of Abandonment

The guidance in the Commentary at MPEP §711.03(c)(I) specifies the showing required and how
it is to be made and supported.

Petitioner appears not to have made the showing required.

CONCLUSION

Accordingly, the petition pursuant to 37 C.F.R. §1.181 is dismissed.

ALTERNATIVE VENUE

Should Petitioner wish to revive the application, Petitioner may wish to properly file a petition to
the Commissioner requesting revival of an application abandoned due to unintentional delay
under 37 C.F.R. §1.137(b). (See:
http://www.uspto.gov/web/offices/pac/mpep/documents/0700 711 03 _c.htm#sect711.03¢ )

A petition to revive on the grounds of unintentional delay must be filed promptly and such
petition must be accompanied by the reply, the petition fee, a terminal disclaimer and fee where
appropriate and a statement that “the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition was unintentional.” (The statement is in the form
available online.)

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450



Application No. 11/580,121

By hand: U. S. Patent and Trademark Office
’ Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
Attn: Office of Petitions

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted. however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2°)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/JohnV]. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

CC:

D. NEAL MUIR

5424 TREE LINE DR.
CENTREVILLE VA 20120

JOHN RICHARDSON -
122 SUMMIT HALL ROAD"~ -+~
GAITHERSBURG, MD 20877

3 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing. .

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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UNITED STATES DEPARTMENT OF COMMERCE

U.S. Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

Alexandria, Virginia 22313-1450

APPLICATION NO.J/ FILING DATE FIRST NAMED INVENTOR / ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION
11580121 10/13/06 FULBROOK ET AL.
EXAMINER
D. NEAL MUIR :
5424 TREE LINE DR. [Zakiya W... Bates/
CENTREVILLE, VA 20170
ART UNIT PAPER
3676 20100311
DATE MAILED:

Please find below and/or attached an Office communication concerning this application or

proceeding.

Commissioner for Patents

Please see the attached Notice of Non-Responsive amendment, and note the 30-day period for response.

PTO-90C (Rev.04-03)

{Zakiya W. Bates/
Primary Examiner
Art Unit: 3676




Application/Control Number: 11/580,121 Page 2 ‘
Art Unit: 3676

. DETAILED ACTION

1. The reply filed on 10/15/09 is not fully responsive to the prior Office Action
because of the folldwing omission(s) or matter(s): The claims must commence on a
separate sheet. See 37 CFR 1.111. Since the above-mentioned reply appears to be
bona fide, applicant is given ONE (1) MONTH or THIRTY (30) DAYS from the mailing
date of this notice, whichever is longer, within which to supply the omission or correction
in order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE
GRANTED UNDER 37 CFR 1.1§G(a).
2. Any inquiry conceming this communication or earlier communications from the
examiner should be directed to /Zakiya W. Bates/ whose telephone number is (571)
272-7039. The examiner can normally be reached on Monday-Friday, 8:30 AM-5 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, David Bagnell can be reached on (571) 272-6999. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300.

EVR



Application/Control Number: 11/580,121 Page 3
Art Unit: 3676 '

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

[Zakiya W. Bates/
Primary Examiner
Art Unit 3676

zb
3/11/10
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OFFICE OF PETITIONS

In re Application of

Fulbrook, et al. :
Application No. 11/580,121 :  DECISION
Filed/Deposited: 13 October, 2006 :

Attorney Docket No. (None)

This is a decision on the petition filed on 4 April, 2011, considered as a petition pursuant to 37
C.F.R. §1.181 (no fee) requesting withdrawal of the holding of abandonment in the above-
identified application, in the alternative pursuant to 37 C.F.R. §1.137(b) for revival of an
application abandoned due to unintentional delay.

NOTE:

It is not apparent whether the person signing the statement of unintentional delay was in
a position to have firsthand or direct knowledge of the facts and circumstances of the
delay at issue. '

Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay.’ In the event that such
an inquiry has not been made, Petitioner must make such an inquiry.

If such inquiry resullts in the discovery thalt it is not correct that the entire delay in filing
the required reply from the duie date for the reply until the filing of a grantable petition
pursuant to 37 C.F.R. §1.137(b) was unintentional, Petitioner must notify the Olffice.

The petition pursuant to 37 C.F.R. §1.181 is DISMISSED); the petition pursuant to 37 C.F.R.
§1.137(b) is GRANTED.

|
See 37 C.F.R. §10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997),
1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997).
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As to the Request to Withdraw
the Holding of Abandonment

Petitioner is directed to the Commentary at MPEP §711.03(c )(I) for guidance as to the proper
showing requirements for relief under 37 C.F.R. §1.181.

As to the Allegations
of Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement and/or showing of unintentional delay under the regulation,
and, where applicable, a terminal disclaimer and fee

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
§711.03(c )(1).

BACKGROUND

The record reflects as follows:

Petitioner failed to reply timely and properly to the Notice of Non-Compliant Ameéndment mailed
on 15 March, 2010 (the 15 March, 2010, Notice), with required reply due absent extension of
time on or before 15 April, 2010.

The application went abandoned by operaﬁon of law after midnight 15 April, 2010.
The Office mailed the Notice of Abandonment on 14 October, 2010.

On 16 February, 2011, Petitioner filed, inter alia, a petition pursuant to 37 C.F.R. §1.181 and
averred, inter alia, non-receipt of the Office action (the 15 March, 2010, Notice). Petitioner’s
argument was that the Office misinterpreted the documentation supplied by Applicant’s former
Agent as to address. However, a review of the hand-written paper in the image file wrapper
(IFW) indicated that the Office’s appreciation of the data included there was not inappropriate or
clearly erroneous. Moreover, Petitioner provided none of the documentation (a docket sheet for
the application and a due date calendar for Petitioner’s office for 2 January, 2010) and none of
the statements required (see below and the guidance in the Commentary at MPEP §711.03(c )(I)).
The record reflected that the Notice was directed to the correspondence address of record. Thus,
Petitioner failed to make the proper showing herein pursuant to the guidance in the Commentary
at MPEP §711.03(c )(I)—as discussed below. Further, Petitioner’s request for relief pursuant to
37 C.F.R. §1.181 was not timely under the Rule (see below). The petition was dismissed on 22
March, 2011.
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On 4 April, 2011, Petitioner-ﬁléd, inter alia, a Revocation/Power of Attorney.

On 6 April, 2011, Petitioner re-advanced the petition pursuant to 37 C.F.R. §1.181 and averred,
inter alia, non-receipt of the Office action—however, once again, Petitioner is reminded of the
failure to satisfy the reply period under the Rule—and Petitioner also filed, inter alia, a petition
- pursuant to 37 C.F.R. §1.137(b) with fee and reply in the form of an amendment, and made the
statement of unintentional delay.

As noted above, it is not apparent whether the person signing the statement of unintentional
delay was in a position to have firsthand or direct knowledge of the facts and circumstances of
the delay at issue. "

Nevertheless, such statement is being treated as having been made as the result of a reasonable
inquiry-into. the facts and circumstances of such delay. 2 In the event that such an inquiry has not
been made, Petitioner must make such an inquiry.

If such inquiry results in the discovery that it is not correct that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition pursuant to
37 C.F.R. §1.137(b) was unintentional, Petitioner must notify the Office.

With regard to Petitioner’s request to withdraw the holding of abandonment pursuant to 37
C.F.R. §1.181, the guidance in the Commentary at MPEP §711.03(c )(I) provides in pertinent
part as to non-receipt: ' '

ok ok

The showing required to establish nonreceipt of an Office communication must include a
statement from the practitioner describing the system used for recording an Office action
received at the correspondence address of record with the USPTO. The statement should
establish that the docketing system is sufficiently reliable. It is expected that the record
would include, but not be limited to, the application number, attorney docket number, the
mail date of the Office action and the due date for the response.

Practitioner must state that the Office action was not received at the correspondence
address of record, and that a search of the practitioner's record(s), including any file jacket
or the equivalent, and the application contents, indicates that the Office action was not
received. A copy of the record(s) used by the practitioner where the non-received Office
action would have been entered had it been received is required.

A copy of the practitioner's record(s) required to show non-receipt of the Office action
should include the master docket for the firm. That is, if a three month period for reply
was set in the nonreceived Office action, a copy of the master docket report showing all
replies docketed for a date three months from the mail date of the nonreceived Office

5 .
See 37 C.F R. §10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997),
1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997).
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action must be submitted as documentary proof of nonreceipt of the Office action. If no
such master docket exists, the practitioner should so state and provide other evidence
such as, but not limited to, the following: the application file jacket; incoming mail log;
calendar; reminder system; or the individual docket record for the application in
question.’ :

* %k %k

Moreover, Petitioner seems to have combined requests for recordation with other statements in
the instant petition. Petitioner is reminded that it is not proper to fold such requests into other
papers. Petitioner has ignored the Rules of Practice, which require that separate requests be filed
as separate papers and properly directed to the Office services (e.g., Recordation, Assignment,
Office of Petitions, etc.)—see: the regulations at 37 C.F.R. §1.4, which provides in pertinent part:

* %k

(b)Since each file must be complete in itself, a separate copy of every paper to be filed in
a patent, patent file, or other proceeding must be furnished for each file to which the
paper pertains, even though the contents of the papers filed in two or more files may be
identical. The filing of duplicate copies of correspondence in the file of an application,
patent, or other proceeding should be avoided, except in situations in which the Office
requires the filing of duplicate copies. The Office may dispose of duplicate copies of
carrespondence in the file of an application, patent, or other proceeding.

* %k

Petitioner’s reply to the Notice of Abandonment is late under the rule (37 C.F.R. §1.181), and
Petitioner is reminded of the guidance set forth in the Commentary at MPEP §711.03(c ) (in
pertinent part): ‘

ook ok

C. Treatment of Untimely Petition To Withdraw Holding of Abandonment

37 C.F.R. 1.181(f) provides that, inter alia, except as otherwise provided, any petition not
filed within 2 .months from the action complained of may be dismissed as untimely.
Therefore, any petition (under 37 C.F.R. §1.181) to withdraw the holding of abandonment
not filed within 2 months of the mail date of a notice of abandonment (the action
camplained of) may be dismissed as untimely. 37 C.F.R. §1.181(f).

Rather than dismiss an untimely petition to withdraw the holding of abandonment under
37 C.F.R. §1.181(f), the Office may require a terminal disclaimer as a condition of

granting an untimely petition to withdraw the holding of abandonment.
* ok %

3 See: MPEP §711.03(c) (I)(A).
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3.Utility and Plant Applications Filed on or After May 29, 2000

In utility and plant applications filed on or after May 29, 2000, a terminal disclaimer
should net be required as a condition of granting an untimely petition to withdraw the
holding of abandonment. This is because any patent term adjustment is automatically
reduced under the provisions of 37 C.F.R. §1.704(c)(4) in applications subject to the
patent term adjustment provisions of the American Inventors Protection Act of 1999
(AIPA) if a petition to withdraw a holding of abandonment is not filed within two months
from the mailing date of the notice of abandonment, and if applicant does not receive the
notice of abandonment, any patent term adjustment is reduced under the provisions of 37
C.F.R. §1.704(a) by a period equal to the period of time during which the applicant
“failed to engage in reasonable efforts to conclude prosecution” (processing or
examination) of the application.

Where the record indicates that the applicant intentionally delayed the filing of a petition
to, withdraw the holding of abandonment, the Office may simply dismiss the petition as
untimely (37 C.F.R. §1.181(f)) solely on the basis of such intentional delay in taking
action in the application without further addressing the merits of the petition. Obviously,

intentional delay in seeking the revival of an abandoned application precludes relief under
37 C.F.R. §1.137(a) or'(b) (***).

Kk ok

If Petitioner is unable to comply with and/or otherwise satisfy these requirements, Petitioner may
wish to revive the application: Petitioner may wish to properly file a petition to the
Commissioner requesting revival of an application abandoned due to unintentional delay under
37 C.F.R. §1.137(b). (See: '
http://www.uspto.gov/web/offices/pac/mpep/documents/0700_711_03_c.htm#sect711.03c )

Out of an abundance of caution, Petitioners always are reminded that:

e the filing of a petition under 37 C.F.R. §1.181 does not toll any periods that may be
running any action by the Office and a petition seeking relief under the regulation must be
filed within two (2) months of the act complained of (see: 37 C.F.R. §1.181(f)); and

e those registered to practice and all others who make representations before the Office
must inquire into the underlying facts of representations made to the Office and support
averments with the appropriate documentation—since all owe to the Office the continuing
duty to inquire and disclose.’

4 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on Petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Officc at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).
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The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

STATUTES., REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994).°

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority.

Unintentional delays are those that do not satisfy the very strict statutory and regulatory
requirements of unavoidable delay, and, by definition, are not intentional.®))

Allegations as to the Request to
Withdraw the Holding of Abandonment

The guidance in the Commentary at MPEP §711.03(c)(I) specifies the showing required and how
it is to be made and supported.

Petitioner appears not to have made the showing required.

As to Allegations of
Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement of unintentional delay under the regulation, and, where
applicable, a terminal disclaimer and fee.

It appears that the requirements under the rule have been satisfied.

> 35 U.S.C. §133 provides:

35 U.S.C. §133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be
regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.

Therefore, by example, an unintentional delay in the reply might occur if the réply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.
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CONCLUSION

Accordinéiy, the petition pursuant to 37 C.F.R. §1.181 is dismissed; the petition pursuant to 37
C.F.R. §1.137(b) is granted.

The instant application is released to the Technology Center/AU 3676 for further processing in
due course. :

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to
ensure that the revival has been acknowledged by the TC/AU in response to this decision. It is
noted that all inquiries with regard to status need be directed to the TC/AU where that change of
status must be effected—that does not occur in the Office of Petitions.

\
Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.27)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

,
")

.,

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

7 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attdance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and ‘I'tademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 11580140

Filing Date 11-Oct-2006

First Named Inventor Richard Ashman

Art Unit 4133

Examiner Name RAGI ELIAS

Attorney Docket Number 102808-200

Title

System and device for heating or cooling shape memory surgical devices

® Please withdraw me as attorney or agent for the above identified patent application and 27267
the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 37267
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Anthony P. Gangemi/

Name Anthony P. Gangemi

Registration Number 42565




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date : May 20,2011

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

Richard Ashman ATTORNEY/AGENTOF RECORD
Application No : 11580140
Filed : 11-Oct-2006

Attorney Docket No : 102808-200
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFRS 1.36(b), filed May 20,2011

The request is APPROVED

The request was signed by Anthony P. Gangemi (registration no. 42565 ) on behalf of all attorneys/agents
associated with Customer Number 27267 . All attorneys/agents associated with Customer Number 27267 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer number 27267

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P. MA,LED
1940 DUKE STREET FEB 11 2011
ALEXANDRIA, VA 22314

OFFICE OF PETITIONS
In re Application of
Akiyoshi TSUDA : :
Application No. 11/580,157 : DECISION GRANTING PETITION

Filed: October 13, 2006 o UNDER 37 CFR 1.313(c}(2)
Attorney Docket No. 297791US40 :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed February 10, 2011, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2). _ :

Petitioner is advised that the issue fee paid on January 5, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied
towards the issue fee required by the new Nofice of Allowance.!

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 1795 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/ :
Petitions Examiner, Office of Petitions

1 R . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Peltitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

| Paper No.:
DATE :9-7-10
TO SPE QF : ART UNIT 2838 A
SUBJECT : Request for Certificate of Correction for Appl. No.: 11580186 Patent No.: 7737642

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES: ‘

Please review the requested changes/corrections as shown in the COCIN docurﬁent(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

" FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

)

Certificates of Correction Branch (C of C)
Randolph Square — 9D10-E
Palm Location 7580

‘Omega Lewis
Certificates of Correction Branch

703-756-1575

Thank You For Your Assistance

The request for issuing the above-ldentlf' ed correction(s) is hereby:
Note your decision on the appropriate box.

@ Approved ' All ehanges apply.
O Approved in Part ) Specify below which changes do not apply.
O Denied _ State the reasons for denial below.
Comments: .
/Monica Lewis/ . 2838
SPE Art Unit -

PTOL-306 (REV. 7/03) —U.5. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

. Alexandria, VA 22313-1450

www.uspto.gov

MAILED

NORTH AMERICA INTELLECTUAL PROPERTY CORPORATION

P.0. BOX 506 DEC 032010
MERRIFIELD VA 22116 ' '

OFFICE OF PETITIONS
In re Patent No. 7,737,642 : DECISION GRANTING PETITION
Issue Date: June 15, 2010 : UNDER 37 CFR 1.78(a)(3) AND
Application No. 11/580,186 : REQUEST FOR CERTIFICATE OF

Filed: October 13, 2006 -2 CORRECTION
Attorney Docket No. BITP0011USA4 - :

This is a decision on the petition, filed August 27 2010, which i is being treated as a petition
under 37 CFR 1.78(a)(3), seeking to add a claim for priority under 35 U.S.C. § 120 to
nonprovisional Application No. 10/968,857, filed October 18, 2004, by way of a certificate of
correction. ’

The petition is GRANTED.

A review of the file record fails to disclose that a claim for the benefit of priority to the above-
noted, prior-filed nonprovisional application was made within the time perlod set forth in 37
CFR 1.78(a)(2)(ii) and further failed to include a proper reference to the prior-filed apphcatlon as
required by 37 CFR 1.78(a)(2)(i) and 1.78(a)(2)(iii).

The instant application was filed October, 13, 2006. Therefore, since this application was filed
after November 29, 2000, a petition under 37 CFR 1.78(a)(3), along with submission of a
Certificate of Correction, is the appropriate avenue of relief to accept a late claim for the benefit
of priority to a prior-filed nonprovisional application after issuance of the application into a
patent. See MPEP 1481.
A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) must be
accompanied by:
(1) the reference required by 35 U.S.C. § 120 and 37 CFR 1.78(a)(2)(i) of the prior-
filed application, unless previously submitted;
2) the surcharge set forth in § 1.17(t); and
3) a statement that the entire delay between the date the claim was due under 37
CFR 1.78(a)(2)(ii) and the date the claim was filed was unintentional. The Director may
require additional information where there is a question whether the delay was
unintentional.

As the petition for acceptance of an unintentionally delayed claim for the benefit of priority
under 35 U.S.C. § 120 to the above-noted, prior-filed nonprovisional application satisfies the
conditions of 37 CFR 1.78(a)(3), the petition is granted.



Patent No. 7,737,642 2

A corrected Filing Receipt, which includes the priority claim to the above-noted, prior-filed
nonprovisional application, accompanies this decision on petition.

As authorized, the $1,410 surcharge fee and $100 certificate of correction fee have been charged
to the authorized Deposit Account.

Any inquiries concerning this decision may be directed to Petitions Attorney Alesia M. Brown at
(571) 272-3205. '

The requested Certificates of Correction issued October 26, 2010.

Chris Bottorff »
Supervisor

Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexundria, Virginia 22313-1450

WWW.USplo.gov.

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
11/580,186 10/13/2006 2838 800 BITP0O11USA4 17 3
CONFIRMATION NO. 4940
27765 ’ CORRECTED FILING RECEIPT

NORTH AMERICA INTELLECTUAL PROPERTY CORPORATION

Pomoe | LA A

Date Mailed: 11/22/2010

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Chung-che Yu, Taipei, TAIWAN;
Shih-chung Huang, Taipei, TAIWAN;
Chien-pang Hung, Taipei, TAIWAN;
Chih-shun Lee, Taipei, TAIWAN;
Assignment For Published Patent Application
Beyond Innovation Technology Co., Ltd.
Power of Attorney: The patent practitioners associated with Customer Number 27765

Domestic Priority data as claimed by applicant
This application is a CIP of 10/968,857 10/18/2004 PAT 7,148,633

Foreign Applications

If Required, Foreign Filing License Granted: 10/30/2006

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 11/580,186
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
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Title
DC/AC INVERTER
Preliminary Class '
363

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an _
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, hitp://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardiess of whether or not a license may be required as

page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The

date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121- 128)) the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 3



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILES

Margaret Anderson APR 11-2011
106 E. 6th Street, Suite 900
Austin, TX 78701 OFFICE OF PETITIONS

in re Application of

Alexander J. Cohen, et. al. : \
Application No. 11/580,217 : DECISION ON PETITION

Filed: October 11, 2006 : TO WITHDRAW FROM
Attorney Docket No. QQ1-0143US : RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 CFR
§§ 1.36(b) or 10.40 filed January 27, 2011. '

The request is MOOT.

A review of the file record indicates that any previous power of attorney was revoked on
January 31, 2011. Accordingly, the request to withdraw under 37 CFR §§ 1.36(b) or 10.40

is unnecessary.

All future communications from the Office will be directed to the above-listed address of
record until otherwise notified by applicant.

There is an outstanding Office action mailed November 30, 2010, that requires a reply from
the applicant. Therefore, this application file is being referred to Technology Center 2600,
toawait a response.

272-3226.

phone inquirgs concerning this decision should be directed to the undersigned at
/ vg)
UA

mith

Examiner

Office of Petitions

cc: Lee & Hayes, PLLC
601 W Riverside
Suite 1400
Spokane, WA 99201
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X UNITED STATES PATENT AND TRADEMARK OFFICE

Margaret Anderson
106 E. 6th Street, Suite 900
Austin, TX 78701

In re Application of

Alexander J. Cohen, et. al.
Application No. 11/580,218

Filed: October 11, 2006

Attorney Docket No. QQ1-0145US

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
APR 11-2011
QFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW FROM
RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 CFR

§§ 1.36(b) or 10.40 filed January 27, 2011.

The request is MOOT.

A review of the file record indicates that any previous power of attorney was revoked on
January 31, 2011. Accordingly, the request to withdraw under 37 CFR §§ 1.36(b) or 10.40

iS unnecessary.

All future communications from the Office will be directed to the above-listed address of

record until otherwise notified by applicant.

There is an outstanding Office action mailed December 3, 2010, that requires a reply from
the applicant. Therefore, this application file is being referred to Technology Center 2600

wait a response.

Examiner
Petitions

cc: Lee & Hayes, PLLC
601 W Riverside
Suite 1400
Spokane, WA 99201

Telephone inqujres concerning this decision should be directed to the undersigned at



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MATTINGLY & MALUR, PC
1800 DIAGONAL ROAD
SUITE 370 '
ALEXANDRIA, VA 22134

MAILED

OCT 18 2010
In re Application of . : OFFICE OF PETITIONS
Robert Kelley, et al. :
Application No. 11/580,238 : ON PETITION

Filed: October 12, 2006
Attorney Docket No. 100127-000900US

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
September 10, 2010, to revive the above-identified application.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, September 24, 2008, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on December 25, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a continuing application under 37 CFR 1.53(b); (2) the petition fee of $810;
and (3) a proper statement of unintentional delay.

In view of the above, the petition is GRANTED. |

This application is being revived solely for purposes of continuity. As continuity has been
established by this decision, the application is again abandoned in favor of continuing application
No. 12/879,213.

Telephone inquiries concerning this decision should be directed to hndersigned at (571) 272-
1642. All other questions concerning this application should be directed to the Technology
Center. '

Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandrnia, Virginia 22313-1450

WWW,USpto.gov

APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. I
11/580,251 10/11/2006 . John W. Barrus 10010-02566 US . 5176
95037 7590 1212012011
) EXAMINER
Patent Law Works/Ricoh I l
165 South Main St PITARO, RYAN F
Suite 2 ART UNIT BER
Salt Lake City, UT 84111 | R | ParernumeeR |

271

| NOTIFICATION DATE I DELIVERY MODE J

12/20/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es): -

docketing@patentlawworks.net
eruzich@patentlawworks.net
kishihara@patentlawworks.net

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
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Alexandria, VA 22313-1450
www.uspto.gov

December 17,2011

Patent Law Works/Ricoh
165 South Main St

Suite 2

Salt Lake City UT 84111

In re Application of :

John W. Barrus et al. : DECISION ON PETITION
Application No. 11580251 :

Filed: 10/11/2006

Attorney Docket No. 10010-02566 US

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) October 11, 2006.

The petition is DISMISSED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),
. Three (3) sets of the color drawings in question, (One (1) set for EFW filings, and
3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings

"The patent or application file contains at least one drawing executed in color.
Copies of this patent or patent application publication with color drawing(s) will
be provided by the Office upon request and payment of the necessary fee."

The petition did not meet the following requirement(s). 1 M 0 3 [

A renewed petition filed under 37 C.F.R. 1.84 (a) (2) must be filed within TWO (2) MONTHS
of this decision. If a renewed petition is not filed within the TWO (2) Months of this decision
the drawings will be printed in black and white.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Laura L. Feldman/

Quality Control Specialist
Office of Data Management
Publications Branch
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February 2, 2012

Patent Law Works/Ricoh
165 South Main St

Suite 2

Salt Lake City UT 84111

In re Application of :

John W. Barrus et al. : DECISION ON PETITION
Application No. 11580251 :

Filed: 10/11/2006 : ACCEPTANCE OF COLOR
Attorney Docket No. 10010-02566 US : DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) January 30, 2012.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings. '

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Laura Feldman/

Quality Control Specialist
Office of Data Management
Publications Branch
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PRASS LLP

2661 RIVA ROAD (

BLDG. 1000, SUITE 1044

ANNAPOLIS, MD 21401 MAILED
JUL 182011

In re Application of : OFFICE OF PETITIONS

Wise et al. :

Application No. 11/580,303 :  DECISION ON PETITION

Filed: October 13, 2006
Attorney Docket No. 078-0006

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed June
29, 2011, to revive the above-identified application.

The petition is GRANTED.

The two-month period for filing an appeal brief under 37 CFR 41.37 (accompanied by the fee
required by 37 CFR 41.20(b)(2)), runs from the date of this decision.

This application became abandoned for failure to file a reply within the meaning of 37 CFR 1.113 to
the final Office action of March 31, 2010. The proposed reply required for consideration of a
petition to revive must be a Notice of Appeal (and appeal fee required by 37 CFR 41.20(b)(2)), an
amendment that prima facie places the application in condition for allowance, a Request for
Continued Examination (RCE) and submission (37 CFR 1.114), or the filing of a continuing
application under 37 CFR 1.53(b). See MPEP 711.03(c)(II)(A)(2). No extensions of time pursuant
to the provisions of 37. CFR 1.136(a) were obtained. Accordingly, the date of abandonment of this
application is July 1, 2010. A Notice of Abandonment was mailed October 27, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Notice of Appeal and fee of $540, (2) the petition fee of $1,620, and (3) a
proper statement of unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a position to
hrave firsthand or direct knowledge of the facts and circumstances of the delay at issue. There is no
indication that the person signing the petition was ever given a power of attorney to prosecute the
application. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October
10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that such an inquiry
has not been made, petitioner must make such an inquiry. If such inquiry results in the discovery
that it is not correct that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must
notify the Office.
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If the person signing the petition desires to receive future correspondence regarding this application,
the appropriate power of attorney document must be submitted. While a courtesy copy of this
decision is being mailed to the person signing the petition, all future correspondence will be directed
to the address currently of record until appropriate instructions are received.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6059.

This application is being referred to Technology Center AU 3679 to await the filing of an appeal
brief or for such other appropriate reply as may be submitted to continue prosecution of the
application.

O

Alicia Kelley-Collier
Petitions Examiner
Office of Petitions

cc: JOHN MATTINGLY
MATTINGLY & MALUR, PC
1800 DIAGONAL ROAD
SUITE 370
ALEXANDRIA, VA 22314



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20111117
DATE : November 17, 2011
TO SPE OF : ART UNIT 2484 SPE Thai Tran
SUBJECT : Request for Certificate of Correction on Patent No.: RE41,082 E

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.
[] Approved in Part Specify below which changes do not apply.
[ ] Denied State the reasons for denial below.
Comments:
SPE: /Thai Tran/ Art Unit 2484

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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FISH & RICHARDSON P.C. (AU) MAILED
Minneapolis MN 55440-1022 , :
A OFFICE OF PETITIONS

In re Application of

Dong-Seok Suh, et al. :

Application No. 11/580,361 ' :  DECISION ON PETITION
Filed: October 13, 2006 : '
Attorney Docket No. 21724-003003

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
January 7, 2011, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before December 28, 2010, as required by the Notice of Allowance and Fee(s) Due, mailed
September 28, 2010. Accordingly, the date of abandonment of this application is December 29,
2010. The Notice of Abandonment was mailed January 18, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $755 and the publication fee of $300, (2) the
petition fee of $810; and (3) a proper statement of unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

There is no indication that the person signing the petition was ever given a power of attorney to
prosecute the application. If the person signing the petition desires to receive future



Application No. 11/580,361 ' Page 2

correspondence regarding this application, the appropriate power of attorney document must be
submitted. While a courtesy copy of this decision is being mailed to the person signing the
petition, all future correspondence will be directed to the address currently of record until
appropriate instructions are received.

Telephone inquiries concerning this decision should be directed to Terri Johnson at (571) 272-
2991. '

This application is being referred to Office of Data Management for processing into a patent.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

cc:  Ross Spencer Garsson
7004 Bee Cave Road, Bldg. 1
Suite 110
Austin, TX 78746
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SIEMENS CORPORATION ,
INTELLECTUAL PROPERTY DEPARTMENT
170 WOOD AVENUE SOUTH .
ISELIN NJ 08830 MA,LED
DEC 272010
In re Application of OFFICE OF PETITIONS
Martin Spahn :
Application No. 11/580,368 :  DECISION ON PETITION

‘Filed: October 13, 2006
Attorney Docket No. 2006P18503 US01

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
. November 9, 2010, to revive the above-identified application. '

The petition is GRANTED.

The application became abandoned for failure to submit corrected drawings in a timely manner in
reply to the Notice of Allowability mailed on June 11, 2010, which set a period for reply of three
(3) months. Accordingly, the application became abandoned on September 14, 2010. A Notice
of Abandonment was mailed on October 5, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of corrected drawings, (2) the petition fee of $1,620, and (3) a proper statement
of unintentional delay. Accordingly, the corrected drawings are accepted as being
unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618.

This application is being referred to the Office of Data Management for further processing into a
patent.

/Kimberiy Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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BUHLER ASSOCIATES

BUHLER, KIRK A.

1101 CALIFORNIA AVE. ‘

SUITE 208 ' MA’LED

CORONA CA 92881 - 0CT 2 0 2010
OFFICE OF PETITIONS

In re Application of

Sloat :

Application No. 11/580,429 : DECISION ON PETITION

- Filed: October 13, 2006 _
Attorney Docket No. CS01-01U
For: LOCKING BARREL CADDIE

This is a decision on the 'petition under the unintentional delay standard of 37 CFR 1.137(b), filed
June 30, 2010, to revive the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned on September 25, 2009 for failure to
properly reply to the final Office action, mailed June 24, 2009. Applicant filed an amendment on
August 24, 2009 that failed to place the application in prima facie condition for allowance, as
was explained in the September 10, 2009 Advisory action. On September 17, 2009, applicant
filed a request for continued examination (RCE) fee and an amendment that failed to place the
application in prima facie condition for allowance, as was explained in the March 5, 2010
Advisory action. On March 23, 2010, applicant filed a RCE with a request for the examiner to
consider the amendment previously filed on August 24, 2009 as the required submission. On
March 31, 2010, the Office mailed a Notice of Abandonment.

Applicant has submitted a RCE and required fee and amendment in reply to the June 24, 2009
final Office action, an acceptable statement of the unintentional nature of the delay in responding
to the June 24, 2009 final Office action, and the petition fee. All requlrements under 37 CFR
1.137(b) being met, the petition is granted.

With respect to petitioner’s argument that the March 23, 2010 RCE was timely filed within one
month of the mailing of the March 5, 2010 Advisory Action, petitioner is informed that an
Advisory Action does not set a new period for response. The March 5, 2010 Advisory Action
clearly states that in no event will the statutory period for reply expire later than 6 months from
the mailing date of the final Office action. The application became abandoned because applicant
did not file a proper and timely response to the June 24, 2009 final Office action.
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As to the request for refund of the petition fee, petitioner is reminded that the applicable statute,
35 U.S.C. 42(d), authorizes the Commissioner to refund "any fee paid by mistake or any amount
paid in excess of that required." Thus the USPTO may refund: (1) a fee paid when no fee is
required (i.e., a fee paid by mistake), or (2) any fee paid in excess of the amount of the fee that is
required. See Ex Parte Grady, 59 USPQ 276, 277 (Comm’r Pats. 1943) (the statutory
authorization for the refund of fees is applicable only to a mistake relating to the fee payment,
and not the underlying action) 37 CFR 1.26(a). The payment of the petition fee is a prerequisite
to the filing of a petition to revive under 37 CFR 1.137(b). As the fee was properly due when it
was paid, it will not be refunded.

After the mailing of this decision the application will be forwarded to Technology Center AU
3618 for consideration of the March 23, 2010 RCE and prev1ously filed and non-entered
amendment(s).

R ]

Telephone ihquiries concerning this decision should be directed to the undersigned at (571) 272-
3230.

Shlrene Wllhs Brantley i j

Senior Petitions Attorney
Office of Petitions
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BUHLER ASSOCIATES \
BUHLER, KIRK A. MA"'_ED
1101 CALIFORNIA AVE. FER 15:2011
SUITE 208 -
CORONA CA 92881 QFFICE OF PETITIONS

In re Application of

Sloat :

Application No. 11/580,429 _ : DECISION ON PETITION
Filed: October 13, 2006 : :

Attorney Docket No. CS01-01U

For: LOCKING BARREL CADDIE

~

This is a decision on the petition entitled, “REQUEST FOR REFUND UNDER PATENT RULE
1.26 FOR MULTIPLE BILLINGS ASSOCIATED WITH RCE,” filed December 15, 2010. The
petition will be treated under 37 CFR 1.181.

The petition under 37 CFR 1.181 is GRANTED to the extent indicated herein.

The above-identified application became abandoned on September 25, 2009 for failure to
properly reply to the final Office action, mailed June 24, 2009. Applicant filed an amendment on
August 24, 2009 that failed to place the application in prima facie condition for allowance, as
was explained in the September 10, 2009 Advisory action. On September 17, 2009, applicant
filed a request for continued examination (RCE) fee and an amendment that failed to place the
application in prima facie condition for allowance, as was explained in the March 5, 2010
Advisory action. On March 23, 2010, applicant filed a RCE with a request for the examiner.to
consider the amendment previously filed on August 24, 2009 as the required submlssmn On
March 31, 2010, the Office mailed a Notice of Abandonment.

Applicant requests a refund of $2,320.00 for three (3) $405.00 RCE fees, a $270.00 Rule 137(a)
petition fee, a $810.00 Rule 137(b) petition fee, and a $25.00 service charge.

A review of Office financial records indicates that, currently, applicant has been charged two
RCE fees — one on accounting date September 18, 2009 and one on accounting date November
30, 2010 for the RCE filed on March 23, 2010. Refunding both of them would result in the
Office lacking a RCE fee. Only one RCE fee is necessary. Applicant’s credit card will be credited
$405.00.
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As to the request for refund of the petition fees, applicant is reminded that the applicable statute,
35 U.S.C. 42(d), authorizes the Commissioner to refund "any fee paid by mistake or any amount
paid in excess of that required." Thus the USPTO may refund: (1) a fee paid when no fee is
required (i.e., a fee paid by mistake), or (2) any fee paid in excess of the amount of the fee that is
required. See Ex Parte Grady, 59 USPQ 276, 277 (Comm’r Pats. 1943) (the statutory
authorization for the refund of fees is applicable only to a mistake relating to the fee payment,
and not the underlying action) 37 CFR 1.26(a).

Both petition fees were not fees paid when no fees were required, and were not fees paid in an
amount in excess of that required. In order to be refundable, the mistake must clearly be in
relation to the payment itself, and not the underlying action. Grady, supra.

Upon receiving a Notice of Abandonment, petitioner chose to file a Rule 137(a) petition. After
that petition was dismissed, petitioner chose to file a Rule 137(b) petition. The payment of the
petition fee is a prerequisite to the filing of a petition to revive under 37 CFR 1.137(a) or 37 CFR
1.137(b). They are statutory fees and cannot be waived. The amounts paid were owed at the time
they were paid. Such is not a mistake within the meaning of the aforementioned statute and
regulation that warrants a refund. As the fees were properly due when they were paid, they will
not be refunded.

To summarize, applicant will be refunded one of the two RCE fees paid, or $405.00.

After the mailing of this decision the application will be forwarded to Technology Center AU
3618 to await response to the November 10, 2010 non-final Office action.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3230.

A Welly Biantlsy

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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HUGH D. JAEGER, ESQ. MAILED
HUGH D. JAEGER, P.A. R
P.0. BOX 432 NOV 17 2010
WAYZATA MN 55391-0432
OFFICE OF PETITIONS
In re Application of
Burba et al. :
Application No. 11/580,466 : . ON PETITION

Filed: October 13, 2006
Attorney Docket No. BURBA P612

This is a decision on the petition under 37 CFR 1.102(c)(1), filed October 25, 2010, to make the
aslbove-identiﬁed application special based on applicant’s age as set forth in M.P.E.P. § 708.02,
ection IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP §
708.02, Section IV: Applicant’s Age must be accompanied by evidence showing that at least one
of the applicants is 65 years of age, or more, such as a birth certificate or a statement by
applicant. No fee is required.

The instant petition includes a statement from the applicant: Accordingly, the above-identified
application has been accorded “special” status. :

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
3206. All other inquiries concerning either the examination or status of the application should be
directed to the Technology Center.

This matter is being referred to the Technology Center Art Unit 3731 for action on the
merits commensurate with this decision.

:Eiana Walsh

Petitions Exa_miner
Office of Petitions
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February 3, 2011

Allen C. Turner
TraskBritt

P.O. Box 2550

Salt Lake City, UT 84110

Patent No: 7,736,868 B2

Application No: 11/580,494

Applicant: Arie P. Otte, et al.

Issued: June 15, 2010

Title: NUCLEIC ACID SEQUENCES HAVING GENE TRANSCRIPTION REGULATORY QUALITIES

Request for Certificate Of Correction:

Consideration has been given to your request.for the issuance of a certificate of correction for the
above- identified patent under the provisions of Rule 1.322.

Inspection of the application for the printed Batent reveals that the errors in your request are -
printed in accordance with the record in the Patent and Trademark Office, as passed to issue by
the examiner. There being no fault on the part of the Patent and Trademark Office, it has no
authority to issue a certificate of correction under the provision of 1.322.

In view of the foregoing your entire request is hereby denied.

However, further consideration will be given these matters, upon receipt of a request for
certificate of correction under provision of 1.323, accompanied by the appropriate fee which is
presently $100.

Further correspondence concerning this matter should be filed and directed to Decisions &
Certificated of Correction Branch.

/Virginia Tolbert/

Virginia Tolbert

For Mary Diggs, Supervisor

Decisions and Certificate of Correction
(571) 272-0460 (voice)

(571) 270-9892 (fax)

vt
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MUNCK CARTER/NSC M
P.0. DRAWER 800889 AILED
DALLAS TX 75380 AUG 06 2011

OFFICE OF PETITIONS
In re Application of
Marshall J. Bell .
Application No. 11/580,517 :  DECISION ON PETITION

Filed: October 13, 2006
Attorney Docket No. P06648

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed July 6, 2010, to revive the above-identified application. .

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed August 20, 2009, which set a shortened statutorcy F;l){eriod for reply of
three (3) months. No extensions of time under the provisions of 37 1.136(a) were
obtained. Accordingly, the application became abandoned on November 21, 2009. A
Notice of Abandonment was mailed March 15, 2010. .

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of an Amendment, (2) the petition fee of gl ,620.00, and (
adequate statement of unintentional delay.

It is not aﬁ})arent whether the statement of unintentional delay was signed by a person
who would have been in a position of knowin% that the entire delay in filing the required
relgly from the due date for the reply until the filing of a grantable petition pursuant to 37
CFR 1.137(b) was unintentional. Nevertheless, in accordance with 37 CFR 10.18, the
statement is accepted as constituting a certification of unintentional delay. However, in
the event that petitioner has no knowledge that the delay was unintentional, petitioner
must make such an inquiry to ascertain that, in fact, the delay was unintentional. If
petitioner discovers that the delay was intentional, petitioner must notify the Office.

Telephone inguiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This application is being referred to Technology Center AU 2629 for e(lippropriate action
by the Examiner in the normal course of business on the reply received. :

fw\ wj//l/l\.
oan Olszewski

Petitions Examiner
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

MAILED

Cislo & Thomas LLP

1333 2nd Street | MAR 082011

Suite #500 o

Santa Monica CA 90401-4110 OFFICE OF PETITIONS

In re Application of | : .
Michael ARCHER . DECISION GRANTING PETITION

Application No. 11/580,554 : UNDER 37 CFR 1.137(b)
Filed: October 13, 2006 :
Atty. Docket No.: 10-24224

This is a decision on the petition under 37 CFR 1.137(b), filed January 4, 2011, to revive
the above-identified application (“Application”).

The petition is GRANTED.

The Application became abandoned for failure to reply in a timely manner to the non-
final Office action mailed February 10, 2009 (“outstanding Office action”), which set a
shortened statutory reply period of three (3) months. No extension of time under the
provisions of 37 CFR 1.136(a) was obtained. The application thus became abandoned on
May 11, 2009, with notification mailed August 18, 2009.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a
Statement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and
(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR
1.137(d).

The petition satisfies the conditions for revival pursuant to 37 CFR 1.137(b) by including
(1) a reply in the form of a Response to the outstanding Office action, (2) a petition fee of
$810.00 (small entity), and (3) a Statement of unintentional delay. The reply to the
outstanding Office action is accepted as having been unintentionally delayed.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the
maximum extendable period for reply. See In re Application of S., 8 USPQ2d 1630,
1631 (Comm’r Pats. 1988). Since the $555 extension of time fee submitted with the




petition on January 4, 2011 was subsequent to the maximum extendable period for reply,
this fee is unnecessary and will be credited to petitioner’s deposit account.

General inquiries relating to this decision should be directed to Robert DeWitty, Petitions
Examiner, Office of Petitions (571-272-8427).

The application file will be referred to Technology Center AU2838 for further action on
the filed Response.

(gt Bortf
Christopher Bottorff

Petitions Examiner
Office of Petitions
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Commissioner for Patents
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KENYON & KENYON LLP
ONE BROADWAY
NEW YORK NY 10004 MAILED

- AUG 04 2010
OFFICE OF PETITIONS
In re Application of
Michael Hack, et al. : :
Application No. 11/580,590 : DECISION GRANTING PETITION

Filed: October 12, 2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 10052/2502 :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed, August 3, 2010 to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified épplication is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2). -

Petitioner is advised that the issue fee paid on June 10, 2010 cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of Allowance.'

Telephone inquiries should be directed to Terri Johnson at (571) 272-2991.

This application is being referred to Technology Center AU 2879 for processing of the.request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

T M=
Terri Johng9gn
Petitions Examiner

Office of Petitions

1 R . s . _—
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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JONES DAY
222 E. 41ST. STREET ;
NEW YORK, NY 10017 MA“‘ED
0CT 13 2011

OFFICE OF PETITIONS
In re Application of
Mohammad Heidaran :
Application No. 11/580,625 : DECISION GRANTING PETITION
Filed: October 13, 2006 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 9516-440-999

This is a decision on the petition under 37 CFR 1.313(c)(2), filed October 11, 2011, to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 26, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries regarding this decision should be directed to undersigned at (571) 272-1642.
- All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

This application is being referred to Technology Center AU 1633 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement

IAMW/

April M. Wise
Petitions Examiner
Office of Petitions

1 . . . . .
The request to apply the issue fee (o the new Notice may be satisfied by completing and returning the new Part
B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Pelitioner is advised that the Issue
Fee Transmittal Form must be compleied and timely submitted to avoid abandonment of the application.
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Steven J. Clark
725 Stadium Blvd
Provo, UT 84604

MAILED
APR-2 8 2011

In re Application of
Steven Joseph Clark ;
Application No. 11/580,636 : DECISION ON PETITION
Filed: October 12, 2006 :

Attorney Docket No. N/A

This is a decision on the petition under the unavoidable provisions of 37 CFR 1.137(a), filed
February 28, 2011, to revive the above-identified application. Alternatively, petitioner
requests consideration under the provisions of 37 CFR 1.137(b).

The application was held abandoned for failure to timely respond to the non-final Office
action mailed on May 12, 2010. A Notice of Abandonment was mailed December 20, 2010.

A grantable petition under 37 CFR 1.137(a) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(l); (3) a showing to
the satisfaction of the Director that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(a) was
unavoidable; and (4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d))
required pursuant to 37 CFR 1.137(d). The instant petition lacks item (3) above.

. Petitioner states “The Office communication dated 5/12/10 was delayed in reaching me until
August, 2010 due to an error in the forwarding of the mail. Upon receiving it | contacted the
USPTO and updated the mailing information and filed and paid for an extension of time...|
have been diligent in moving this process along, and missing a deadline for a formal reply
was Unintentional. | feel it was unavoidable based on my knowledge and diligence at the
time, but since the requirements for the Unavoidable Standard of Revival are not clear to me,
| am asking whoever reviews this Petition to Revive to determine which Standard is
appropriate. ”

The showing of record is not sufficient to establish to the satisfaction of the Commissioner
that the delay was unavoidable within the meaning of 35 U.S.C. § 133 and 37 CFR 1.137(a).
"See MPEP 711.03(c)(I1)(C)(2) for a discussion of the requirements for a showing of
unavoidable delay. Specifically, an application is “unavoidably” abandoned only where
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petitioner, or counsel for petitioner, takes all action necessary for a proper response to the
outstanding Office action, but through the intervention of unforeseen circumstances, such as
failure of mail, telegraph, telefacsimile, or the negligence of otherwise reliable employees,
the response is not timely received in the Office. Ex parte Pratt, 1887 Dec. Comm’r Pat. 31
(Comm’r Pat. 1887).

Decisions on reviving abandoned applications on the basis of “unavoidable” delay have
adopted the reasonably prudent person standard in determining if the delay was
unavoidable:

“The word ‘unavoidable’...is applicable to ordinary human affairs, and requires
no more or greater care or diligence than is generally used and observed by
prudent and careful men in relation to their most important business. It permits
them in the exercise of this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable employees, and such other
means and instrumentalities as are usually employed in such important
business. If unexpectedly, or through unforeseen fault or imperfection of these
agencies and instrumentalities, a failure occurs, it may properly be said to be
unavoidable, all other conditions of promptness in its rectification being
present.”

While it is noted that petitioner states that “The Office communication dated 5/12/10 was
delayed in reaching me until August, 2010 due to an error in the forwarding of the mail,” no
evidence of this delay has been submitted; and even if submitted, a review of the official
file record fails to indicate that the United States Patent and Trademark Office (USPTO)
caused the delay that prevented petitioner from responding timely to the Office action.

Further, a review of the record discloses that a non-final Office action was mailed on

May 12, 2010, which set a shortened statutory period for reply of three (3) months. A
change of correspondence address and a one (1) month extension of time under the
provisions of 37 CFR 1.136(a) were filed on September 1, 2010. The record clearly shows
that when petitioner filed a one month extension of time on September 1, 2010, a response
to the Office action could have been filed on that same day or prior to midnight September
12, 2010; and since a response was not received, a Notice of Abandonment was mailed on
December 20, 2010. Accordingly, this application was properly abandoned.

In view of the above, the petition under 37 CFR 1.137(a) is dismissed.

Since petitioner failed to meet the burden of 37 CFR 1.137(a), the petition filed on
February 28, 2011, is being treated under 37 CFR 1.137(b), as requested.
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The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of an amendment and three (3) sheets of drawings containing
Figur§s 1A -1C; (2) the petition fee of $810; and (3) an adequate statement of unintentional
delay .

Accordingly, the petition under 37 CFR 1.137(b) is GRANTED.

The application is being referred to Technology Ceﬁter 3700, for review of the response filed
with the present petition.

hone inquiries concerning this decision should be directed to Andrea Smith at
71)|272-3226.

.

Petition¥ Examiner
Office of Petitions

'37CFR 1.137(b)(3) requires a statement that “the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.” Since the statement appearing in the
petition varies from the language required by 37 CFR 1.137(b)(3), the statement is being construed as the required
statement. Petitioner must notify the Office if this is not a correct reading of the statement appearing in the petition.
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Patent No. : 7,662,591 B2

Ser. No. : 11/580,644
Inventor(s) : Arie P. Otte, et. al.
Issued : February 16, 2010

‘Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322. '

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the .
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request in this matter is hereby denied.

Page 2, of the t1tle page, item 56, under Other Publications the word, purported to be in lst
column line 13™ cannot be found in the prrnted patent.

A request to correct the Assignee under 37 CFR 3.81(b) should include:

the processing fee set forth in 37 CFR 1.17(i) (currently $130); :
a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and

a copy of the Notice of Recordation of Assignment Document reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.

|.°fJ >

i@

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
. Post Office Box 1450
Alexandria, VA 22313-1450



By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: : (703) 872-9306
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, , no additional fee is required.

Eva James
For Mary Diggs
Decisions & Certificates
of Correction Branch
(571) 272- 3422 or 703- 756 1580

Allen C. Truner

TraskBritt

230 South 500 East, Suite 300

Salt Lake City, Utah 84102 USA -

€]
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MAILED Avexanomia, va S205.12350
APR 12 2011
PCT LEGAL ADMINISTRATION
LEYDIG VOIT & MAYER, LTD
TWO PRUDENTIAL PLAZA, SUITE 4900
180 NORTH STETSON AVENUE
CHICAGO IL 60601-6731
In re Application of :
DEFREES et al. . DECISION ON PETITION

Application No.: 11/580,669 :  UNDER 37 CFR 1.78(a)(6)
Filed: October 13, 2006 :

Attorney Docket No.: 705746

Title: ONE POT DESIALYLATION AND

GLYCOPEGYLATION OF THERAPEUTIC

PEPTIDES

This is a decision on the petition under 37 CFR 1.78(a)(6), filed May 6, 2010, to accept an

unintentionally delayed claim for the benefit of the prior-filed provisional applications set forth -

in the concurrently filed Supplemental Application Data Sheet (ADS).
The petition is DISMISSED.

The present nonprovisional application was filed after November 29, 2000, and the claim herein
for the benefit of priority to the prior-filed provisional applications is submitted after expiration
of the period specified in 37 CFR 1.78(a)(5)(ii). Therefore, this is a proper petition under 37
CFR 1.78(a)(6).

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

(1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i) to
the prior-filed application, unless previously submitted;
() the surcharge set forth in § 1.17(t); and
A3) a statement that the entire delay between the date the claim was due under
37 CFR 1.78(a)(5)(ii) and the date the claim was filed was unintentional.
The Commissioner may require additional information where there is a
question whether the delay was unintentional.

The pending nonprovisional application was filed October 13, 2006, and claims continuation-in-
part priority under 35 U.S.C. § 365(c) and 35 U.S.C. § 120 to international application
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PCT/US2006/032649 filed August 21, 2006, which is within twelve months of the filing date of
the earliest prior-filed provisional application, Application No. 60/709,983, which was filed on
August 19, 2005, and for which priority is claimed.

The petition does not comply with item (1). The Supplemental ADS is not in compliance with
37 CFR 1.76(c)(2). First, it is not titled properly. Second, it does not identify the information
that is being changed, preferably with underlining for insertions and strike-through or brackets
for text removed.

Accordingly, before the petition under 37 CFR 1.78(a)(6) can be granted, a proper Supplemental
ADS in compliance with 37 CFR 1.76(c)(2) or an appropriate amendment to the specification,
along with a renewed petition under 37 CFR 1.78(a)(6), is required.

Any further correspondence with respect to this matter may be filed electronically via EFS-Web
selecting the document description "Petition for review and processing by the PCT Legal Office"
or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT Legal
Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the letter
marked to the attention of the Office of PCT Legal Administration.

/Daniel Stemmer/ /Bryan Lin/

Daniel Stemmer Bryan Lin

PCT Legal Examiner PCT Legal Examiner

Office of PCT Legal Administration Office of PCT Legal Administration

Telephone: (571) 272-3301
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. l CONFIRMATION NO. ]
11/580,720 10/13/2006 Ramin Samadani 82225187 6111
22879 7590 1112272011
EXAMINER
HEWLETT-PACKARD COMPANY I J
Intellectual Property Administration PEREN, VINCENT ROBERT
3404 E. Harmony Road RT UNIT PAPER NUMBER
Mail Stop 35 | A I |
FORT COLLINS, CO 80528 2625
| NOTIFICATION DATE I DELIVERY MODE ]
1172272011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

JERRY.SHORMA@HP.COM
ipa.mail@hp.com
laura.m.clark@hp.com

PTOL-90A (Rev. 04/07)
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HEWLETT-PACKARD COMPANY
Intellectual Property Administration
3404 E. Harmony Road

Mail Stop 35

FORT COLLINS CO 80528

In re Application of: )

SAMADANI, RAMIN et al ) DECISION ON PETITION TO
Application No. 11/580,720 ) WITHDRAW RESTRICTION
Filed: October 13, 2006 ) REQUIREMENT
For: AUXILIARY INFORMATION FOR ) :

RECONSTRUCTING DIGITAL IMAGES
PROCESSED THROUGH PRINT-SCAN
CHANNELS

This is a decision on the petition filed February 03, 2011 to withdraw the outstanding
restriction requirement made on January 05, 2011.

The petition is DISMISSED AS MOOT.

A review of the file record indicates the restriction requirement has been withdrawn and
all claims have since been rejoined by the examiner as indicated in the Final rejection
mailed April 29, 2011.

A non-final office action has since been mailed on October 27, 2011. Application has
been returned to the examiner to await next action.

/Michael Horabik/

Michael Horabik

Quality Assurance Specialist
Technology Center 2600
Communications



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : G281
TO SPE OF :ART UNIT 1638
SUBJECT : Request for Certificate of Correction for Appl. No.: 158764}  Patent No.: 7655441

CofC mailroom date; _ 12/23/18

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the

IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning

using document code COCX.
FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

R S PR RS T R R e T b e I R TR S st D R Eo O R R

&

Certificates of Correction Branch

Dovmonte Newsome

Certificates of Correction Branch

571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

NiApproved All changes apply.

O Approved in Part Specify below which changes do not apply.

O Denied State the reasons for denial below.
Comments:

+-- - ‘[ Formatted: Indent: Left: 1.22"

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP :

1279 OAKMEAD PARKWAY MA"‘ED

SUNNYVALE CA 94085-4040 MAR 2 82011
OFFCE OF PETITIONS

In re Application of

KAHN et al. :

Application No. 11/580,947 : DECISION ON PETITION

Filed: October 13, 2006 : UNDER 37 CFR 1.78(a)(6)
Attorney Docket No. 8689P024 :

This is a decision on the petition under 37 CFR 1.78(a)(6), filed December 29, 2010, to accept an
unintentionally delayed claim under 35 U.S.C. § 119(e) for the benefit of priority to a prior-filed
provisional application.

The petition is DISMISSED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(1)
to the prior-filed application, unless previously submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(ii) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

This pending nonprovisional application was filed on October 13, 2006, within twelve months of
the filing date of the prior-filed provisional application, Application No. 60/843,312, which was
filed on September 8, 2006 and for which priority is claimed. A reference to the prior-filed
provisional application has been included in an amendment to the first sentence of the
specification following the title. However, the amendment is not acceptable as drafted since it
improperly incorporates by reference the prior-filed application. An incorporation by reference
statement added after an application’s filing date is not effective because no new matter can be
added to an application after its filing date (see 35 U.S.C. § 132(a)). If an incorporation by
reference statement is included in an amendment to the specification to add a benefit claim under
35 U.S.C. § 119(e) after the filing date of the application, the amendment would not be proper.
When a benefit claim under 35 U.S.C. § 119(e) is submitted after the filing of an application, the
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reference to the prior application cannot include an incorporation by reference statement of the
prior application. See Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C. 1980).
Note MPEP §§ 201.06(c) and 608.04(b).

Accordingly, before the petition under 37 CFR 1.78(a)(6) can be granted, a renewed petition
under 37 CFR 1.78(a)(6) and a substitute amendment (complying with 37 CFR 1.121 and 37
CFR 1.76(b)(5)) deleting the incorporation by reference statement, are required.

In regard to the statement of delay, the rule 37 CFR § 1.78(a)(6) requires a statement that the
entire delay between the date the claim was due under 37 CFR § 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. Since the statement appearing in the petition varies from the
required language, the statement is being construed as the statement required by 37 CFR
§1.78(a)(6). If this is not a correct reading of the statement appearing in the petition, petitioner
should promptly notify the Office.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: ~ (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to Jose’ G Dees at (571) 272-1569.

o sl
Christopher Bottorff

Petitions Examiner
Office of Petitions
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY MAILED
SUNNYVALE CA 94085-4040

APR 252011
OFFICE OF PETITIONS
In re Application of
KAHN et al. :
Application No. 11/580,947 . DECISION ON PETITION

Filed: October 13, 2006 : UNDER 37 CFR 1.78(a)(6)
Attorney Docket No. 8689P024 :

This is a decision on the renewed petition under 37 CFR 1.78(a)(6), filed April 4, 2011, to accept
an unintentionally delayed claim under 35 U.S.C. §119(e) for the benefit of the prior-filed
provisional application set forth in the concurrently filed amendment.

The petition is GRANTED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

1 the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i)
to the prior-filed application, unless previously submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(i1) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

Additionally, the instant nonprovisional application must be pending at the time of filing of the
reference to the prior-filed provisional application as required by 37 CFR 1.78(a)(5)(ii). Further,
the nonprovisional application claiming the benefit of the prior-filed provisional application must
have been filed within twelve months of the filing date of the prior-filed provisional application.

All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. §
119(e) is accepted as being unintentionally delayed.
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The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(6) should not be construed as meaning that this application is entitled
to the benefit of the filing date of the prior-filed application. In order for this application to be
entitled to the benefit of the prior-filed application, all other requirements under 35 U.S.C.
§119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed application
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed application noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether the application is entitled to the
benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed provisional
application, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to Jose’ G Dees at (571) 272-1569.
Inquiries concerning the status of the application should be directed to the Office of Data
Management at (571) 272-4200.

This application is being forwarded to the Office of Data Management for processing into a
patent.

gt L

Christopher Bottortf
Petitions Examiner
Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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APPLICATION FILING or GRP ART
I NUMBER I 371(c) DATE I UNIT J FIL FEE REC'D I ATTY.DOCKET.NO ITOT CLAIMSI IND CLAlMSl
11/580,947 10/13/2006 2622 1260 8689P024 13 3
CONFIRMATION NO. 6425
8791 CORRECTED FILING RECEIPT

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP

1275 OAKMEAD PARKWAY | T

SUNNYVALE, CA 94085-4040
Date Mailed: 04/25/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Philippe Kahn, Aptos, CA;
Arthur Kinsolving, Santa Cruz, CA,;
David Vogel, Santa Cruz, CA; .
Power of Attorney: The patent practitioners associated with Customer Number 08791

Domestic Priority data as claimed by applicant
This appln claims benefit of 60/843,312 09/08/2006

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 10/30/2006

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 11/580,947

Projected Publication Date: Request for Non-Publication Acknowledged
Non-Publication Request: Yes

Early Publication Request: No

page 1of 3
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METHOD AND APPARATUS TO PROVIDE IMPROVED IMAGE QUALITY IN A CAMERA
Preliminary Class .

348

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent"” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant’s license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consuit the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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’i{\\ UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY
SUNNYVALE CA 94085-4040

MAILED

MAY 162011
In re Application of OFFICE OF PETITIONS
Philippe Kahn, et al. :
Application No. 11/580,947 : DECISION GRANTING PETITION

Filed: October 13, 2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 8689P024 :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed, May 13, 2011 to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 5, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance."

Telephone inquiries should be directed to Terri Johnson at (571) 272-2991.

This application is being referred to Technology Center AU 2622 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

1 . . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20111109
DATE : November 9, 2011
TO SPE OF : ART UNIT 2873

SUBJECT : Request for Certificate of Correction on Patent No.: 7898722
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

Changes are only typographical corrections.

E.Lester
Examiner of Record

SPE: /Ricky Mack/ Art Unit 2873

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
WWW.USP(O,[;OV

MAILED

FINNEGAN, HENDERSON, FARABOW, SEP 2 1201
GARRETT & DUNNER LLP
901 NEW YORK AVENUE, NW OFFICE OF PETITIONS

WASHINGTON, DC 20001-4413

In re Patent of Waldmann :
Patent No. 7,993,641 : DECISION ON REQUEST

Issue Date: August 9, 2011 : FOR RECONSIDERATION OF
Application No. 11/581,008 : PATENT TERM ADJUSTMENT

Filing Date: October 16, 2006
Attorney Docket No. 07588.0100

This is a decision on the petition filed August 8, 2011, which is being treated as a petition under
37 C.F.R. § 1.705(d) requesting the patent term adjustment indicated on the patent be corrected
to indicate the term of the patent is extended or adjusted by four hundred sixty-five (465) days.

The application matured into Patent No. 7,993,641 on August 9, 2011. The patent sets forth a
patent term adjustment determination of 283 day.

The instant petition was filed August 8, 2011, one day before the patent issued. A petition under
37 C.F.R. § 1.705(d) seeking review of the patent term adjustment set forth on an issued patent
should not be filed prior to the actual issuance of the patent. Any future petitions under

37 C.F.R. § 1.705(d) should be filed during the two-month period following the issuance of the
patent.

The petition request for an increase in the patent term adjustment is based on an assertion the
correct period of delay under 37 C.F.R. § 1.702(b) (“B Delay”) is 290 days, not 108 days as
previously calculated by the Office.

Pursuant to 37 C.F.R. § 1.703(b)(1), the period of B Delay does not include:

The number of days, if any, in the period beginning on the date on which a request for
continued examination of the application under 35 U.S.C. 132(b) was filed and ending on
the date the patent was issued;

Pursuant to 37 C.F.R. § 1.703(b)(4), the period of B Delay does not include:

The number of days, if any, in the period beginning on the date on which a notice of
appeal to the Board of Patent Appeals and Interferences was filed under 35 U.S.C. 134



Patent No. 7,993,641 Page 2

and § 41.31 of this title and ending on the date of the last decision by the Board of Patent
Appeals and Interferences or by a Federal court in an appeal under 35 U.S.C. 141 ora
civil action under 35 U.S.C. 145, or on the date of mailing of either an action under 35
U.S.C. 132, or a notice of allowance under 35 U.S.C. 151, whichever occurs first, if the
appeal did not result in a decision by the Board of Patent Appeals and Interferences.

The number of days beginning October 17, 2009, the day after the date three years after the filing
date, and ending August 9, 2011, the date the patent issued, is 662 days.

The number of days beginning August 2, 2010, the date the RCE was filed, and ending August 9,
2011, the date the patent issued, is 373 days.

The number of days beginning February 2, 2010, the date the Notice of Appeal was filed, and
ending August 8, 2011, the day before the RCE was filed, is 181 days.

The correct period of B Delay is 108 days, which is 662 days reduced by 373 days pursuant to
37 C.F.R. § 1.703(b)(1) and reduced by 181 days pursuant to 37 C.F.R. § 1.703(b)(4).

In view of the prior discussion, the patent term adjustment remains 283 days, as set forth on the
patent.

Office records indicate the required $200 free set forth in 37 C.F.R. § 1.18(e) was charged twice
to a credit card on August 8, 2011. The overpayment of $200 will be credited back to the credit
card in due course.

Telephone inquiries specific to this decision should be directed to Senior Petitions Attorney
Steven Brantley at (571) 272-3203.

G

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions



UNITED STATES_ PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

FOLEY & LARDNER LLP

975 PAGE MILL ROAD MA'LED
PALO ALTO, CA 94304 :
0CT 13 2010

OFFICE OF PETITIONS
In re Application of -
john V. ST JOHN :
Application No. 11/581,049 :  DECISION GRANTING PETITION -
Filed: October 13, 2006 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 065284-0650

This is a decision on the pefition under 37 CFR 1.313(c)(2), filed October 11, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 8, 2010 cannot be refunded.
If, however, this application is again allowed, petitioner may request that it be applied
towards the issue fee required by the new Notice of Allowance.!

Teléphone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 1616 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/
Petitions Examiner, Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B ~ Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
K




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

FOLEY & LARDNER LLP MAILED

975 PAGE MILL ROAD

PALO ALTO, CA 94304 NOV 2 6 2010
OFFICE OF PETITIONS

In re Application of .

John St. John et al .

Application No. 11/581,049 : ON PETITION

Filed: October 13, 2006
Attorney Docket No. 065284-0650

This is a decision on the petition, filed November 23, 2010 under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CER 1.313(c)(2).

Petitioner is advised that the issue fee paid on November 16, 2010 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 1616 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

/rvin Dingle/

Irvin Dingle
.Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by
completing- and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and.Fee(s) Due (PTOL-85).



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSPLo.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR |<\TTORNEY DOCKET NO.l CONFIRMATION NO. J
11/581,049 10/13/2006 John ST. John 065284-0650 6809

7590 01/26/2011 [ EXAMINER J

FOLEY & LARDNER LLP » : KASSA, JESSICA M

975 PAGE MILL ROAD )
PALO ALTO, CA 94304 | ART UNIT | PaPERNUMBER J
' 1616
I MAIL DATE ] DELIVERY MODE ]
01/26/2011 _ PAPER

ACKNOWLEDGEMENT OF REQUEST
Notice of Allowance/Allowability Mailed

The request to print a color drawing reference as the first paragraph in the portion of the specification containing a
brief description of the drawings as required by 37 CFR 1.84 and MPEP § 608.02 has been received by.the United
States Patent and Trademark Office and will be entered into the specification.

571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
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e

UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

January 25, 2011

FOLEY & LARDNER LLP
975 PAGE MILL ROAD
PALO ALTO CA 94304

In re Application of : DECISION ON PETITION
John, John St., et al,

Application No: 11/581049 : ACCEPTANCE OF COLOR
Filed: 10/13/2006 : DRAWINGS

Attorney Docket: 065284-0650

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) February 12, 2010.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),
. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and
3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings.

“The file of this patent contains at least one drawing executed in color. Copies of
this patent with color drawing(s) will be provided by the Patent and Trademark
Office upon request and payment of the necessary fee.”

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriatq language. Therefore, the petition is GRANTED.

Telephone iﬁquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200. '

/Bernadette Queen/

Quality Control Specialist
Office of Data Management
Publications Branch



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

TOWNSEND AND TOWNSEND

AND CREW, LLP MAI LED
TWO EMBARCADERO CENTER

EIGHTH FLOOR MAR 112011
SAN FRANCISCO CA 94111-3834 OFFICE OF PETITIONS
In re Application of

Miller, et al. :

Application No. 11/581,095 : DECISION
Filed: 16 October, 2006 : ON PETITION
Attorney Docket No.: 019959~ :

006211US

This is a decision on the petition under 37 C.F.R. §1.78(a)(3), filed 6 August, 2010, to accept an
unintentionally delayed claim under 35 U.S.C. §120 for the benefit of priority to a prior-filed application.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 C.F.R. §1.78(a)(3) is only applicable to those
applications filed on or after November 29, 2000. Further, the petition is appropriate only after the expiration
of the period specified in 37 C.F.R. §1.78(a)(2)(ii) and 1.78(a)(5)(ii). In addition, the petition under 37
C.F.R. §1.78(a)(3) and §1.78(a)(6) must be accompanied by:

(1) the reference required by 35 U.S.C. §120 and 37 C.F.R.§1. 78(a)(2)(1) of the prior-filed
application, unless previously submitted;

(2) the surcharge set forth in 37 C.F.R. §1.17(t); and

(3) a statement that the entire delay between the date the claim was due under 37 C.F.R.
§1.78(a)(2)(i1) and the date the claim was filed was unintentional. The Director may require
additional information where there is a question whether the delay was unintentional.

On deposit on 16 October, 2006, the instant application did not include a claim of priority to:
Provisional Application No. 60,330,330 (filed 19 October, 2001) (the ‘330 application), but did
claim priority to Non-Provisional Application No.10/071,088 (filed 11 February, 2002), which
claimed priority to the ‘330 application.

The petition complies with the requirements of the regulations at 37 C.F.R. §1.78(a)(3) as to reference,
surcharge and statement.



Application No. 11/581,095

The petition for acceptance of an unintentionally delayed claim for the benefit of priority under 35
U.S.C. §§119 and 120 to the above-noted, prior-filed nonprovisional and provisional applications
satisfies the conditions of 37 C.F.R. §1.78(a)(3).

The petition is granted.

A corrected Filing Receipt, which includes the priority claim to the above-noted, prior-filed
nonprovisional and provisional applications, accompanies this decision on petition.

Petitioner is reminded that the granting of this petition and the mailing of a
corrected Filing Receipt should not be viewed as an indication that a
determination has been made that this application is entitled to claim benefit of the
prior-filed application. A determination that applicant is entitled to claim benefit
of the prior-filed application will be made by the Examiner prior to the mailing of
a certificate of correction.

The petition for acceptance of an unintentionally delayed claim for the benefit of priority
under 35 U.S.C. §120 to the above-noted, prior-filed provisional applications satisfies the
conditions of 37 C.F.R. §1.78(a)(3).

This application is released to Technology Center 2467 for consideration of the amendment
by the by the Examiner.

Any inquiries concerning this decision may be directed to John Gillon at (571) 272-3214.
All other inquiries concerning either the examination procedures or status of the application
should be directed to the Technology Center.

Lt G|

Chris Bottorff
Supervisory Petitions Examiner
Office of Petitions

Enclosure: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandrig, Virginia 22313-1450

WWW.USpio.gov
APPLICATION FILING or GRP ART
I NUMBER l 371(c) DATE l UNIT I FIL FEE REC'D I ATTY.DOCKET.NO |TOT CLAIMSIIND CLAIMS]
11/581,095 10/16/2006 2467 500 019959-006211US 15 3
CONFIRMATION NO. 6020
92071 ’ CORRECTED FILING RECEIPT

Kilpatrick Townsend & Stockton LLP/Foundry/Brocade

Two Embarcadero Center, Eighth Floor L e

San Francisco, CA 94111
Date Mailed: 03/07/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Frank William Miller, Baltimore, MD;
Aaron Jip Sipper, Silver Spring, MD;
Power of Attorney: The patent practitioners associated with Customer Number 20350

Domestic Priority data as claimed by applicant
This application is a DIV of 10/071,088 02/11/2002 PAT 7,139,263
which claims benefit of 60/330,330 10/19/2001

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 10/31/2006

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 11/581,095

Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
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Title

Voice over IP architecture
Preliminary Class

370

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/iindex.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

-LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED |

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of simitar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. |If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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Commissioner for Patents

United States Patent and Trademark Office
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LEVINE BAGADE HAN LLP
2400 GENG ROAD, SUITE 120

PALO ALTO CA 94303 | | M A"_ED

In re Application of : . - APR 251201
ALON, Amir et al. . OFFICE OF PETmuus

Application No. 11/581,175 : DECISION ON PETITION
Filed: October 16, 2006 : TO WITHDRAW

Attorney Docket No. CSTPNZ00200 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed
April 12, 2011. o

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. The Office
requires the practitioner(s) requesting withdrawal to certify that he, she, or they have: (1) given reasonable
notice to the client, prior to the expiration of the response period, that the practitioner(s) intends to withdraw
from employment; (2) delivered to the client or a duly authorized representative of the client all papers and
property (including funds) to which the client is entitled; and (3) notified the client of any responses that may be
due and the time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by David Levine on behalf of all attorneys of record who are associated with customer
No. 40518. All attorneys/agents associated with the Customer Number 40518 have been withdrawn. Applicant
is reminded that there is no attorney of record at this time.

The correspondence address of record has been changed and the new correspondence address is the address
indicated below. There is an outstanding Office action mailed December 07, 2010 that requires a reply from the
applicant.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272-2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc: PAOLO COSTA
18 APOLLO ROAD
TIBURON CA 94920
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SUNSTEIN KANN MURPHY & TIMBERS LLP
125 SUMMER STREET MAILED
BOSTON MA 02110-1618

APR 292011

" In re Patent No. 7,879,501

Issued: February 1, 2011 :

Application No. 11/581,259 3 ON PETITION
Filed: October 11, 2006 :

Attorney Docket No. 3553/122

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28 filed March 15, 2011.

On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment
of the issue fee as a small entity. See DH Technology v. Synergystex International,
Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this
Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in
this patent must be paid at the large entity rate.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20110607
DATE : May 26, 2010
TO SPE OF : ART UNIT 1642

SUBJECT : Request for Certificate of Correction on Patent No.: 7,642,239
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.
[] Approved in Part Specify below which changes do not apply.
[1 Denied State the reasons for denial below.
Comments:
/MISOOK YU/

Supervisory Patent Examiner.Art Unit 1642

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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THE WEBOSTAD FIRM, A PROFESSIONAL CORPORATION
150 NORTH WIGET LANE

SUITE 200
WALNUT CREEK CA 94598
| MAILED
SEP 012010
OFFICE OF PETITIONS
In re Application of
Horch et al. : _
Application No. 11/581,316 :  DECISION ON PETITION

Filed: October 16, 2006
Attorney Docket No. 2000.039.00/US

This is a decision on the petition under the unintentional brovisions of 37 CFR 1.137(b),
filed July 7, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed, June 11, 2009, which set a shortened statutory period for reply of
three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on September 12, 2009. A
Notice of Abandonment was mailed January 22, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of an Amendment, (2) the petition fee of $810.00, and (3) a
proper statement of unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay
at issue. Nevertheless, such statement is being treated as having been made as the result
of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR
10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg.
53131, 53178 (October 10, 1997) 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997)
In the event that such an inquiry has not been made, petltloner must make such an
inquiry. If such inquiry results in the discovery that it is not correct that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.
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Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This application is being referred to Technology Center AU 2813 for further appropriate
action by the Examiner in the normal course of business on the reply received.

T C),pr//g

oan Olszewski
Petitions Examiner
Office of Petitions
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PAUL W. MARTIN
NCR CORPORATION, LAW DEPT.
3097 SATELLITE BLVD., 2nd FLOOR

DULUTH GA 30096
MAILED
AUG 30 2010
In re Application of : OFFICE OF PETIT IONS
Roth et al. :
Application No.: 11/581318 : ON PETITION

Filing or 371(c) Date: 10/16/2006
Attorney Docket Number:
12807 US02

This is a decision on the renewed petition under 37 CFR 1.137(b), filed April 14, 2010, to revive the
above-identified application.

This Petition is hereby granted.

The above-identified application became abandoned for failure to timely reply to the Office
communication, mailed July 2, 2009. The Office communication set a one (1) month period for reply.
Extensions of time under 37 CFR 1.136(a) were available. No complete and proper reply having been
received, the application became abandoned on August 3, 2009. A Notice of Abandonment was
mailed January 12, 2010.

Applicant files the present petition and response to the Office communication. The petition satisfies
the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in that (1) the reply in the
form of a response to the Restriction/Election Requirement; (2) the petition; and (3) the required
statement of unintentional delay are filed with the present petition. Accordingly, the reply is
accepted as having been unintentionally delayed.

This application is being forwarded to Technology Center Art Unit 1792 for processing of the
response in due course.

Telephone inquiries concerning this decision should be directed to the uﬁdersigned at (571) 272-
3232.

/DW/

Derek Woods

Attorney
Office of Petitions
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NIXON & VANDERHYE, PC

901 NORTH GLEBE ROAD, 11TH FLOOR
ARLINGTON VA 22203 MAILED
AUG 16 2010
OFFICE OF PETITIONS

In re Application of

James A. St. Ville _ :

Application No. 11/581,363 1 DECISION ON PETITION
Filed: October 17, 2006 : :

Attorney Docket No. 2656-54

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed December 03,
2009, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of 37 CFR 1.113 to the
final Office action of March 13, 2009. The proposed reply required for consideration of a petition to revive
must be a Notice of Appeal (and appeal fee required by 37 CFR 41.20(b)(2), an amendment that prima facie
places the application in condition for allowance, a Request for Continued Examination and submission (37
CFR 1.114), or the filing of a continuing application under 37 CFR 1.53(b). See MPEP 711.03(c)(I111)(A)(2).
No extensions of time pursuant to the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the date of
abandonment of this application is June 14, 2009.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in the
form of a Request for Continued Examination (RCE) and fee of $810, and the submission required by 37 CFR
1.114; (2) the petition fee of $1620; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-2783.

This application is being referred to Technology Center AU 2121 for processing of the RCE and for
appropriate action by the Examiner in the normal course of business on the amendment submitted in
cordance with 37 CFR 1.114,

I

esh Krishnamurthy
Petitions Examiner
Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alcxandria, Virginia 22313-1450
4 - WWW.uspto.gov
APPLICATION NO. I FILING DATE . FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION NO. I
11/581,429 10/17/2006 Chin-Chi Ych MR3871-118 7469
4586 7590 08/09/2010
EXAMINER
ROSENBERG, KLEIN & LEE I . I
3458 ELLICOTT CENTER DRIVE-SUITE 101 YEAGER, RAYMOND P
ELLICOTT CITY, MD 21043 [ T UNT I PP I
1651
[ NOTIFICATION DATE I DELIVERY MODE ]
08/09/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

ptoactions@rklpatlaw.com
ptoactions@yahoo.com

PTOL-90A (Rcv. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

In re Application of: Dahne €t al

Serial Number: 11/593353

Filed: June 19, 2007 :

Attorney Docket: 00054-0016-001 : DECISION ON PETITION
For: METHOD FOR PRODUCING CORE-SHELL ) :
(CS) PARTICLES AND MICROCAPSULES USING

POROUS TEMPLATES, CS PARTICLES AND

MICROCAPSULES, AND THE USE THEREOF

This is in response to applicant’s petition to accept color drawings/photographs filed on
October 17, 2006.

All requirements under 37 CFR 1.84(a)(2) are met. Accordingly, petition is Granted.
Petition GRANTED.

/Michael G. Wityshyn/
Supervisory Patent Examiner, Art Unit 1651
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Barbara J. Jones

#6B
44 S. Munn Ave. MAILE

East Orange NJ 07018 AUG 02 2011

In re Application of ; OFFICE OF PETITIONS
Jones : : .
Application No.: 11/581,434 : ONPETITION

Filed: January 4, 2007 ' :

Attorney Docket No:

This is a decision on the petition under 37 CFR §1.137(b), July 25, 2011, to revive the above-identified
application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS from the
mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The reconsideration
request should include a cover letter entitled "Renewed Petition" under 37 CFR 1.137(b)."

This application became abandoned for failure to respond in a timely manner to the non-final Office
action mailed January 8, 2009. The notice set a shortened statutory period for reply of three months from
its mailing date. A proper response was not received within the allowable period, and the application
became abandoned on April 9, 2009. A Notice of Abandonment was mailed August 4, 2009.

Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply
was unintentional, a petition may be filed to revive an abandoned application or a lapsed patent pursuant
to 37 CFR 1.137(b). A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

1) the required reply, unless previously filed. In a non-provisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application. In an application or patent, abandoned or lapsed for failure to pay the issue fee, or any
portion thereof, the required reply must be the payment of the issue fee or any outstanding balance
thereof.

2) the petition fee as set forth in 37 CFR 1.17(m);
3) a statement that the entire delay in filing the required reply from the due date for the reply

until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. The Commissioner
may require additional information where there is a question whether the delay was unintentional; and
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4) any terminal disclaimer (and fee set forth in 37 CFR 1.20(d)) required pursuant to
37 CFR 1.137(c).

The instant petition does not satisfy the requirements of items (1) and (2) above.

As to item (1), the instant petition does not satisfy the requirements of item (1) above. The petition was
not accompanied by a bona fide response to the non-final Office action mailed January 8, 2009, that
specifically addresses the rejections made in the non-final Office action and makes amendments to the
claims. See 37 CFR 1.111.The renewed petition must be accompanied by a response to the non-final
Office action that complies with 37 CFR 1.111.

As to item (2), the fee for the instant petition is $810.00 for a small entity. The petition fee did not
accompany the instant petition. To be considered grantable, the renewed petition must be accompanied
by the appropriate petition fee.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patents _
United States Patent and Trademark Office
Box 1450
Alexandria, VA 22313-1450

By facsimile: (571)273-8300
Attn: Office of Petitions

Questions regarding the non-final Office action and/or any amendments to the claims should be addressed
to Examiner Neway or to the Inventors Assistance Center at 1-800-786-9199. Telephone inquiries
concerning this decision may be directed to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin

Petitions Attorney
Office of Petitions
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WOLF GREENFIELD & SACKS, P.C.

600 ATLANTIC AVENUE
BOSTON, MA 02210-2206 MAILED
SEP 02 2011
In re Application of OFFICE OF PETITIONS
Yasuyuki Kino :
Application No. 11/581,648 . DECISION GRANTING PETITION
Filed: October 16, 2006 . UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. S1459.70261US00

This is a decision on the petition under 37 CFR 1.313(c)(2), filed September 1, 2011, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is not signed by an attorney of record. Nevertheless, in accordance with 37 CFR
1.34, the signature of Mr. Randy J. Pritzker appearing on the correspondence shall constitute a
representation to the United States Patent and Trademark Office that he is authorized to represent
the particular party on whose behalf he acts. If Mr. Pritzker desires to receive future
correspondence regarding this file, the appropriate power of attorney documents must be _
submitted. All future correspondence regarding this application file will be directed solely to the
above-noted correspondence address of record.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on July 28, 2011 cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of A llowance.'

Telephone inquiries regarding this decision should be directed to undersigned at (571) 272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

1 . . . . :
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part
B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Pelitioner is advised that the Issue
Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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This application is being referred to Technology Center AU 2614 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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MA".ED | Paper No.

Licata & Tyrrell P.C. AUG1 2l

66 E. Main Street '
Marlton NJ 08053 QFFICE OF PETITIONS

In re Application of

Kinney et al. '
Application No. 11/581,843
Filing Date: October 17, 2006
Patent No. 7,731,962

Issue Date: June 8, 2010
Attorney Docket Number:
MRKOO003US

Title: ANTI-ADDL MONOCLONAL
ANTIBODY AND USE THEREOF

DECISION ON PETITION
PURSUANT TO 37 C.F.R.
S 3.81(B)

This is a decision on the petition pursuant to 37 C.F.R.
§ 3.81(b),* submitted on July 29, 2011 to correct the Assignee’s
information on the Issue Fee Transmittal Form PTOL-85(b).

Petitioner states that the correct assignee was not listed on
form PTOL-85(b).?

37 C.F.R. § 3.81(b), effective June 25, 2004, reads:

(b) After payment of the issue fee: Any request for issuance of an application
in the name of the assignee submitted after the date of payment of the issue
fee, and any request for a patent to be corrected to state the name of the
assignee, must state that the assignment was submitted for recordation as set
forth in 3.11 before issuance of the patent, and must include a request for a
certificate of correction under 1.323 of this chapter (accompanied by the fee
set forth in 1.20(a)) and the processing fee set forth in 1.17(i) of

- this chapter.

The present request pursuant to 37 C.F.R. § 3.81(b) was
accompanied by a copy of the assignment and a copy of the notice

1 See Official Gazette, June 22, 2004.
2 Petition, page 1.
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Decision on petition

of recordation that establishes that the assignment (which
contains the correct assignee) was submitted for recordation in
the Office on June 17, 2011.

Payment of the required $100 certificate of correction fee and
the $130 processing fee is acknowledged.

Petitioner has failed to comply with the provisions of this
title, and as such, the request cannot be granted. It is clear
that the assignment was not submitted for recordation as set
forth in 37 C.F.R. § 3.11 before the issuance of this patent.
The patent issued on June 8, 2010, and the assignment was not
submitted for recordation until more than one year had passed.

Hence, the petition must be DISMISSED.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225°.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

3 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
any further action(s) of Petitioner.



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20110902
DATE : September 02, 2011
TO SPE OF : ART UNIT 2835

SUBJECT : Request for Certificate of Correction on Patent No.: 7,898,817
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

/TIMOTHY THOMPSON/
Supervisory Patent Examiner.Art Unit 2835

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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FOLEY & LARDNER LLP
150 EAST GILMAN STREET
P.O. BOX 1497

MADISON WI 53701-1497

MAILED
NOV 28 2011
. OFFICE OF PETITIONS
In re Application
Michael R. Leibfried X
Application No. 11/581,900 : : DECISION ON APPLICATION

Filed: October 17, 2006 ' : FOR PATENT TERM ADJUSTMENT
Attorney Docket No. 091542-0104 ;

This is in response to the REQUEST FOR RECONSIDERATION OF PATENT TERM
ADJUSTMENT FOR PATENT APPLICATION UNDER 37 C.F.R. §1.705(b) filed
November 17, 2011. Applicant requests that the determination of patent term
adjustment be corrected from 927 to 1548 days. Applicant requests this correction in
part on the basis that the Office will take in excess of three years to issue this patent
and is considered in light of the recent court decision in light of the Court of Appeals for
the Federal Circuit’'s decision in Wyeth v. Kappos, 2009-1120 (Fed. Cir. 1-7-2010).

As the instant application for patent term adjustment requests reconsideration of the
patent term adjustment as it relates to the Office’s failure to issue the patent within
three years of the filing date, the application for patent term adjustment under 37 CFR
1.705(b) is DISMISSED as PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if
any, of additional patent term patentees are entitled to for Office failure to issue the
patent within three years. See 37 CFR 1.702(b). (This is true even where a request for
continued examination (RCE) was filed). The computer will not undertake the

§ 1.702(b) calculation until the actual date of issuance of the patent has been
determined. Likewise, the computer will not calculate any further Office delay under 37
CFR 1.702(a)(4) or applicant delay under 37 CFR 1.704(c)(10) until the actual date of
issuance of the patent has been determined. As such, the Office cannot make a
determination on the patent term adjustment relating to those provisions until the patent
has issued.
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Requesting reconsideration of the patent term adjustment to be indicated on the patent
under 37 CFR 1.705(b) based on the initial determination of patent term adjustment
and a projected issuance date of the patent (or even the filing date of the request for
continued examination) is premature. Accordingly, it is appropriate to dismiss such a
request as premature.

Rather than file an application for patent term adjustment under 37 CFR 1.705(b)
contesting the 37 CFR 1.702(b) calculation at the time of the mailing of the notice of
allowance, applicants are advised that they may wait until the time of the issuance of
the patent and file a request for reconsideration of the patent term adjustment pursuant
to 37 CFR 1.705(d). As the USPTO does not calculate the amount of time earned
pursuant to 37 CFR 1.702(b) until the time of the issuance of the patent, the Office will
consider any request for reconsideration of the patent term adjustment due to an error
in the calculation of 37 CFR 1.702(b) to be timely if the request for reconsideration is
filed within two months of the issuance of the patent. However, as to all other bases for
contesting the initial determination of patent term adjustment received with the notice of
allowance, applicants must timely file an application for patent term adjustment prior to
the payment of the issue fee.' '

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e) for
consideration of the application for patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment indicated on the patent
- must be timely filed within two months after issuance pursuant to 37 CFR 1.705(d) and
must include payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision. This application is
being referred to the Office of Data Management for issuance of the patent.

Telephone inquiries specific to this decision should be directed to the undersigned at
(571) 272-3212.

Patricia Fa»ison Ball
Senior Petitions Attorney
Office of Petitions ’

! For example, if applicants dispute both the calculation of patent term adjustment under 37 CFR 1.702(a)(1) for
Office failure to mail a first Office action or notice of allowance not later than fourteen months after the date on which
the application was filed, and under 37 CFR 1.702(b) for Office failure to issue a patent within three years of the
actual filing date of the application, then applicants must still timely file an application for patent term adjustment
prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office action or notice
of allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the § 1.702(a)(1)
period raised on request for reconsideration of patent term adjustment under 37 CFR 1.705(d) will be dismissed as
untimely filed.
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Paper No.

Jane Massey Licata | a ARG
Licata & Tyrrell P.C. MA".'ED

66 E. Main Street ' AUG 252011

Marlton NJ 08053 : .
OFFCE OF PETITIONS

In re Application of

Strohl :

Application No. 11/581,931
Filing Date: October 17, 2006
Patent No. 7,700,099

Issue Date: April 20, 2010
Attorney Docket Number:
MRK0002US.P1

Title: NON-IMMUNOSTIMULATORY
ANTIBODY AND COMPOSITIONS
CONTAINING THE SAME

DECISION ON PETITION
PURSUANT TO 37 C.F.R.
§ 3.81(B)

@0 oo o0 er ee ev ee o0 ee ee oo

This is a decision on the petition pursuant to 37 C.F.R.
§ 3.81(b),! submitted on July 28, 2011 to correct the Assignee’s
information on the Issue Fee Transmittal Form PTOL-85(b).

Petitioner states that the correct assignee was not listed on
form PTOL-85(b).2

37 C.F.R. § 3.81(b), effective June 25, 2004, reads:

(b) After payment of the issue fee: Any request for issuance of an application
in the name of the assignee submitted after the date of payment of the issue
fee, and any request for a patent to be corrected to state the name of the
assignee, must state that the assignment was submitted for recordation as set
forth in 3.11 before issuance of the patent, and must include a request for a
certificate of correction under 1.323 of this chapter (accompanied by the fee
set forth in 1.20(a)) and the processing fee set forth in 1.17(i) of this
chapter.

-1 See Official Gazette, June 22, 2004.
2 Petition, page 1. .
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The present request pursuant to 37 C.F.R. § 3.81(b) was
accompanied by a copy of the assignment and a copy of the notice
of recordation that establishes that the assignment (which
contains the correct assignee) was submitted for recordation in
the Office on June 17, 2011.

Payment of the required $100 certificate of correction fee and
the $130 processing fee is acknowledged.

Petitioner has failed to comply with the provisions of this
title, and as such, the request cannot be granted. It is clear
that the assignment was not submitted for recordation as set
forth in 37 C.F.R. § 3.11 before the issuance of this patent.
The patent issued on April 20, 2010, and the assignment was not
submitted for recordation until more than one year had passed.

Hence, the petition must be DISMISSED.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.°

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

3 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
any further action(s) of Petitioner.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
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TROUTMAN SANDERS LLP

THE CHRYSLER BUILDING MAILED

405 LEXINGTON AVENUE

NEW YORK, NY 10174 | Nov 182011
OFFICE OF PETITIONS

In re Application of

Nezih Cereb et al : ’

Application No. 11/582,008 : ON PETITION
Filed: October 16, 2006 : '
Attorney Docket No. 236863-000001

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed November
2, 2011, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of a Request for Continued Examination (RCE) and fee of $465 and the submission required by
37 CFR 1.114; (2) the petition fee of $930; and (3) a proper statement of unintentional delay.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats. 1988).
Accordingly, since the $990 extension of time submitted with the petition on November 2, 2011 was
subsequent to the maximum extendable period for reply, this fee is unnecessary and will be credited to
petitioner’s Deposit Account.

The file does not indicate a change of address has been submitted, although the address given on the
petition differs from the address of record. If appropriate, a change of address should be filed in
accordance with MPEP 601.03. A courtesy copy of this decision 1s being mailed to the address given on
the petition; however, the Office will mail all future correspondence solely to the address of record.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3210.

This application is being referred to Technology Center AU 1631 for processing of the RCE and for
appropriate action by the Examiner in the normal course of business on the amendment submitted in
accordance with 37 CFR 1.114. '

Trvin Dingle/

Petition Examiner
Office of Petitions

cc: Gerard F. Diebner
900 Third Avenue
New York, NY 10022
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Commissioner for Patents
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AT& T LEGAL DEPARTMENT - SZ MAILED
ATTN: PATENT DOCKETING MAY 23:2011
ROOM 2A-207 A
ONE AT & T WAY OFFCE OF PETITIONS
BEDMINSTER, NJ 07921 ‘

In re Application of

ROBERT A. KOCH :

Application No. 11/582,032 . : DECISION ON
Filed: October 17, 2006 : PETITION
Attorney Docket No. 01448 CON :

This is a decision on the petition filed November 24, 2008 under 37 CFR 1.181 requesting the refund of
fees paid.

The request is DISMISSED.

Any reply must be submitted within TWO MONTHS from the mail date of this decision. Extensions of

time under 37 CFR § 1.136(a) are permitted. This is not a final agency action within the meaning of 5
U.S.C. § 704. ‘

Petitioner, on November 12, 2008 submitted fees in the amount of $1650.00 ($540.00 for an
appeal; $1110.00 for a 3 month extension of time). Petitioner now request refund of these fees on
the basis that since the Office failed to respond by the 6-month statutory date set for
abandonment of the above application he was forced to pay the fees. Petitioner alleges that the
examiner had agreed to the allowance of the application since the amendment after allowance
placed the application in condition for allowance. Noting that petitioner was forced to pay the
fees due to the delay on the part of the examiner, petitioner now request refund.

A refund of a fee will not be granted, unless paid by mistake. MPEP 607.02 states:

When an applicant or patentee takes an action “by mistake” (e.g., files an application or
maintains a patent in force “by mistake”), the submission of fees required to take that
action (e.g., a filing fee submitted with such application or a maintenance fee submitted
for such patent) is not a “fee paid by mistake” within the meaning of 35 U.S.C. 41(d).
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A review of the record in this application indicates that the fees were necessary to avoid
abandonment of the application. Hence the fees paid are not the result of a mistake. Petitioner
does not have a right to entry of an amendment after final. The record indicates that a final
rejection was mailed on May 13, 2008. In the absence of the filing of the Notice of Appeals and
the 3-month extension of time, the application would have been statutorily abandoned on August
11, 2008. The actions of the Office will be based exclusively on the written record in the Office.
No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to
which there is disagreement or doubt. See MPEP 1.2. Accordingly, the petition must be
dismissed. :

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to the undersigned at (571) 272-0602.

Pl
7 A 5
Thurman K. Page
Petitions Examiner
Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria, Virginia 22313-1450

WWW.usplo.gov

[ appucaTioNno. | FiLNG DATE | FIRST NAMED INVENTOR pTTORNEY DOCKET NO.| CONFIRMATION No. I
11/582,057 10/16/2006 _ Kiminobu Sugaya 10669-053 9489
7590 01/11/2011 I  EXAMINER |
Timothy H. Van Dyke SAJJADI, FEREYDOUN GHOTB
390 No. Orange Avenue ‘
Suite 2500 L ART UNIT | PAPER NUMBER I
Orlando, FL 32801 1633
I MAIL DATE I DELIVERY MODE I
01/11/2011 PAPER

ACKNOWLEDGEMENT OF REQUEST
Notice of Allowance/Allowability Mailed

The request to print a color drawing reference as the first paragraph in the portion of the specification containing a
brief description of the drawings as required by 37 CFR 1.84 and MPEP § 608.02 has been received by the United
States Patent and Trademark Office and will be entered into the specification. .

571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
FORM PTOM327-5 (Rev. 02/08)



UNITED STATES PATENT AND TRADEMARK OFFICE

January 11, 2011

Timothy H. Van Dyke
390 No. Orange Avenue
Suite 2500

Orlando FL 32801

In re Application of
Sugaya, Kiminobu et al

e oo

Application No.11/582,057 :
Filed: 10/16/2006 :
Attorney Docket No. 10669-053 :

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DECISION ON PETITION

ACCEPTANCE OF COLOR
DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) February 05, 2007.

The petition is GRANTED.

A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and )
3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of

the drawings.

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of

Data Management at 571-272-4200.

/Diane Terry/

Quality Control Specialist
Office of Data Management
Publications Branch
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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MCANDREWS HELD & MALLOY, LTD
500 WEST MADISON STREET

SUITE 3400 MAILED

CHICAGO IL 60661
JAN 11201
In re Application of OFFICE OF PETITIONS
Ahmed Tarigq, et al. ' :
- Application No. 11/582,124 -+ DECISION GRANTING PETITION
Filed: October 16, 2006 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 20868US01

This is a decision on the petition under 37 CFR 1.313(c)(2), filed, January 7, 2011 to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on December 13, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to Terri Johnson at (571) 272-2991.

This application is being referred to Technology Center AU 2617 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement. ’

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the

Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
MA' LED www.uspto.gov
FEB G4 cuil
QFFICE OF PETITIONS

BURR & BROWN
PO BOX 7068
SYRACUSE, NY 13261-7068

In re Patent No. 7,853,337

Issue Date: December 14, 2010 :

Application No. 11/582,138 : NOTICE
Filed: October 17, 2006 X

Patentee(s): Gottfried Keller, et. al.

~ This is a Notice regarding your request for acceptance of a fee deficiency submission under
37 CFR 1.28, filed on November 26, 2010.

The Office no longer investigates or rejects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is
intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED. Therefore, status
as a small entity has been removed and any future fee(s) submitted must be paid at the large .
entity rate.

his communication should be directed to the undersigned at (571) 272-

quiries related tg

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
11/582,278 10/16/2006 Bayard S. Webb 0112300-3551 1594
29159 7590 08/25/2010 | |
EXAMINER
K&IL Gates LLP
P.O.Box 1135 NGUYEN, KIM T
CHICAGO, IL 60690
| ART UNIT | PAPER NUMBER |
3714
| NOTIFICATION DATE | DELIVERY MODE |
08/25/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

chicago.patents @klgates.com

PTOL-90A (Rev. 04/07)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20100816
DATE : August 16, 2010
TO SPE OF : ART UNIT 3661

SUBJECT : Request for Certificate of Correction on Patent No.: 7,326,110
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

[] Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

X Denied State the reasons for denial below.
Comments:

The applicant requests correcting the filing date of the application number 10/233,979 from
"September 3, 2002" to "September 3, 2003". However, the filing date of the applicantion number
10/233,979 (patent number 7,121,943) is actually September 3, 2002. Since the information on
the original filing date of the application 10/233,979 (patent number 7,121,943) is correct on the
printed patent 7,326,110, the request to correct such the information is denied.

/THOMAS G BLACK/
Supervisory Patent Examiner.Art Unit 3661

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

P.

Commissioner for Patents
United States Patent and Trademark Office

0. Box 1450

Alexandria, VA 22313-1450

MCCARTER & ENGLISH, LLP HARTFORD MA“-ED
CITYPLACE I

185 ASYLUM STREET DEC 14201
HARTFORD CT 06103 OFFICE OF PETITIONS

In re Patent No. 8,071,009 :

Py et al : DECISION ON REQUEST FOR
Issue Date: December 6, 2011 : RECONSIDERATION OF
Application No. 11/582,291 : PATENT TERM ADJUSTMENT
Filed:'October_17, 2006 : AND NOTICE OF INTENT
Attorney Docket No. 97818.00255 : TO ISSUE CERTIFICATE OF

Title: STERILE DE-MOLDING : CORRECTION
APPARATUS AND METHOD :

This is a decision on the “REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT DETERMINATION UNDER 37 C.F.R. § 1.705(d)” filed
on December 7, 2011, requesting that the patent term adjustment
indicated on the above-identified patent be corrected to
indicate that the term of the above-identified patent is
extended or adjusted by six hundred forty-six (646) days.

The petition to correct the patent term adjustment indicated on
the above-identified patent is GRANTED.

The $200.00 petition fee set forth in 37 CFR 1.18(e) has been
assessed. No additional fees are required.

The application is being forwarded to the Certificate of
Correction Branch for issuance of a certificate of correction.
The Qffice will issue a certificate of correction indicating
that the term of the above-identified patent is extended or
adjusted by six hundred forty-six (646) days.

Nothing in this decision shall be construed as a waiver of the
requirement of 35 U.S.C. 154 (b) (4) that any civil action by an
applicant dissatisfied with a determination made by the Director
under 35 U.S.C. 154(b) (3) be filed in the United States District
Court for the District of Columbia within 180 days after the
grant of the patent.

WWw.uspto.gov
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Telephone inquiries specific to this matter should be direcged
to undersigned at (571) 272-3215.

Chprherme— M 4—

Charlema Grant .
Attorney Advisor
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT . 8,071,009 B2
DATED . December 6, 2011 DRAFT
INVENTOR(S): Pyetal

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the-cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 623 days

Delete the phrase “by 623 days” and insert — by 646 days--




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

WWW. Usplo. gov

BACON & THOMAS, PLLC - MAILED
625 SLATERS LANE
FOURTH FLOOR 0CT 08 2010

ALEXANDRIA, VA 22314-1176
’ OFFICE OF PETITIONS

In re Application of

Hiroaki Sugiura et al :

Application No. 11/582,352 : ON PETITION
Filed: October 18, 2006 :

Attorney Docket No. SUGI3004/GAL

This is a decision on the petition, filed October 8, 2010 under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

- The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 16,2010 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance. ,

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 3664 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

/Trvin Dingle/
Irvin Dingle
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fge Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).



Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (02-10)
Approved for use through 07/31/2010. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Attorney Docket

Number: 64553001 057

Qﬂﬁlig::zon 1 1/582,382 E)i:'i%%?(?)t)eor (f) Date): 1 0'1 8'2006
Patent Number: 7,662,200 Issue Date: 02_1 6-201 O

rrst amed Steven L. Knuth

™= VACUUM BAG MOUNTING AND VIEWING FEATURES

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO's patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b){4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

Signature Q_W\/ Date AUgUSt 16, 2010

miryeeq) Michael P. F. Phelps 48,654

Registration Number

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

forms are submitted.

*Total of !

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35U.8.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 10 minutes to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

HUNTON & WILLIAMS LLP Mail Date: 08/23/2010
INTELLECTUAL PROPERTY DEPARTMENT

1900 K STREET, N.W.
SUITE 1200
WASHINGTON, DC 20006-1109

Applicant : Steven L. Knuth : DECISION ON REQUEST FOR

Patent Number : 7662200 : RECALCULATION of PATENT

Issue Date : 02/16/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/582,382 : OF WYETH AND NOTICE OF INTENT TO
Filed :

10/18/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 675 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

THE WEBB LAW FIRM, P.C. o
ONE GATEWAY CENTER MVIAILED
420 FT. DUQUESNE BLVD, SUITE 1200 <ep 122011
PITTSBURGH, PA 15222 SEP

OFFICE OF PETITIONS
In re Application of
WINTER :
Application No. 11/582,407 . DECISION ON PETITION

Filed: October 18, 2006
Docket No. 32179

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
August 18, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, April 15, 2010, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on July 16, 2010. A Notice of Abandonment
was mailed November 9, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810; and (3) a statement of
unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and

Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
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such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

The Office acknowledges the Power of Attorney filed with the petition dated August 18, 2011,
and it has been entered.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735.

This application is being referred to Technology Center AU 2612 for appropriate action by the
Examiner in the normal course of business.

/Diane C. Goodwyn/
Diane C. Goodwyn
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWw.uSpto.gov

[ APPLICATIONNUMBER | FILING OR 371(C) DATE [ FIRSTNAMED APPLICANT | ATTY.DOCKETNO/TITLE |

11/582,407 10/18/2006 Dan Winter 32179
CONFIRMATION NO. 9098

28289 POA ACCEPTANCE LETTER

ONE GATEWAY CENTER O L

420 FT. DUQUESNE BLVD, SUITE 1200
PITTSBURGH, PA 15222

Date Mailed: 09/09/2011

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 08/18/2011.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

/dcgoodwyn/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
P.0. Box 1450

c!ve’fvmu;i;it:,g\g%@ﬁn 22313-1450
[ APPLICATIONNUMBER | FILING OR 371(C) DATE [ " FIRSTNAMED APPLICANT [ ATTY.DOCKETNO/TITLE |
11/582,407 10/18/2006 Dan Winter 32179
CONFIRMATION NO. 9098
67801 POWER OF ATTORNEY NOTICE
MARTIN D. MOYNIHAN d/b/a PRTSI, INC.

P.O. BOX 16446

ARLINGTON, VA 22215 R A LN

Date Mailed: 09/09/2011

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 08/18/2011.

* The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

/dcgoodwyn/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SAM SILVERBERG
6820 32ND ST NW
WASHINGTON DC 20015
MAILED
0CT 12 2010
OFFICE OF PETITIONS
In re Application of
Alain CERF :
Application No. 11/582,409 :  DECISION ON PETITION
Filed: October 18, 2006 :
Attorney Docket No.

This is a decision on the petitions, filed June 22, 2010 and resubmitted June 24, 2010, which is
being treated as a petition under 37 CFR 1.8(b), requesting withdrawal of the holding of
abandonment in the above-identified application.

The petition is GRANTED.

This application was held abandoned for failure to timely pay the issue and publication fees on or
before May 19, 2010, as required by the Notice of Allowance and Fee(s) Due (Notice), mailed
February 19, 2010, which set a statutory period for reply of three (3) months. Accordingly, the
application became abandoned on May 20, 2010.

Petitioner states that a timely reply was filed via facsimile on April 18, 2010, which included a
PTO-2038 credit card payment form for the proper amount. Petitioner has submitted a copy of
the previously faxed correspondence, and a copy of the auto-reply facsimile receipt from the
Office, which would have rendered the reply timely if received.

The file record does not include the originally submitted papers. Failure to receive
correspondence which includes a certificate of mailing or certificate of facsimile transmission is
addressed in 37 CFR 1.8(b), reproduced below:

In the event that correspondence is considered timely filed by being mailed or
transmitted in accordance with paragraph (a) of this section, but not received
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in the U.S. Patent and Trademark Office after a reasonable amount of time
has elapsed from the time of mailing or transmitting of the correspondence, or
after the application is held to be abandoned, or after the proceeding is
dismissed, terminated, or decided with prejudice, the correspondence will be
considered timely if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of
the correspondence promptly after becoming aware that the
Office has no evidence of receipt of the correspondence;

(2) Supplies an additional copy of the previously mailed or transmitted
correspondence and certificate; and

(3) Includes a statement which attests on a personal knowledge
basis or to the satisfaction of the Director to the previous timely
mailing or transmission. If the correspondence was sent by
facsimile transmission, a copy of the sending unit’s report
confirming transmission may be used to support this statement.

The petition satisfies the above requirements of 37 CFR 1.8(b). Accordingly, the holding of
abandonment for failure to timely file a reply to the Office action of February 19, 2010 is hereby
withdrawn and the application restored to pending status.

The issue and publication fees received with the petition will be accepted.

Telephone inquiries concerning this decision should be directed to the Michelle R. Eason at 571-272-
4231

This application is being referred to the Office of Data Management.

~ e

Thurman K. Page
Petitions Examiner
Office of Petitions



Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Nember ' 67097-666 PUS1 Patent Number: 7662059
Filing Date Issue Date:

(or 371(b) or (f) Date):  10/18/2006 02/16/2010
First Named

Inventor: Michael E. McCune

Tite: ] UBRICATION OF WINDMILLING JOURNAL BEARINGS

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signature /K<arin H. Butchko/ nate 8-12-2010
z\lparms'ryped) Karin H. Butchko Registration Number 45864

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

|:| *Total of —____ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

CARLSON, GASKEY & OLDS/PRATT & WHITNEY Mail Date: 08/18/2010
400 WEST MAPLE ROAD
SUITE 350

BIRMINGHAM, MI 48009

Applicant : Michael E. McCune : DECISION ON REQUEST FOR

Patent Number : 7662059 : RECALCULATION of PATENT

Issue Date : 02/16/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/582,581 : OF WYETH AND NOTICE OF INTENT TO
Filed :

10/18/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 565 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



Commissioner for Patents

United States Patent and Trademark Office
: P.O. Box 1450
Alexandria, VA 22313-1450

www.uspto.gov

MAILED
FEB 1072011

 OFFICE oF
STACY L. TAYLOR PETITIONS

DLA PIPER US LLP
4365 EXECUTIVE DRIVE, SUITE 1100
SAN DIEGO CA 92121-2133

In re Application of

TUSZYNSKI : .
Application No. 11/582,618 :  DECISION ON PETITION
Filed: October 17, 2006 . ) : :
Docket No. ST-UCSD3260-8

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
April 8, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, April 14, 2008, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on July 15, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810; and (3) and a statement of
unintentional delay.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
“extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since the $555 extension of time fee submitted with the petition on April 8, 2010, was
subsequent to the maximum extendable period for reply, this fee is unnecessary and will be
credited to petitioner’s deposit account.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735. ~
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All other inquiries should be directed to the Technology Center at (571) 272-1600.

This application is being referred to Technology Center AU 1632 for appropriate action by the
Examiner in the normal course of business.

/Diane C. Goodwyn/
Diane C. Goodwyn
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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FISH & RICHARDSON P.C. (BO)
P.0. BOX 1022 MAILED

MINNEAPOLIS MN 55440-1022

MAR 282012

QFFCE OF PETITIONS
In re Application of :
Lin et al. : DECISION ON PETITION
Application No. 11/582,810 : TO WITHDRAW
Filed: October 18, 2006 : FROM RECORD
Attorney Docket No. 30371-0052001/37010-
US-PA

This is a decision on the Reqdest to Withdraw as attorney or agent of record under 37
C.FR. § 1.36(b) filed March 16, 2012, which is being treated as a request to withdraw
from employment in a proceeding before the Office under 37 C.F.R. § 10.40.

The request is DISMISSED.

A review of the file record indicates that Rex Huang does not have power of attorney in
this patent application. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is
not applicable.

Further, a review of USPTO records reveals that the “Power Of Attorney By Assignee”
filed October 18, 2006 was erroneously accepted. The requests by the assignees, did not
comply with 37 CFR 3.73(b). 37 CFR 3.73(b) provides that: (1) when an assignee seeks
to take action in a matter before the Office, the assignee must establish its ownership of
the property to the satisfaction of the Commissioner; (2) ownership is established by
submitting to the Office, in the Office file related to the matter in which action is sought
to be taken, documentary evidence of a chain of title from the original owner to the
assignee (e.g., copy of an executed assignment submitted for recording) or by specifying
(e.g., reel and frame number) where such evidence is recorded in the Office; (3) the
submission establishing ownership must be signed by a party authorized to act on behalf
of the assignee; and (4) documents submitted to establish ownership may be required to
be recorded as a condition to permitting the assignee to take action in a matter pending
before the Office.

An assignee becomes of record either in a national patent application or a reexamination
proceeding by filing a statement in compliance with § 3.73(b) that is signed by a party
who is authorized to act on behalf of the assignee.



Application No. 11/582,810

Since no proper Statement under 37 CFR § 3.73(b) was submitted the request was
improper and the Filing Receipt mailed November 7, 2006 is hereby withdrawn. A
corrected filing receipt is enclosed. Currently, there is no Power of Attorney in the
above-identified application. Petitioner is designated only as the Correspondence

Address of record according to the Declaration By The Inventors filed October 18, 2006.

As such, all future communications from the Office will be directed to the above-listed
address until otherwise properly notified by the applicant or a proper change of
correspondence address has been submitted.

Currently, there is an outstanding Office action mailed February 17, 2012 that requires a
- reply.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions

Enclosure: Corrected Filing Receipt

Page 2



UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
PO. Box 1450
Alexandria, Virginia 22313-1450

WWW.USpLo.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS] IND CLAIMS
11/582,810 10/18/2006 2629 2020 30371-0052001/37010-US-PA 26 4
‘ CONFIRMATION NO. 1574

26161

FISH & RICHARDSON P.C. (BO)
P.0. BOX 1022

MINNEAPOLIS, MN 55440-1022

CORRECTED FILING RECEIPT

L

Date Mailed: 03/28/2012

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to coliection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)

Wen-Tsung Lin, Tainan, TAIWAN;
Yung-Li Huang, Tainan, TAIWAN;

Ying-Wen Yang, Tainan, TAIWAN;

Assignment For Published Patent Application
Chi Mei Optoelectronics Corporation, Tainan, TAIWAN

Power of Attorney: None

Domestic Priority data as claimed by applicant

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.) :

TAIWAN 94144865 12/16/2005

If Required, Foreign Filing License Granted: 11/07/2006

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 11/582,810

Projected Publication Date: Not Applicable

Non-Publication Request: No

Early Publication Request: No

page 10of 3



Title

Flat panel display
Preliminary Class

345

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely:

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

‘page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in-37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

page 3of 3



25 AUG 2010

UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov -

HUNTON & WILLIAMS LLP
INTELLECTUAL PROPERTY DEPARTMENT
1900 K STREET, N.W.

SUITE 1200

WASHINGTON DC 20006-1109

In re Application of :
Xiaodong Li, et al. : DECISION ON PETITIONS

Application No. 11/583,097 , : UNDER 37 CFR 1.78(a)(3) AND

Filed: October 19, 2006 : UNDER 37 CFR 1.78(a)(6)
Attorney Docket No. 67824.700301 :

T Ahis is a decision on the renewed petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) for the
benefit of the prior-filed applications set forth in the concurrently filed amendment filed June 16,
2010. Applicant previously provided payment of the petition fee and no additional petition fee is
required.

The petitions are GRANTED.

The present nonprovisional application was filed after November 29, 2000, and the claim herein
for the benefit of priority to the prior-filed nonprovisional applications is submitted after
expiration of the period specified in 37 CFR 1.78(a)(2)(ii) and 1. 78(a)(5)(ii). Therefore, this is a
proper petition under 37 CFR 1.78(a)(3) and 1. 78(a)(6)

A petition for acceptance of a claim for late priority under 37 CFR §§ 1. 78(a)(3) and 1 .78(a)(6) 1s
only applicable to those applications filed on or after November 29, 2000. Further, the petition is
appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(ii). In addition, the petition under 37 CFR §§ 1. 78(a)(3) and 1.78(a)(6) must be
accompanied by:

(1) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted;

" (2) the surcharge set forth in §:1.17(t); and

(3)  astatement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Commissioner may require
additional where there is a question whether the delay was
unintentional.

The petition complies with the requirements for a grantable petition under 37 CFR §§1.78(a)(3)
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and 1.78(a)(6) in that (1) a reference to the prior-filed applications has been included in an

~ amendment to the first sentence of the specification following the title, as provided by 37 CFR §§
1.78(a)(2)(iii) and 1.78(a)(5)(iii); (2) the surcharge fee required by 37 CFR 1.17(t) has been
submitted; and (3) the petition contains a proper statement of unintentional delay. Accordingly,
having found that the petition for acceptance of an unintentionally delayed claim for the benefit
of priority under 35 U.S.C. §§ 120 and 119(e) to the prior-filed applications satisfies the
conditions of 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), the petition is granted.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications
under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) should not be construed as meaning that this
application is entitled to the benefit of the filing date of the prior-filed applications. In order
for this application to be entitled to the benefit of the prior-filed applications, all other
requirements under 35 U.S.C. §§120 and 365(c) and 1.78(a)(1) and (a)(2) and under 35 U.S.C.
§119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
. Filing Receipt accompanying this decision on petition includes the prior-filed applications
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed.applications noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether this application is entitled to the
benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed applications,
accompanies this decision on petition. '

Any questions concerning this matter may bé directed to Derek A. Putonen at (571) 272-3294.
All other inquiries concerning either the examination procedures or status of the application
should be directed to the Technology Center.

This matter is being referred to Technology Center Art Unit 1647 for appropriate action on the
amendment submitted June 16, 2010, including consideration by the examiner of the claim for
benefit of the prior-filed applications.

Bromiln/
Bryan Lin

Legal Examiner
Office of PCT Legal Administration

Attachment: Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

[ APPLICATION NO. FILING DATE J FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. |
11/583,097 10/19/2006 Xiaodong Li 67824.700301 2651
21967 7590 12/01/2010
HUNTON & WILLIAMS LLP | EXAMINER |
INTELLECTUAL PROPERTY DEPARTMENT LANDSMAN, ROBERT $
é%ol(')l‘g IS ;%EET’ N.W. - | ART UNIT l PAPER NUMBER I
WASHINGTON, DC 20006-1109 1647

. I MAIL DATE I DELIVERY MODE I
12/01/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNrrEb STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

December 1, 2010

INTELLECTUAL PROPERTY DEPARTMENT
1900 K STREET, N.W.

SUITE 1200

WASHINGTON DC 20006-1109

In re Application of :

LI, XIAODONG et,el : DECISION ON PETITION
Application No. 11/583,097 :

Filed: 10/19/2006

Attorney Docket No. 67824.700301

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) November 19, 2006.

The petition is DISMISSED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),
Three (3) sets of the color drawings in question, (One (1) set for EFW filings, and
3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings

"The patent or application file contains at least one drawing executed in color.
Copies of this patent or patent application publication with color drawing(s) will
be provided by the Office upon request and payment of the necessary fee."

The petition did not meet the following requirement(s). 1 O 2 M 3™

A renewed petition filed under 37 C.F.R. 1.84 (a) (2) must be filed within TWO (2) MONTHS
of this decision. If a renewed petition is not filed within the TWO (2) Months of this decision
the drawings will be printed in black and white. ’

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200. -

/Diane Terry/

Quality Control Specialist
Office of Data Management
Publications Branch
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N UNITED STATES PATENT AND TRADEMARK OFFICE
A G

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MCDERMOTT WILL & EMERY LLP
600 13TH STREET, N.W.
WASHINGTON, DC 20005-3096

'MAILED

MAR 14 2011
In re Application of . ; OFFICE OF PETITIONS
Yasuhiro TANAKA :
Application No. 11/583,144 : DECISION GRANTING PETITION
Filed: October 19, 2006 - © UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 065933-0319

This is a decision on the petition under 37 CFR 1.313(c)(2). filed March 11, 2011, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2).

Petitioner is advised that the issue fee paid on February 14, 2011 cannot be refunded. If,
however, this application is again allowed, pefitioner may request that it be applied
towards the issue fee required by the new Notice of Allowance.!

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 2617 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/
Petitions Examiner, Office of Petitions

] . . . ; . .
The request 1o apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

, . " PaperNo.: :
DATE : 3 LasZzw |

ij,éps OF . :ARTUNIT _&/1& S A;//./ CAnse.

SL!;BJECT : Request for Certificate of Correction for Appl. No.: / / 573/ 7? Patent No.._ 770013 D
S fuct
f CofC mailroom date: } )S/2en
: Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

-

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the résponse (see below) and forward the completed response to scanning
using document code COCX. -

FOR PAPER FILES:

Please review the requested changesléorrections as shown in the attached certificate of ‘
correction. Please complete this form (see below) and forward it with the file to:

' Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Certificates of Correction Branch
703-756-1571

'AThVank You For Your Assistance

The request for issuing the above-idertified correction(s) is hereby:
Note your decision on the appropriate box.

x Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
QO Denied State the reasons for denial below.
Comments:" '
2/
r(l .
SCOTT BADERMAN 2Nz

Art Unit
PTOL-306 (REV. 7/03) U.S.DEPA OMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

MICHAEL A. NELSON
TEKTRONIX, INC.
14150 S.W. KARL BRAUN DRIVE MAILED
P.0. BOX 500 (50-LAW) > 901
BEAVERTON OR 97077-0001 oct \0 720
OFFICE OF PETITIONS
In re Application of
He et al. :
Application No. 11/583,200 :  DECISION ON PETITION

Filed: October 18, 2006
Attorney Docket No. 8198-USO

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
September 14, 2011, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before August 29, 2011, as required by the Notice of Allowance and Fee(s) Due mailed May 27,
2011. Accordingly, the date of abandonment of this application is August 30, 2011. A Notice of
Abandonment was mailed September 13, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $1510.00 and the publication fee of $300.00, (2)
the petition fee of $1,620.00; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
7751.

This application is being referred to the Office of Data Management for processing into a patent.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Note:

DATE ; 09/23/11

TO SPE OF cART UNIT

SUBJECT : Request for Certificate of Correction for Appl. No.: § 1583232 Patent No.: 7819138

CofC mailroom date;  §%/13/1%

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580 )

N R v N 0N % e e, SRl S & % % o y R o 26 0 A A
T T s e R e R e e
RS 328 3 S8y 3,

Lvmonte Newsome

Certificates of Correction Branch

571:272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.

U Approved in Part Specify below which changes do not apply.

U Denied State the reasons for denial below.
Comments:

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

/Michael Barr/

SPE Art Unit 1711

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (02-10)
Approved for use through 07/31/2010. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Attorney Docket

Number: 06‘608

o 11/583,300 (FcilrinagﬂD(%t)eor n patey: October 19, 2006
Patent Number: 7,673,535 Issue Date: I\/Iarch 9, 201 O

ristNamed A -0 old Sterki

™" GEARWHEEL SET FOR A TRANSMISSION

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE’S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO’'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTQO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTQO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signature /G€QOrY P. LaPointe #28395/ bate August 30, 2010

ey Gregory P. LaPointe 28,395

Registration Number

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

forms are submitted.

|:| *Total of

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 10 minutes to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/131 (02-10)
Approved for use through 07/31/2010. OMB 0651-0020
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for:
REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT

IN VIEW OF WYETH*
(Not to be Submitted to the USPTO)

This form is only for requesting a recalculation of PTA for patents issued
before March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s
pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A).

This form must be filed within 180 days of the day the patent was granted, with the
following exception:

Patentees who received a decision from the USPTO under the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) may file a request for reconsideration of that decision if
such a request for reconsideration is filed within two months of the date of the decision (37
CFR 1.181(f)). If the patentee’s sole basis for requesting reconsideration of the decision is the
USPTO’s pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A), the request for reconsideration
need only state that reconsideration is being requested in view of Wyeth (this form may be
used for this purpose if it is filed within two months of the date of the decision from the
USPTO).

Do not use this form if the application has been allowed, but not yet issued as a
patent.

1. For patents issued before March 2, 2010: A request for reconsideration under 37 CFR
1.705(d) and the fee set forth in 37 CFR 1.18(e) are not required, provided that the patentee’s
sole basis for requesting recalculation of the PTA in the patent is the USPTO's pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) and this form is filed within 180 days of the day the patent
was granted.

2. For patents issued on or after March 2, 2010 (do not use this form): Patentees seeking a
revised PTA in a patent issued on or after March 2, 2010, must file a request for reconsideration
under 37 CFR 1.705(d) that complies with the requirements of 37 CFR 1.705(b)(1) and (b)(2)
within two months of the day the patent issued.

For more information, see “Notice Concerning Calculation of the Patent Term Adjustment
With Respect to the Overlapping Delay Provision of 35 U.S.C. 154(b)(2)(A)” available on the
USPTO Web site at http://www.uspto.gov/patents/law/notices/2010.jsp.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

Page 2




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.



UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

BACHMAN & LAPOINTE, P.C. Mail Date: 09/07/2010
900 CHAPEL STREET

SUITE 1201
NEW HAVEN, CT 06510

Applicant : Arnold Sterki : DECISION ON REQUEST FOR
Patent Number : 7673535 : RECALCULATION of PATENT
Issue Date : 03/09/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/583,300 : OF WYETH

Filed : 10/19/2006 :

The Patentee's Request for Recalculation is DISMISSED.

This Request 1is deemed ineligible for consideration for one or more of the following
reasons:

(A) . The patent for which PTA recalculation is requested is either a design or reissue
application or is a reexamination proceeding;

(B) . The patent for which PTA recalculation is requested resulted from a utility or plant
application filed under 35 USC 1l1ll(a) before May 29, 2000 and no CPA filed in the
application on/after May 29, 2000;

(C). The patent for which PTA recalculation is requested resulted from an international
application in which the international filing date was before May 29, 2000 and no CPA
filed in the application on/after May 29, 2000;

(D) . The patent for which PTA recalculation is requested issued on/after March 2, 2010;

(E) . The Request for Recalculation was filed more than 180 days after the grant date of
the patent and the request was not filed within two months of a dismissal of a request
for reconsideration of the of the patent term under 37 CFR 1.705(d);

(F) . The Request for Recalculation is not solely 1limited to USPTO pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (&);

or

(G). A civil action was filed pursuant to 35 U.S.C. 154 (b) (4) (A)concerning the same

patent at issue in this request.

Patentee may file a reply to this decision dismissing the Request for Recalculation.
Patentee must file such reply within one month or thirty days, whichever is longer, of
the mail date of the decision dismissing the Request for Recalculation. No fee 1is
required if patentee is asserting in the reply that the dismissal for ineligibility is
improper.

Patentee should use document code PET.OP if electronically filing a reply to this
dismissal. If the USPTO finds that the request was improperly deemed ineligible, the
USPTO will mail applicant a recalculation determination.

Patentee should be aware that in order to preserve the right to review in the United
States District Court for the District of Columbia of the USPTO patent term adjustment
determination, patentee must ensure that he or she also take the steps required under 35
U.S.C. 154(b) (4) (A). Nothing in the request for recalculation should be construed as
providing an alternative time frame for commencing a civil action under 35 U.S.C. 154
(b) (4) (&) .

PTOL-549D (04/10)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20110218
DATE : February 15, 2011
TO SPE OF : ART UNIT 3735

SUBJECT : Request for Certificate of Correction on Patent No.: 7,867,165
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

/Charles A. Marmor, II/
Supervisory Patent Examiner, Art Unit 3735

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



PTO/SB/44 (09-07)

. Approved for use through 08/31/2010. OMB 0651-0033

OK TO ENTER: /CM/ U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COI\I/IMEF\LCE

i i d to a collection of information unless it displays a valid OMB control number.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to (e Foum DTOMO80

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page _ 1 of _1
PATENT NO. : 7,867,165

APPLICATION NO.: 11/583.433

ISSUE DATE  January 11, 2011

INVENTOR(S) Stephen J. Brown

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Column 18, claim 17, line 52, replace “(q)” with “(g)”.

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Christopher P. Maiorana, P.C.
24840 Harper Avenue, Suite 100
St. Clair Shores, Ml 48080

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form andfor suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




RN RN RN

s,
74
%3
H
7
o
e .
Wi
el
7%
Yond?
trom, ,
s 1
s 4
e ‘
” »
z5 ;
. »
79 i
i H
“trupp”
gy
A,
P
%%,
oo,
wondd
poih
e
£
(9
o
e 44 4
4 9 15
by i
s
"Iy,
)
Z
Y
\\\&\\,
P
Lidk .
73 &
= Al
54 i
o Pt
7 =
Patr
s
% 75,
7 527
il 25% £
387 ,
5k P Gnd
“ Yo bt
434 e ot
s 47y (73
P s s
pik d . frens
s ngees P i
i P
are, 9994 59
g 7 v 7,
4 fAy h
grres s rZ s
~ %% s,
ren, 3 227
o Sl bics)
o) v 4 7
ol 7% i 51
s 4% Voo e
b hid y 7
. . . Y d 3
3 v P
it ¥
. Voo P
7 Y Gpes
Ylre 144 o
@ ”
- s . i
2 rdes. s P
% s 7 P
7 “d 25 %
$hs T 7 7
i 1] 2 7
o it s
Lid ity 0 s % “
“ A pct e %
s %% s 4% 78 P z.
sy s «5 s 3 B
“, 7 (23 4 4 (o :
s I [ v3
7 2 o bn : i
H P
H 74
P




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE ; $31/18/10
TO SPE OF ARTUNIT 1783
SUBJECT : Request for Certificate of Correction for Appl. No.: } 158354 Patent No.: 7776444

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:
Please review the requested changes/corrections as shown in the COCIN document(s) in the

IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)
Randolph Square 9D40-D
Palm Location 7580

R R B R e T N R B e O B e O e e g
\3§3\§§3 SEE TR BV RSN T 3&%1‘.3“':,’2:‘35\\:3:%‘%% Q\ﬁ\\" Q:Q\Q:,.’-:%-?,‘Q:»\}A.,%:\*:ts?%:,’iz AR R R R
kS :

Certificates of Correction Branch
571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

XEX Approved All changes apply.
U Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.
Comments:
/David R. Sample/ 1783
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DAVID K. LUCENTE; SEAGATE TECHNOLOGY, LLC
INTELLECTUAL PROPERTY DEPT. - COL2LGL
389 DISC DRIVE

LONGMONT, CO 80503 MAILED
DEC 14 2010

In re Application of : OFFICE OF PETITIONS

Bruce A. Liikanen, et. al. : .

Application No. 11/583,598 DECISION ON PETITION
Filed: October 19, 2006 :
Attorney Docket No. STL7878/390-053-CIP7

This is a decision on the petition under 37 CFR 1.181 (no fee), filed August 18, 2010, which is
requesting withdrawal of the holding of abandonment in the above-identified application.

The present petition is not signed by an attorney of record. However, in accordance with 37 CFR
1.34(a), the signature of Richard J. Holzer, Jr. appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he is authorized to represent
the particular party on whose behalf he acts.

This application was held abandoned for failure to reply to the Notice of Drawing Inconsistency
with Specification (Notice) mailed April 9, 2010, which set a one (1) month or thirty (30) days,
whichever is longer, from the mailing date of the Notice, or within the time remaining in the time
period set forth in the Notice of Allowability mailed March 26, 2010. A Notice of Abandonment was
mailed on July 23, 2010.

Petitioner asserts that the Notice dated April 9, 2010 was not received.

A review of the written record indicates an irregularity in the mailing of the Notice of

April 9, 2010. In this regard, the Office received a Power of Attorney or Revocation of Power of
Attorney with a New Power of Attorney and Change of Correspondence Address on March 31,
2010, prior to the mailing of the Notice of April 9, 2010. Accordingly, as the Notice was mailed to
an incorrect address, the Notice of Abandonment mailed July 23, 2010 is hereby vacated and the
holding of abandonment withdrawn'.

In view of the above, the petition is granted.
A courtesy copy of this decision is being mailed to petitioner. Thereafter, all future

correspondence regarding this application file will be directed solely to the address of record until
otherwise instructed.

' The undersigned acknowledges receipt of docket records from the previous attorneys/agents and the current
attorneys/agents of record received on August 18, 2010.
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This application is being referred to the Office of Data Management for remailing the Notice of
April 9, 2010 and resetting the period for reply.

Telephone inquiries concerning this decision should be directed to the undersigned at
Y1) 272-3226., Questions regarding the remailing of the Notice should be directed to the Office
Data Managgment at (571) 272-4000 or 1-888-786-0101.

Officé of Petitions

cc: Richard Holzer, Jr.
Hensley Kim & Holzer, LLC
1660 Lincoln Street, Suite 3000
Denver, CO 80264



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WwWW.uspto. gov

MAILED

CORNING INCORPORATED JUN 23°2011
SP-TI-3-1 :
CORNING, NY 14831 QFFICE OF PETITIONS

In re Patent of Bookbinder et al.

Patent No. 7,635,685 :

Issue Date: December 22, 2009 : Decision on Petition
Application No. 11/583,619 :

Filing Date: October 19, 2006

Attorney Docket No. SP05-125A

This is a letter in response to the petition under 37 CFR 3.81(b), which requests the Office accept
the correction of the assignee data on the front page of the patent.
The request under 37 CFR 3.81 is GRANTED.

Pursuant to 37 CFR 3.81(b), a request to have a patent corrected to add, or change, an assignee’s
name must:

1. State an assignment to the assignee was recorded before issuance of the patent,
2. Include a request for a certificate of correction and the fee set forth in 37 CFR
1.20(a), and

3. Include the fee set forth in 37 CFR 1.17(i).
. Patentees have met the requirements set forth above. Therefore, the request is granted.

The Certificates of Correction Branch will be informed of the instant decision and will issue a
certificate of correction with the requested assignee information in due course.

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

(GorE

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.USpto.gov

MCKENNA LONG & ALDRIDGE LLP

1900 K STREET, NW
WASHINGTON DC 20006 MAILED
JUN 09 2011
OFFICE OF PETITIONS

In re Application of

Zachary D. Wiseman :

Application No. 11/583,707 :  DECISION ON PETITION
Filed: October 20, 2006 :

Attorney Docket No. 32771.00002.US00

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed April 20, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the
Restriction Requirement mailed May 11, 2009, which set a shortened statutory period for
reply of one (1) month or thirtﬁ (30) days (whichever is later). No extensions of time
under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application
ggcz‘izr(r)lggabandoned on June 12, 2009. A Notice of Abandonment was mailed November

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of a response to the Restriction Requirement, (2) the petition fee
of $810.00, and (3) a proper statement of unintentional delay.

Further, it is not ?Earent whether the statement of unintentional delay was signed by a
person who would have been in a position of knowing that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition

ursuant to 37 CFR 1.137(b) was unintentional. Nevertheless, in accordance with 37
%FR 10.18, the statement is accepted as constituting a certification of unintentional delay.
However, in the event that petitioner has no knowledge that the delay was unintentional,
petitioner must make such an inquiry to ascertain that, in fact, the delay was
unir%t)ef}ltional. If petitioner discovers that the delay was intentional, petitioner must notify
the Office. :

Telephone inguiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This application is being referred to Technology Center AU 3677 for z(xippropriate action
by the Examiner in the normal course of business on the reply received.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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Commissioner for Patents
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MCKENNA LONG & ALDRIDGE LLP

1900 K STREET, NW ’

WASHINGTON, DC 20006 M‘A‘LED
JUN 03 201

In re Application of : OFFICE OF PETITIONS

Zachary D. Wiseman :

Application No. 11/583,711 : ON PETITION

Filed: October 20, 2006
Attorney Docket No. 32771-00003.US00

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed April
20, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed March 26, 2008, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on June 27, 2008. A Notice of Abandonment
was mailed October 27, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810 , and (3) a proper statement of
unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a position to
have firsthand or direct knowledge of the facts and circumstances of the delay at issue. Nevertheless,
such statement is being treated as having been made as the result of a reasonable inquiry into the
facts and circumstances of such delay. See 37 CFR 10.18(b) and Changes to Patent Practice and
Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat.
Office 63, 103 (October 21, 1997). In the event that such an inquiry has not been made, petitioner
must make such an inquiry. If such inquiry results in the discovery that it is not correct that the
entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6059.

This application is being referred to Technology Center AU 2832 for appropriate action by the
Examiner in the normal course of business on the reply received April 20, 2011

Alicia Kelley-Collier
Petitions Examiner
Office of Petitions
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STEVEN W. WEINRIEB
SCHWARTZ & WEINRIEB
CRYSTAL PLAZA ONE, SUITE 1109
2001 JEFFERSON DAVIS HIGHWAY

ARLINGTON VA 22202
MAY 09 2019
In re Application of ' : OFFICE OF PETITIONS
Zachary D. WISEMAN :
Application No. 11/583,712 :  DECISION ON PETITION

Filed: October 20, 2006
Attorney Docket No. 120-003-1

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed April 20,
2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Restriction
Requirement, mailed November 05, 2009, which set a shortened statutory period for reply of one (1)
month or thirty (30) days (whichever is later). No extensions of time under the provisions of 37 CFR
1.136(a) were obtained. Accordingly, the application became abandoned on December 06, 2009.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of an election, (2) the petition fee of $810.00, and (3) a proper statement of unintentional delay.
Accordingly, the reply to the Restriction Requirement of November 05, 2009 is accepted as having been
unintentionally delayed.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-4231.

This application is being referred to Technology Center AU 3677 for appropriate action by the Examiner
in the normal course of business on the reply received

Michelle R. Eason

Paralegal Specialist
Office of Petitions
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I APPLICATION NO. ] FILING DATE FIRST NAMED INVENTOR |ATTORNEY DOCKET No.| CONFIRMATION NO. ]
11/583,768 10/20/2006 Xavier Schultze 129836 4394
7590 " 09/09/2010 L EXAMINER I
Qliff & Berridge, PLC DICKINSON, PAUL W
P.O. Box 320850
Alexandria, VA 22320-4850 i [ astunr | ParernumBer |
1618
| NOTIFICATION DATE | DELIVERY MODE |
09/09/2010 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any préviously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

@ zw@é@

Patent Publication Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)
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MATTINGLY & MALUR, P.C. -
1800 DIAGONAL ROAD MAILED
SUITE 370 2011
ALEXANDRIA VA 22314 MAR 172

QFFICE OF PETITIONS

In re Patent No. 7,746,295

Issue Date: June 29, 20010 :

Application No. 11/583,849 : DECISION ON PETITION
Filed: October 20, 2006 :

Attorney Docket No. NIT-397-02

This is a decision on the Request For Certificate Of Correction Applicants’ Mistake (37 CFR §1.323),
filed November 8, 2010, which is being treated as a Petition Under 37 CFR §3.81(b) to add the second
assignee’s name and residence. . A completed modified Certificate of Correction Form was submitted
with Petition.

The petition under 37 CFR §3.81(b) is DISMISSED.

Petitioner urges that the present Petition was submitted to add the second assignee’s name and residence
on the previously submitted PTOL-85B and such error was Applicants’ mistake. Accordingly, petitioner
requests that a Certificate of Correction (PTO/SB/44) be issued to add the second assignee’s name and
residence to the Title Page of the Letters Patent. '

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in the name
of the assignee submitted after the date of payment of the issue fee, and any request
for a patent to be corrected to state the name of the assignee, must state that the
assignment was submitted for recordation as set forth in § 3.11 before issuance of the
patent, and must include a request for a certificate of correction under § 1.323 of this
chapter (accompanied by the fee set forth in § 1.20(a) and the processing fee set forth
in § 1.17(i) of this chapter.

U.S. Patent and Trademark Office assignments records disclose that no assignment to

Hitachi, Ltd., Tokyo (JP) and Fujitsu Hitachi Plasma Display Limited, Kawasaki (JP) was recorded in the
above-identified patent. Accordingly, since no assignment was submitted for recordation in the above-
identified patent, issuance of a certification of correction would not be proper.

Inquiries related this communication should be directed to the undersigned at (571)272-3213.

Cheryl Gibson-Baylor

Petitions Examiner
Office of Petitions
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MAILED

MATTINGLY & MALUR, P.C.

1800 DIAGONAL ROAD APR 182011
SUITE 370
ALEXANDRIA VA 22314 OFFICE OF PETITIONS

In re Patent No. 7,746,295

Issue Date: June 29, 20010 :

Application No. 11/583,849 : RENEWED DECISION ON PETITION
Filed: October 20, 2006 :

Attorney Docket No. NIT-397-02

This is a decision on the Second Request Under 37 CFR §3.81(b) For A Patent To Be Corrected
To State The Names Of The Assignees And Response To Decision On Petition Mailed

March 17, 2011, filed March 24, 2011, to add the second assignee’s name and residence on the
front page of the above-identified patent by way of a Certificate of Correction.

The petition under 37 CFR §3.81(b) is GRANTED.

The petition decision mailed March 17, 2011, dismissed the 37 CFR §3.81(b) petition filed
November 8, 2010, because of the USPTO assignment records disclose no assignment to Hitachi,
Ltd., Tokyo (JP) and Fujitsu Hitachi Plasma Display Limited, Kawasaki (JP) was recorded.

After further review, the assignment documents show that Hitachi, Ltd., Tokyo (JP) and Fujitsu
Hitachi Plasma Display Limited, Kawasaki (JP) was submit for recordation in the parent
application (U.S. Serial No. 10/649,725) has the assignee. Therefore, the renewed petition is
granted.

Inquiries related this communication should be directed to the undersigned at (571)272-3213.

Any questions concerning the issuance of a Certificate of Correction should be directed to the
Certificates of Correction Branch at (703)756-1814.

This matter is being referred to the Certificates of Correction Branch for processing of a
Certificate of Correction in U.S. Patent No. 7,746,295.

Cheryl Gibson-Baylor %&U\)

Petitions Examiner
Office of Petitions



Commissioner for Patents

United States Patent and Trademark Office
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Patent No. : 7,831,618 B2

Ser. No. . 11/583,884
Inventor(s) : Shigeto Hiraga, et. al.
Issued :  November 9, 2010

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322. '

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:
A. the processing fee set forth in 37 CFR 1.17(i) (currently $130);
B. astatement that the failure to include the correct a551gnee name.on the PTOL-85B was
inadvertent; and

C. acopy of the Notice of Recordation of A551gnment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (703) 872-9306
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, , no additional fee is required.

Eva James
For Mary Diggs
Decisions & Certificates
of Correction Branch
(571) 272-3422 or 703- 756 -1580

Carl Brundidge

Brundidge & Stanger, P.C.
2318 Mill Road, Suite 1020
Alexandria, VA 22314

€j
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BRUNDIDGE & STANGER, P.C.
2318 MILL ROAD, SUITE 1020
ALEXANDRIA VA 22314 MAILED

DEC 222010

OFFICE OF PETITIONS
In re Patent No. 7,831,618 :

Issue Date: 11/09/2010 :

Application No. 11/583,884 : ON PETITION
Filed: 10/20/2006 :

Attorney Docket No. 500.42888CX1

This is a decision on the PETITION REQUESTING CERTIFICATE OF CORRECTION
UNDER 37 CFR §3.81(b) and 37 CFR 1.323 filed December 6, 2010.

Patentees request correction of the front page of the Letters Patent to include the correct assignee
data via Certificate of Correction. With the present request, patentees submitted a completed
Certificate of Correction form and paid the requisite fees. Furthermore, it is noted that the
assignment was recorded with the USPTO prior to the issuance of the patent.

In view of the above, the request under 37 CFR 3.81(b) to correct the assignee data is
GRANTED.

Telephone inqtiiries concefning this decision may be directed to the undersigned at (571) 272-
3211. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

The Certificates of Correction Branch will be notified of this decision granting the petition under
37 CFR 3.81(b) and directing issuance of the requested Certificate of Correction as to the
assignment information.

Chuishoa %MWDMNULQ

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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DICKSTEIN SHAPIRO LLP Mail Date: 08/04/2010
1825 EYE STREET NW

Washington, DC 20006-5403

Applicant : Shigeru Irisawa : DECISION ON REQUEST FOR

Patent Number : 7643750 : RECALCULATION of PATENT

Issue Date : 01/05/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/583,904 : OF WYETH AND NOTICE OF INTENT TO
Filed :

10/20/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 434 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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Zoran Mihajlovic MAILED
Vukasoviceva 23, stan 4 -

11090 Beograd, Serbia FEB 272612
Beograd 11090 RS Republic of Serbia OFFICE OF PETITIONS
In re Zoran Mihajlovic :

Application No.: 11/584,032 : DECISION

Filed: October 20, 2006 : GRANTING-IN-PART

Patent No.: 7,839,549 : PETITION
Issued: November 23, 2010 :

This is a decision on the December 22, 2010 petition titled “Petition to the Director to
Review Decision of the USPTO Office of Data Management,” as supplemented by the
February 16, 2011 paper titled “Supplement to Petition to the Director to Review
Decision of the USPTO Office of Data Management, Dated December 22, 2010,” and the
June 1, 2011 paper titled "Request for Admissions” (“the supplemented

December 22, 2010 petition”).

The supplemented December 22, 2010 petition is before the Office of Patent Legal
Administration (OPLA) for consideration.

The supplemented December 22, 2010 petition is granted-in-part.

Application No. 11/584,032 (“the ‘032 application”) was filed on October 20, 2006,
pursuant to the provisions of 35 U.S.C. § 111 with six sheets of drawings containing a
total of eight figures (the last figure identified as FIG. 7). The ‘032 application Image
File Wrapper record reveals that, while the drawings were amended several times over
the course of prosecution, there remained six sheets of drawings containing a total of
eight figures (the last figure identified as FIG. 7) throughout. The ‘032 application,
however, issued as U.S. Patent No. 7,839,549 (“the ‘549 patent”) on

November 23, 2010, with only five sheets of drawings (the sixth drawing sheet
containing FIG. 7 was omitted).

The supplemented December 22, 2010 petition seeks to have the ‘549 patent reprinted
with the complete set of six drawing sheets.

A patent may be reprinted where there is a mistake on the part of the Office, and a
certificate of correction is deemed inappropriate in form.! A certificate of correction is

' See: 35 U.S.C. § 254; 37 CFR 1.322(b).



Decision on Petition in U.S. Patent No. 7,839,549 : 2

typically appropriate in form where the errors are less than substantially the entire
document. In particular, a certificate of correction is the normal mechanism for
correcting a patent where, as here, the patent was printed with drawings, but not with
a complete set of drawings.

Therefore, to the extent that the supplemented December 22, 2010 petition is
requesting a corrected patent in accordance with 35 U.S.C. § 254 and 37 CFR 1.322(b),
the petition is dismissed, and a certificate of correction issued instead on

December 21, 2010, to replace in the ‘549 patent the incomplete set of five sheets of
drawings with the complete set of six sheets of drawings.

The Office, however, provided on December 21, 2010, a courtesy corrected reprint for
patent owner’s records. Therefore, the supplemented December 22, 2010 petition is
granted to the extent that the Office provided on December 21, 2010, a courtesy
corrected reprint of the ‘549 patent for patent owner’s records. Although a courtesy
corrected reprint of the ‘549 patent has been provided for patent owner’s records, the
Image for the ‘549 patent in the USPTO Patent Full-Text and Image Database
maintained by the Office will continue to contain the original printed patent with the
incomplete set of five sheets of drawings followed by the complete set of six sheets of
drawings in the form of the December 21, 2010 Certificate of Correction.

Any inquiry concerning this decision should be directed to Raul Tamayo, Legal Advisor,
at (571) 272-7728.

Brian E. Hanlon
Director
Office of Patent Legal Administration

Office of the Associate Commissioner
for Patent Examination Policy
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4363 EXECUTIVE DRIVE
T RIV
SUITE 1100 MAILED
SAN DIEGO CA 92121-2133
MAR 0 9 2012
o OFFICE OF PETITIONS
In re Application of
KATSARAVA, et al :
Application No. 11/584,143 : DECISION ON PETITION
Filed: October 19, 2006 : TO WITHDRAW

Attorney Docket No. MEDIV2090-1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed February 14, 2012.

The request is NOT APPROVED.

The Office will either change the correspondence address of record to the most current address
information provided for a new practitioner or law firm who has filed a proper power of attorney, the
assignee of the entire interest who properly became of record under 37 CFR 3.71 or, if no assignee of the
entire interest has properly been made of record under 37 CFR 3.71, the most current address information
provided for the first named inventor.

Accordingly, since the change of correspondence address appears to be that of a new practitioner or
law firm who has not filed a proper power of attorney in the Office, the Request to Withdraw filed
February 14, 2012, cannot be approved.

All future communications from the Office will continue to be directed to the above-identified address
until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272- 6735.

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions

cc: RAMAZ KATSARAVA ET AL.
C/O MARK EKSE, HAGEN WILKA
& ARCHER LLP
600 S MAIN AVENUE, SUITE 102
SIOUX FALLS SD 57104
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DLA PIPER LLP (US)

3%6151‘ I‘]:i)?l‘:oCoUTIVE DRIVE MA

SAN DIEGO CA 92121-2133 ,LED
APR 16 2012

In re Application of : OFFICE oF PETITIONS

KATSARAVA, et al :

Application No. 11/584,143 : DECISION ON PETITION

Filed: October 19, 2006 : TO WITHDRAW

Attorney Docket No. MEDIV2090-1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed March 29, 2012.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent
seeking to withdraw or contain a clear indication that one attorney is signing on behalf of another/others.
The Office requires the practitioner(s) requesting withdrawal to certify that he, she, or they have: (1)
given reasonable notice to the client, prior to the expiration of the response period, that the practitioner(s)
intends to withdraw from employment; (2) delivered to the client or a duly authorized representative of
the client all papers and property (including funds) to which the client is entitled; and (3) notified the
client of any responses that may be due and the time frame within which the client must respond, pursuant
37 CFR 10.40(c).

The request was signed by Lisa Haile on behalf of the attorneys of record associated with Customer No.
28213.

The attorneys of record associated with Customer No. 28213 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

The correspondence address of record has been changed and the new correspondence address is the
address indicated below until otherwise properly notified by the applicant.

Inquiries concerning this decision should be directed to the undersigned at (571) 272- 6735.

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions

cc: MEDIVAS, LLC
P.O. BOX 33419
SAN DIEGO CA 92163
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[ APPLICATION NUMBER | FILING OR 371(C) DATE J FIRST NAMED APPLICANT ] ATTY. DOCKET NO./TITLE |
11/584,143 10/19/2006 Ramaz Katsarava MEDIV2090-1 )
CONFIRMATION NO. 6129
28213 POWER OF ATTORNEY NOTICE
DLA PIPER LLP (US)

G EXECUTIVE DRve R

SAN DIEGO, CA 92121-2133
Date Mailed: 04/16/2012

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney fited 03/29/2012.

» The withdrawal as attorney in this application has been accepted Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/dcgoodwyn/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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Commissioner for Patents

United States Patent and Trademark Office
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www.uspto.gov

Baohua Qi
6076 Basswood Drive
Columbus IN 47201 MAILED
AUG 11 2010
In re Application of : OFFICE OF PETITIONS
BAOHUA Ql : :
Application No. 11/584,165 , : ON PETITION
Filed: October 20, 2006 ' :
Attorney Docket No.

This is in response to the communication, filed March 2, 2010, which is being treated as
a petition to withdraw the holding of abandonment under 37 CFR 1.181 (no fee).

The petition is DISMISSED.

Any request for reconsideration of this decision should be submitted within two (2)
months from the mail date of this decision and be entitled “Renewed Petition to
Withdraw the Holding of Abandonment under 37 CFR 1.181.” See 37 CFR 1.181(f).

The instant petition was not properly signed. Therefore, since the petition was -
submitted without a signature, the petition can not be granted at this time. In this
regard, petitioner’s attention is directed to 37 CFR 1.33(b), which states.

(b) Amendments and other papers. Amendments and other papers,
except for written assertions pursuant to § 1.27(c)(2)(ii) of this part,
filed in the application must be signed by:

(1) A registered patent attorney or patent agent of record
appointed in compliance with § 1.32(b);

(2) A registered patent attorney or patent agent not of record who
acts in a representative capacity under the provisions of § 1.34;

(3) An assignee as provided for under §3.71(b) of this chapter;-or

(4) Al of the applicants (§ 1.41(b)) for patent, unless there is an
assignee of the entire interest and such assignee has taken action in
the application in accordance with § 3.71 of this chapter.

An unsigned amendment (or other paper) or one not properly signed by a person having
authority to prosecute the application is not entered. This applies, for instance, where
the amendment (or other paper) is signed by only one of two applicants and the one
signing has not been given a power of attorney by the other applicant.
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Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (671) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
- Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries related to this decision may be directed to JoAnne Burke at (571)

272-4584.

Ramesh Krishnamurthy
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Baohua Qi M. :
6076 Basswood Drive AILED
Columbus IN 47201 DEC 06 2010

OFFICE OF PETITIONS
In re Application of
BAOHUA Ql :
Application No. 11/584,165 : : ON PETITION
Filed: October 20, 2006 : :
Attorney Docket No.

-

This is in response to the renewed petition filed September 21, 2010, which is being
treated as-a petition to withdraw the holding of abandonment under 37 CFR 1.181 (no
fee). ‘

The petition is DISMISSED.

Any request for reconsideration of this decision should be submitted within two (2)
months from the mail date of this decision and be entitled “Renewed Petition to
Withdraw the Holding of Abandonment under 37 CFR 1.181.” See 37 CFR 1.181(f).

On October 30, 2009, the Office mailed a Notice of Allowance and Fees Due/Notice of
Allowability which set a three (3) month statutory period to reply. On February 18, 2010,
the Office mailed a Notice of Abandonment. :

In the present petition, petitioner requests that the Office withdraw the holding of
abandonment due to nonreceipt of the “Notice of Non-Compliant Amendment.”
Specifically, petitioner states that he believed that “a new format change of the
drawings” was no longer required after receiving the Notice of Allowance and fee(s). .

DISCUSSION OF PETITION TO WITHDRAW THE HOLDING OF ABANDONMENT

Petitioner still has not met the burden of proof to have the petition granted. Petitioner
has stated that he did not receive the Notice of Non-compliant Amendment that was
mailed on October 21, 2009. Petitioner should note that the file record does not indicate
that a “Notice of Non-Compliant Amendment” was mailed in response to applicant’s
submission filed October 21, 2009. However, A Notice of Allowance and Fees Due
along with a Notice of Allowability was mailed to the applicant on October 30, 2009,
requiring the submission of the issue fee, publication fee, and replacement drawings in
compliance with the Examiner's Amendment attached thereto. Petitioner has also
stated that he received the Notice of Allowance and Fee(s) Due and paid the issue fee
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in a timely manner. Therefore, as the petitioner was notified in the Notice of Allowance
of the requirement for the corrected drawings and did not timely file the corrected
drawings, the application became abandoned by law on January 31, 2010. As the
application was properly abandoned, the instant petition to withdraw the holding of
abandonment cannot be granted. '

DISCUSSION OF PETITION FILED UNDER 37 CFR 1.137(b)

It is noted that in the submissions a petition to revive an unintentionally abandoned
application under 37 CFR 1.37(b) was included.

A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice,
unless previously filed. In non-provisional utility application
abandoned for failure to respond to a non-final Office action, the
required reply may be met by filing either (A) an argument or
amendment under 37 CFR 1.111 or (B) a continuing application
under 37 CFR 1.53(b).

(2) The petition fee as set forth in 37 CFR 1.17(m);

(3) A statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition
was unintentional. The Director may require additional
information where there is a question whether the delay was
unintentional.

The rules and statutory provisions governing the operation of the U.S. Patent and
Trademark Office require payment of a fee on filing each petition to revive an
abandoned application for patent based on unintentional delay. In this instance, the fee
required by law is $1,620. If applicant can qualify as a “small entity” and does so prior
to or together with the payment of the fee, the fee will be $810. The petition in the
above-identified application was not accompanied by payment of the required fee. No
consideration on the merits can be given to the petition until the required fee is received.

Once again the petitioner is reminded that he may wish to consider hiring a registered
patent attorney or agent to assist in the prosecution of this application. Additionally,
petitioner is encouraged to contact the Inventors Assistance Center (IAC) by telephone
at 800-786-9199 or 571-272-1000, Monday through Friday from 8:30 AM to 5:30 PM
(EST). The IAC provides patent information and services to the public and is staffed by
former Supervisory Patent Examiners and experienced Primary Examiners who answer
general questions concerning patent examining policy and procedure.
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Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries related to this decision may be directed to JoAnne Burke at
(671) 272-4584.

esh Krishnamurthy
Petitions Examiner
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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Baohua Qi

6076 Basswood Drive
Columbus IN 47201 MA"_ED
MAY 16:2011
OFFICE OF PETITIONS
In re Application of
BAOHUA QI : .
Application No. 11/584,165 : ON PETITION

Filed: October 20, 2006
Attorney ‘Docket No.

This is a decision on the petition under the unintentional provisions of 37 CFR
1.137(b), filed February 7, 2011, to revive the above-identified application.

This application became abandoned for failure to timely submit corrected
drawings on or before February 1, 2010, as required by the Notice of
Allowability, mailed October 30, 2009. Accordingly, the date of abandonment
of this application is February 2, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner
has supplied (1) the reply in the form of corrected drawings, (2) the petition fee
of $810; and (3) a proper statement of unintentional delay.

The petition is hereby GRANTED.

Telephone inquiries concerning this decision should be directed to JoAnne
Burke at 571-272-4584.

This application is being referred to the Office of Data Management for normal

ctitions Examiner
Office of Petitions
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MILBANK TWEED HADLEY & MCCLOY, LLP
1 CHASE MANHATTAN PLAZA

NEW YORK, NY 10005-1413 . MAILED
DEC 222010
In re Application of . : OFFICE OF PETITIONS
James SIMINOFF :
Application No. 11/584,176 : DECISION ON PETITION TO

Filed: October 20, 2006 : : WITHDRAW FROM RECORD
Attorney Docket No. 36885.00402 :

This is a decision on the Request to Withdraw as attorney or agent under 37 C.FR. §
1.36(b) or 37 C.F.R. § 10.40 filed September 20, 2010. :

The request is NOT APPROVED.

A review of the file record indicates that James Klaiber of Milbank, Tweed, Hadley &
McCloy, LLP does not have power of attorney in this patent application nor is he
otherwise engaged in the proceedings in this patent application. The file record
reveals that on June 8, 2010 a revocation of power of attorney was filed revoking
power to all attorneys associated with Milbank, Tweed, Hadley & McCloy, LLP.
Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is not applicable.

All future communications from the Office will continue to be directed to the below-
listed address until otherwise properly notified by the applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7253.

/Monica A. Graves/
Petitions Examiner, Office of Petitions -

cc: GIBBONS P.C.
ONE GATEWAY CENTER
NEWARK NJ 07102
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APPLICATION NO. FILING DATE . FIRST NAMED INVENTOR [ ATTORNEY DOCKET NO. | CONFIRMATION NO. I
11/584,193 10/20/2006 Kuangkai Liu 10257 5901
27752 7590
EXAMINER
THE PROCTER & GAMBLE COMPANY [ I
Global Legal Department - IP KIDWELL, MICHELE M
Sycamore Building - 4th Floor e PyPem—
299 East Sixth Street I ART UNI | A MBER I
CINCINNATI, OH 45202 3761
l MAIL DATE I DELIVERY MODE I
04/21/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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THE PROCTER & GAMBLE COMPANY
Global Legal Department - IP

Sycamore Building - 4th Floor

299 East Sixth Street

CINCINNATI OH 45202

In re Application of:

LIU, KUANGKAI

Serial No.: 11/584,193

Filed: Oct. 20, 2006

Docket: 10257

Title: DISPOSABLE ABSORBENT ARTICLES
HAVING A PARTIALLY VISIBLE
GRAPHIC

DECISION ON PETITION

This is a decision on the petition filed on Oct. 24, 2009 to review the examiner’s Office action of
July 16, 2009. The petition is being considered pursuant to 37 CFR 1.181. No fee is required.
The delay of this decision on petition is regretted.

The petition is DISMISSED as moot.

Pertinent to this petition, the record shows the following:

1) On July 16, 2009, a Final Office Action was mailed to the applicant.

2) On October 14, 2009, a petition was filed to review the examiner’s Office action of
July 16, 2009.

3) Inresponse, on December 7, 2009, the applicant filed an Appeal Brief appealing the
final Office action of July 16, 2009.

4) On February 1, 2010, the examiner mailed an Examiner’s Answer.

5) On September 9, 2010, the applicant withdrew the appeal by filing a RCE with IDS.
6) On February 17, 2011, a non-Final Office action was mailed.

In view of the prosecution history, the relief the applicant request, namely the reviewing the
Office action of July 16, 2009, is no longer necessary. The petitioner’s request for relief is
moot.



i1($8% 93
Application Serial No. ‘F2/216;381
Decision on Petition

Any inquiry regarding this decision should be directed to Henry Yuen, Special Programs
Examiner, at (571) 272-4856.

PETITION DISMISSED as moot.

(ol 19 <y, £

Donald T. Hajec, Director?
Technology Center 3700
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ABELMAN, FRAYNE & SCHWAB
666 THIRD AVENUE, 10TH FLOOR

NEW YORK NY 10017 .
MAILED
FEB 102011
OFFICE OF PETITIONS
In re Application of
Davis et al. :
Application No. 11/584,197 :  DECISION ON PETITION

Filed: October 20, 2006
Attorney Docket No. 71808.00021

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed December 27, 2010, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely submit Corrected Drawings on
or before November 26, 2010, as required by the Notice of Allowance and Fee(s) Due
and the Notice of Allowability, mailed August 25, 2010. Accordingly, the date of
abandonment of this application is November 27, 2010. A Notice of Abandonment was
mailed December 8, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) Corrected Drawings, (2) the petition fee of $1,620.00; and (3) a proper statement of
unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This application is being referred to Publishing Division for processing into a patent and
review of the Corrected Drawings submitted with the instant petition.

/w Wyl

Joan Olszewski
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark: Office
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ABELMAN, FRAYNE & SCHWAB
666 THIRD AVENUE, 10TH FLOOR

NEW YORK NY 10017
| MAILED
FEB 112071
In re Application: : OFFICE OF PETITIONS
Davis et al. S
Application No. 11/584,197 : ON PETITION

Filed: October 20, 2006
Attorney Docket No. 71808.00021

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28 filed December 27, 2010.

On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment
of the issue fee as a small entity. Sée DH Technology v. Synergystex International,
Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this
Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees
paid in this application must be paid at the large entity rate.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751. '

Joan Olszewski

Petitions Examiner
Office of Petitions
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Commissioner for Patents
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NOVARTIS VACCINES AND DIAGNOSTICS INC. s
INTELLECTUAL PROPERTY- X100B

P.0. BOX 8097 " MAILED:

Emeryville, CA 94662-8097

NOV 15 2010
OFFICE OF PETITIONS
In re Application of
Venkatakrishna SHYAMALA :
Application No. 11/584,253 : DECISION GRANTING PETITION
Filed: October 20, 2006 : UNDER 37 CFR 1.313(c)(2) -

Attorney Docket No. PAT051914-US-DIV1

This is a decision on the petition under 37 CFR 1.313(c)(2), filed November 12, 2010, to .
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on October 11, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied
towards the issue fee required by the new Notice of Allowance.!

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to ;I‘echnology Center AU 1637 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement. -

/Monica A. Graves/
.Petitions Examiner, Office of Petitions

The request to apply the issue fee to the new Notice may be’satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE :—.10/28/10
TOSPEOF :ARTUNIT _2858 ‘
SUBJECT : Request for Certificate of Correction for Appl. No.: 11584322  Patent No.: 7532012
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
~ meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

" Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)

Randolph Square 9D40-D

Palm Location 7580
Weufcankfax{thelPirectonsiSREiespons e}t oloiAlE27@ 08990

Sovmonte Newsome

Certificates of Correction Branch
571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

™ Approved ' All changes apply.
U Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.
Comments: L
Mo N 26£E
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION =~~~

Paper No.:
DATE 1 01/12/11
TOSPEOF :ARTUNIT __2818
SUBJECT : Request for Certificate of Correction for Appl. No.: 11584350 _ Patent No.: 7851815

CofC mailroom date;

12/21/10
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPERFILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)

Randolph Square — 9D10-A

Palm Location7580 o
You can fax the Directors/SPE response to 571-270-9990

vmonte Newsome

Certificates of Correction Branch
5§71-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

XApproved All changes apply.
O Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.

Comments: Corrections are not new matter, and do not change scope nor meaning of the

claims

PTOL-306 (REV. 7/03) U-5. DEPARTMENT OF COMMERCE Patent and Trademark Office

%rForrnatted Indent: Left: 1.22"
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U.5. DEPARTMENT OF COMMERCE Patent and Trademark Office
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPO.gov

APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. I
11/584,353 10/20/2006 Nikolaus Feichtenschlager D0641.70028US00 3985
23628 7590 10725/2010
EXAMINER
WOLF GREENFIELD & SACKS, P.C. | ]

600 ATLANTIC AVENUE
BOSTON, MA 02210-2206

MUSSER, BARBARA J

| ART UNIT L PAPER NUMBER l
1791
| MAIL DATE I DELIVERY MODE l

10/25/2010 PAPER

Please find below and/or attached an Office communication concerning this app]icaﬁon or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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UNDER SECRETARY OF COMMERCE FOR INTELLECTUAL PROPERTY AND
DIRECTOR OF THE UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, D.C. 20231

WWW.USPTO.GOV

Mailed: /0/573/10

In re application of
Nikolaus Feichtenschlanger et al. :
Application Number: 11/584,353 : DECISION ON

Filed: October 20, 2006 : PETITION
For: METHOD OF PRODUCING HOLLOW
PLASTIC COMPONENTS

This is a decision on the petmon ﬁled on July 31, 2008 to correct inventorship i ina patent under 37 CFR
1.324. A

Decision

Applicants are deemed to have fulfilled the requirements under 37 CFR 1.324 in that the petition is
accompanied by: (1) Statements from the currently named inventors, including the inventor whose name is
being added, agreeing to the change of inventorship and that the error in inventorship occurred without
deceptive intent; (2) A statement from the assignee of the parties submitting statements under (1) above
agreeing to the change of inventorship in the patent in compliance with 37 CFR 3.73(b); and (3) the fee set
forth in 37 CFR 1.20(b).

The petition is GRANTED.

The file is being forwarded to Certificate of Corrections Branch for Issuance of a certificate adding Leopold
Eisterlehner and Hannes Zaleschak as co-inventors with Nikolaus Feichtenschlager, Andreas Jurgen,
Christian Auzinger, Philipp Siedl and Erich Katzlberger.

SV ey

Katarzyna Wyrozggsl;;{gPE 1746
Technology Center 17200
Chemical and Materials Engineering

WOLF, GREENFIELD & SACKS, P.C.
Federal Reserve Plaza

600 Atlantic Avenue

Boston, MA 02210-2206
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Commissioner for Patents
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April 21, 2011

Armold & Porter LLP (24126)
Attn: SV Docketing Dept.
1801 Page Mill Road

Suite 110

Palo Alto CA 94304

Re Application of

JAKOBOVITS, AYA, Et al : DECISION ON PETITION
Application: 11/584413 : ACCEPTANCE OF COLOR
Filed: 10/19/2006 : DRAWINGS

Attorney Docket No: GNE-0160R3-1C2

This is a decision on the Renewal of Petition to Accept Color Drawings under 37 C.F.R 1.84 (a)
(2), received in the United States Patent and Trademark Office (USPTO) January 14, 2010.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the followmg

1. The fee set forth under 37 C.F.R. 1.17(h),
. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and
3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings.

“The file of this patent contains at least one drawing executed in color. Copies of
this patent with color drawing(s) will be provided by the Patent and Trademark
Office upon request and payment of the necessary fee.”

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Bernadette Queen/

Quality Control Specialist
Office of Data Management
Publications Branch
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPL0.gov

r APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR ]ATI’ORNEY DOCKET NOi CONFIRMATION NOJ
11/584,413 10/19/2006 Aya Jakobovits GNE-0160R3-1C2 5340
7590 04/25/2011 I : EXAMINER I
Arnold & Porter LLP (24126) : HALVORSON, MARK
Attn: SV Docketing Dept.
1801 Page Mill Road | ART UNIT [ PapernuMBeER |
Suite 110 ) 1642
Palo Alto, CA 94304
L NOTIFICATION DATE | DELIVERY MODE ]
04/25/2011 ELECTRONIC

ACKNOWLEDGEMENT OF REQUEST
Notice of Allowance/Allowability Mailed

The request to print a color drawing reference as the first paragraph in the portion of the specification containing a
brief description of the drawings as required by 37 CFR 1.84 and MPEP § 608.02 has been received by the United
States Patent and Trademark Office and will be entered into the specification.

571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
FORM PTOM327-5 (Rev. 02/08)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20101022
DATE : October 22, 2010
TO SPE OF : ART UNIT 2873

SUBJECT : Request for Certificate of Correction on Patent No.: 9/27/10
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[ 1 Denied State the reasons for denial below.
Comments:

Examiner: Hung Dang

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




Knobhe Martens Olson & Bear LLP 17 Cami s

Intellectual Property Law . Tel 858-836-9000
Fax 858-836-9001

www.kmob.com

Ankur Garg
Ankur.Garg@kmob.com

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Re:  Title: SYSTEMS AND METHODS OF TESTING MICRO-
ELECTROMECHANICAL DEVICES ’
Letters Patent No. 7,619,810
Issued: November 17, 2009
Our Reference: IRDM.056CPC5C1 OK Approved. By Hung Dang
10/22/10

Dear Sir:

Enclosed for filing is a Certificate of Correction in connection with the above-identified
patent.

At least one error cited in the Certificate of Correction was incurred through the fault of
the Applicant, payment will be made via EFS web. Please charge any additional fees to our
Deposit Account No. 11-1410.

Respectfully submitted,

Knobbe, Martens Olson & Bear, LLP

e A[27 [0 By /M sﬂm/

Ankur Garg
Registration No. 62,463
Customer No. 59,747

Enclosures

9344624:071410/MLC

Orange County San Francisco Los Angeles Riverside Seattle Washington, DC
949-760-0404 415-954-4114 310-551-3450 951-781-9231 206-405-2000 202-640-6400



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT NO. : 7,619,810 Page 1 of 2
APPLICATION NO. : 11/584,425

ISSUE DATE : November 17, 2009 .

INVENTOR(S) : Mark W. Miles

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below:
At Page 1, Line 2, change “(Imod)” to --(IMod)--.
At Page 2, Column 2, Line 10, change “Skaggs et al,” to --Skaggs et al.,—-.
~ At Sheet 19 of 22, Line 2, change “ATTENTUATOR” to --ATTENUATOR--.
At Column 2, Line 55 (Approx.), change “FIG.” to --FIGS.--.
At Column 2, Line 59, change “micro ring” to --microring--.
At Column 3, Line 20 (Approx.), change “FIG.” to --FIGS.--.
At Column 4, Line 18 (Approx.), change “micro mechanical” to --micromechanical--.
At Column 5, Line 13, change “11.” to --128.--.
At Column 6, Line 1, change “electroptical” to --electro optical--.
- At Column 6, Line 14, change “IMod In” to IMod in--.
At Column 6, Line 56 (Approx.), change “electroptical” to --electro optical--.
At Column 7, Line 9, change “sub pixel” to --subpixel--.
At Column 7, Line 10, change “sub pixels” to --subpixels--.
At Column 8, Line 67, after “Nagami,” change “et al,” to --et al.,--.
At Column 9, Line 23, change “from” to --From--.
At Column 12, Line 58, change “subprocess” to --sub process--.
At Column 13, Line 33, change “Si02” to --SiO;--.
At Column 13, Line 53, change “(PBG’s)” to --(PBGS)—-.
At Column 13, Line 54, after “Joannopoulos,” change “et al” to --et al.,--.

At Column 14, Line 35, change “plane;” to --plane,--.

MAILING ADDRESS OF SENDER:

Ankur Garg

KNOBBE, MARTENS, OLSON & BEAR, LLP DOCKET NO. IRDM.056CPC5C1
2040 Main Street, 14™ Floor : .
Irvine, California 92614

PTO/SB/44 Equivalent




UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT NO. : 7,619,810 Page 2 of 2
APPLICATION NO. : 11/584,425

ISSUE DA'i'E : November 17, 2009

INVENTOR(S) : Mark W. Miles

At Column 15, Line 61, change “polyphenylquinoine-“ to --polyphenylquinoline---.

At Column 16, Line 63, change “Crossection” to --Cross-section--.

At Column 17, Line 15, after “Little,” change “et al,” to --et al.,--.

At Column 19, Line 1, change “SiO02” to --SiO,--.

At Column 19, Line 43, after “Zhou,” change “et al,” to --et al.,--.

At Column 20, Line 16 (Approx.), change “15H” to --15B--.

At Column 20, Line 38, change “TiOQ” to --TiO5--.

At Column 20, Line 38, change “Si02” to --SiO,--.

At Column 21, Line 31 (Approx.), change “17 A” to --17A--.

At Column 21, Line 44, change “aresenide” to --arsenide--.

At Column 21, Line 66, change “attentuators” to --attenuators--.

At Column 23, Line 48, change “XeF2,” to --XeF,,--.

At Column 25, Line 46, after “etching” insert --techniques to achieve profiles which are similar to those
illustrated by, 2104 (triangular), 2106, (cylindrical) and 2108 (Klopfenstein taper). The effective diameter of the
base 2102 of--.

At Column 27, Line 13, Claim 7, change “structures and,” to --structures; and--.

9343279:071410/MLC
MAILING ADDRESS OF SENDER:

Ankur Garg

KNOBBE, MARTENS, OLSON & BEAR, LLP DOCKET NO. IRDM.056CPC5C1
2040 Main Street, 14™ Floor

Irvine, California 92614

PTO/SB/44 Equivalent




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20101203
DATE : October 22, 2010
TO SPE OF : ART UNIT 2873

SUBJECT : Request for Certificate of Correction on Patent No.: 9/27/10
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[ 1 Denied State the reasons for denial below.
Comments:

SPE: /Ricky Mack/

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Nixon Peabody, LLP
401 Ninth Street NW
Suite 900

Washington, DC 20004

In re Application of

Bijan Tadayon et al.

Application No. 11/584,590

Filed: October 23, 2006

Attorney Docket No. 111325- 221000

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
NOV 05 2010

OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.E.R.

§ 1.36(b), filed September 10, 2010.

The request is moot because a revocation of power of attorney has been filed.

A review of the file record indicates that the power of attorney to Jeffrey L. Costellia and all
attorneys/agents of record has been revoked by the assignee of the patent application on
September 16, 2010. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Kimberly Inabinet at 571-272-

4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: Reed Smith, LLP
P.O. Box 488
Pittsburgh, PA 15230



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET
ALEXANDRIA VA 22314 | MAILED

NOV 30 2010
OFFICE OF PETITIONS
In re Application of
Takashi Kinouchi :
Application No. 11/584,674 : : DECISION GRANTING PETITION

Filed: October 23,2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 297932US8 :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed, November 29, 2010 to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on November 18, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to Terri Johnson at (571) 272-2991.

This application is being referred to Technology Center AU 3664 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Peltitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.

www.uspio.gov



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : June 8. 2011
TO SPE OF ART UNIT 1625

SUBJECT : Request for Certificate of Correction for Appl. No.: 14584732 Patent No.:_779{(758

CofC mailroom date;_Mav 31,
2081

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Note: 1itie page item (60) and col's 39 and 40

Certificates of Correction Branch

703-756-1814

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

XApproved All changes apply.
U Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.
Comments:
/Janet L. Andres/ 1625

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DARBY & DARBY P.C.

P.O. BOX 770 ~
CHURCH STREET STATION :
NEW YORK, NY 10008-0770 MAILED
JUL 19 2011
OFFICE OF PETITIONS

In re Application of

Arthur ASHMAN, et al. :

Application No. 11/584,735 : DECISION ON PETITION
Filed: October 19, 2006 :

Attorney Docket No. 01527/1201461-US1

This is a decision on the petition under 37 CFR 1.181, filed January 19, 2011, requesting
withdrawal of the holding of abandonment in the above-identified application. This is
also a decision on the petition under the unintentional provisions of 37 CFR 1.137(b)
concurrently filed January 19, 2011

It is not apparent whether the person signing the statement of unintentfional delay was
in a position to have firsthand or direct knowledge of the facts and circumstances of
the delay at issue. Nevertheless, such statement is being treated as having been made
as the result of a reasonable inquiry into the facts and circumstances of such delay.
See 37 CFR 10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice,
62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
(October 21, 1997). In the event that such an inquiry has not been made, petitioner
must make such an inquiry. If such inquiry results in the discovery that it is not correct
that the entire delay in filing the required reply from the due date for the reply until the
filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner
must notify the Office.

The petition under 37 CFR 1.137(b) is GRANTED.
The petition under 37 CFR 1.181 is hereby DISMISSED as moot.

The application became abandoned for failure to timely file a reply within the meaning
of 37 CFR 1.113 to the final Office action of July 15, 2010. The proposed reply required
for consideration of a petition to revive must be a Notice of Appeal (and appeal fee
required by 37 CFR 41.20(b)(2), an amendment that prima facie places the application
in condition for allowance, a Request for Continued Examination and submission (37
CFR 1.114), or the filing of a continuing application under 37 CFR 1.53(b). See MPEP



Application No. 11/584,735 Page 2

711.03(c)(IN){A){2). No extensions of time pursuant to the provisions of 37 CFR 1.136(a)
were obtained. Accordingly, the date of abandonment of this application is October
16, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of a Request for Continued Examination (RCE) and fee of $405,
and the submission required by 37 CFR 1.114; (2) the petition fee of $810; and (3) a
proper statement of unintentional delay.

There is no indication that the person signing the petition was ever given a power of
attorney to prosecute the application. If the person signing the petition desires to
receive future correspondence regarding this application, the appropriate power of
attorney document must be submitted. While a courtesy copy of this decision is being
mailed to the person signing the petition, all future correspondence will be directed to
the address currently of record until appropriate instructions are received.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the
maximum extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631
(Comm'r Pats. 1988). Since the $555 extension of time fee submitted with the petition
on January 19, 2011 was subsequent to the maximum extendable period for reply, this
fee is unnecessary and will be credited to petitioner's deposit account.

Telephone inquiries concerning this decision should be directed to Monica A. Graves at
(571) 272-7253.

This application is being referred to Technology Center AU 1767 for processing of the
RCE and for appropriate action by the Examiner in the normal course of business on the
amendment submitted in accordance with 37 CFR 1.114.

! Lo (), -

Thurman K. Page
Petitions Examiner
Office of Petitions

cc:  MANEESH GULATI
MCCARTER & ENGLISH, LLP
265 FRANKLIN STREET
BOSTON, MA 02110



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USp10.g0V

r APPLICATION NO. r FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. J CONFIRMATION NO. ]
"11/584,776 10/20/2006 Edwin L. Madison 3800003.00005 / 4903 5286
77202 7590 01/25/2011 I’
EXAMINER
K&L Gates LLP J
3580 Carmel Mountain Road SWOPE, SHERIDAN
Suite 200
San Diego, CA 92130 I ART UNIT ] PAPER NUMBER J
b
1652
[ MAIL DATE ] DELIVERY MODE l
01/25/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND
TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office

JAN 2 5 2011 P.0. Box 1450
Alexandria, VA 22313-1450

K&L Gates LLP www.uspto.gov

3580 Carmel Mountain Road
Suite 200
San Diego CA 92130

In re Application of:
Madison et al.

Serial No.: 11/584,776
Filed: October 20, 2006

Attorney Docket No: 3800003.00005 / 4903 PETITION DECISION

This is in response to the petition filed on January 13, 2011 under 3 7 CFR 1.181 to correct the
misclassification of submitted Information Disclosure Statements. Specifically, applicants
request correction of the classification in PAIR of the Information Disclosure Statements
submitted on April 9, 2009; July 30, 2009; and January 5, 2011 in connection with the above-
referenced application and consideration by the Examiner of the documents and information
contained therein.

Applicants argue the “Information Disclosure Statements were submitted in connection with the
above-captioned application on April 9, 2009; July 30, 2009; and January 5, 2011. Each
Information Disclosure Statement was prepared in accordance with 37 C.F.R 1.97 and 1.98. As
required under 37 C.F.R 1.98, each Information Disclosure Statement contained 1) a list of all
patents, publications, applications, or other information submitted for consideration by the
Office, including a column that provides a space next to each document to be considered, for the
examiner's initials and a heading that clearly indicates that the list is an Information Disclosure
Statement; and 2) legible copies of all items listed. The items either were in English or a
translation was provided. A copy of the misclassified Information Disclosure Statements filed on
April 9, 2009; July 30, 2009; and January 5, 2011 is attached.

The submitted Information Disclosure Statement included a tabular Form PTO-1449,

which was classified as an "IDS," and a written disclosure of information. In each instance, the
written disclosure of information was misclassified in PAIR as a "Transmittal Letter" (April 9,
2009, "Transmittal Letter" of 4 pages; July 30, 2009, "Transmittal Letter" of 4 pages; and
January 5, 2011, "Transmittal Letter" of 2 pages). Consequently the information contained
therein may not be considered or reviewed by the Examiner.”



-

Applicants’ argument has been accorded careful consideration and is persuasive. PAIR will be
corrected to reflect the misclassification of the submitted Information Disclosure Statements of
April 9, 2009; July 30, 2009; and January 5, 2011.

DECISION
The petition is GRANTED.
Should there be any questions about this decision please contact Marianne C. Seidel, by letter

addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600 !



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

NIXON & VANDERHYE, PC AILED
901 NORTH GLEBE ROAD, 11" FLOOR AUG 16 2010
ARLINGTON VA 22203

OFFICE OF PETITIONS

In re Patent No. 7,703,322

Issue Date: April 27,2010 : :
Application No. 11/584,787 . DECISION ON PETITION
Filed: October 23, 2006 :

Attorney Docket No. 2018-1514

P

This is a decision on the communication filed May 28, 2010. This is also a decision on the petition under
37 CFR 1.182, filed May 21, 2010, requesting issuance of a duplicate Letters Patent for the above-
identified patent.

The petition under 37 CFR 1.182 is DISMISSED as Moot.

The petition under 37 CFR 1.182 for issuance of a duplicate Letters Patent is dismissed in view of the
communication filed May 28, 2010, requesting that the petition for duplicate letters patent be withdrawn
because applicant received the original letters patent on May 26, 2010.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-3208.

/KOC/ _
Karen Creasy
Petitions Examiner
Office of Petitions

United States Patent and Trademark Office -



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

May 2, 2011

SALIWANCHIK, LLOYD & EISENSCHENK
A PROFESSIONAL ASSOCIATION

P.O. BOX 142950

GAINSVILLE FL 32614-2950

In re Application of :

Patti C. Crawford et al. : DECISION ON PETITION
Application No. 11584818 :

Filed: 10/19/2006 : ACCEPTANCE OF COLOR
Attorney Docket No. UF.445XC2 : DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) December 19, 2006.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings.

The petition was accompanied by all of the required fees and drawings. The specnﬁcatlon
contains the appropriate language. Therefore the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Don Fairchild/
Office of Data Management
Publications Branch



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

PAUL W. MARTIN
NCR CORPORATION, LAW DEPT.
3097 SATELLITE BLVD., 2"° FLOOR MAILED
DULUTH GA 30096
NOV 22 2011
OFFICE OF PETITIONS

In re Application-of

BARBER, et al : ’

Application No. 11/584,865 ' :  DECISION ON PETITION
Filed: October 23, 2006 :

Docket No. 15216-D01

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed November
3, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office action
mailed, September 28, 2010, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application
became abandoned on December 29, 2010. A Notice of Abandonment was mailed April 14, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of an amendment, (2) the petition fee of $1860; and (3) and the required statement of
unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-6735.
All other inquiries should be directed to the Technology Center at (571) 272-3600.

This application is being referred to Technology Center AU 3627 for appropriate action by the Examiner
in the normal course of business. '

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

K&L Gates LLP

IP Docketing
630 Hansen Way
Palo Alto CA 94304 MAILED
SEP 27 2010
OFFICE OF PETITIONS

In re Application of

D.J. Perng et al. :

Application No. 11/585,011 :  DECISION ON PETITION
Filed: October 23, 2006 :

Attorney Docket No. TSMC2006-0354

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed September 1, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to submit a substitute oath or declaration
in a timely manner in reply to the Notice to File Corrected Application Papers — Notice of
Allowance Mailed (Notice), mailed May 11, 2010, which set a period for reply of one (1)
month. Accordingly, this application became abandoned on June 12, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of an oath or declaration and surharge (2) the petition fee of
$1,620; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to JoAnne Burke at
571-272-4584.

This application is being referred to the Office of Data management for appropriate
action in the normal course of business on the reply received.

/JoAnne Burke/
JoAnne Burke
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

- www.uspto.gov

MAILED

MUNCY, GEISSLER, OLDS & LOWE, PLLC |
4000 LEGATO ROAD 0cT 08 2Q10
SUITE 310 , OF PETITIONS
FAIRFAX, VA 22033 : OFFCE 0

Patent No. 7,487,801

Application No. 11/585,131 :

Filed: October 24, 2006 ' : NOTICE
Issued: February 10, 2009 :

Attorney Docket No. 3914-0120PUS1

E}I?IS{ ils g gxotice regarding your request for acceptance of a fee deficiency submission under 37

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to
imply that an investigation was done. : ,

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this
patent must be paid at the large entity rate.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change o% address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.

Inquiries related to this communication should be directed to the undersigned at (571) 272-6059.

4

licia Kelley
Petitions Examiner
Office of Petitions

cc: JAMES HELLWEGE
MUNCY, GEISSLER, OLDS & LOWE, PLLC
P O BOX 1364
FAIRFAX, VA 22038




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES

DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.0. Box 1450
Alexandria, Virginia 22313-1450
WWW.USPLO.gOV

I APPLICATION NO. l FILING DATE

FIRST NAMED INVENTOR

IATTORNEY DOCKET NOA[ CONFIRMATION NO. I

11/585,143 10/24/2006

7590

FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER

LLP

901 NEW YORK AVENUE, NW
WASHINGTON, DC 20001-4413

Kazuhiro Sumi

04329.4020-00000 6610
| EXAMINER ]
VU, HUY DUY
r ART UNIT | PAPER NUMBER J
2461
| MAIL DATE | DELIVERY MODE I
09/03/2010 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid

search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are

hereby refunded.

Telephone jnquiries should be directed to the Office of Data Management at (571) 272-4200.

FORM PET651G (Rev. 08/07)

Paten Publicatiog/Branch
Officefof Data Management
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Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Att Docket

Number - 8017-1205 Patent Number: 7 567 D57
Filing Date Issue Date:

(or 371(b) or (f) Date): 24-QOct-2006 23-Feb-2010
First Named

Inventor: ”JIMA, Shlnpel

Tite: GAPACITOR AND PROCESS FOR MANUFACTURING THE SAME

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signature /B€N0OIt Castel/ nate  August 18, 2010

Name Benoit Castel

(Print/ Typed) Registration Number 35041

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

*Totalof_'______ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for:
REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT

IN VIEW OF WYETH*
(Not to be Submitted to the USPTO)

This form is only for requesting a recalculation of PTA for patents issued
before March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s
pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A).

This form must be filed within 180 days of the day the patent was granted, with the
following exception:

Patentees who received a decision from the USPTO under the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) may file a request for reconsideration of that decision if
such a request for reconsideration is filed within two months of the date of the decision (37
CFR 1.181(f)). If the patentee’s sole basis for requesting reconsideration of the decision is the
USPTO’s pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A), the request for reconsideration
need only state that reconsideration is being requested in view of Wyeth (this form may be
used for this purpose if it is filed within two months of the date of the decision from the
USPTO).

Do not use this form if the application has been allowed, but not yet issued as a
patent.

1. For patents issued before March 2, 2010: A request for reconsideration under 37 CFR
1.705(d) and the fee set forth in 37 CFR 1.18(e) are not required, provided that the patentee’s
sole basis for requesting recalculation of the PTA in the patent is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) and this form is filed within 180 days of the day the patent
was granted.

2. For patents issued on or after March 2, 2010 (do not use this form): Patentees seeking a
revised PTA in a patent issued on or after March 2, 2010, must file a request for reconsideration
under 37 CFR 1.705(d) that complies with the requirements of 37 CFR 1.705(b)(1) and (b)(2)
within two months of the day the patent issued.

For more information, see “Notice Concerning Calculation of the Patent Term Adjustment

With Respect to the Overlapping Delay Provision of 35 U.S.C. 154(b)(2)(A)” available on the
USPTO Web site at http://www.uspto.gov/patents/law/notices/2010.jsp.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

3. Arecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

YOUNG & THOMPSON Mail Date: 08/25/2010
209 Madison Street

Suite 500
Alexandria, VA 22314

Applicant : Shinpei Iijima : DECISION ON REQUEST FOR

Patent Number : 7667257 : RECALCULATION of PATENT

Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/585,203 : OF WYETH AND NOTICE OF INTENT TO
Filed :

10/24/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 591 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

Kilpatrick Townsend & Stockton LLP APR 1 72011
Adobe Systems, Inc. 58083 - o

1100 Peachtree Street . OFFCEOF PETITIONS.
Suite 2800

Atlanta GA 30309-4530

In re Application of
Soenke Schnepel et al. :
Application No. 11/585,289 : DECISION ON PETITION

Filed: October 23, 2006 : UNDER 37 CFR 1. 137(b)
Attorney Docket No. ADOO6- :
023(B371)

This is a decision on the petition, filed March 14, 2011, which is being treated
as a petition under 37 CFR 1.137(b) to revive the instant nonprovisional
application for failure to timely notify the U.S. Patent and Trademark Office
(USPTO) of the filing of an application in a foreign country, or under a
multinational treaty that requires publication of apphcatlons eighteen months
after filing. See 37 CFR 1.137(f).

The petition is DISMISSED.

Petitioner states that the instant nonprovisional application is the subject of an
application filed in an eighteen-month publication country on February 16,
2007. However, the USPTO was unintentionally not notified of this filing within
45 days subsequent to the ﬁhng of the subject application in an eighteen-
month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C.
§ 122(b)(2)(B)(iii) and 37 CFR 1.213(c) for failure to timely notify the Office of
the filing of an application in a foreign country or under a multilateral
international agreement that requires publication of applications 18 months
after filing.



Application No. 11/585,289 Page 2

A review of the file record discloses that on October 23, 2006, petitioner
submitted a nonpublication request under 35 U.S.C. 122(b). On March 14,
2011, petitioner submitted a Notification of Foreign Filing Pursuant to 37 CFR
1.213(b) indicating rescission of the previous nonpublication request, however,
the required statement “I hereby rescind the previous nonpublication request”
was omitted. Accordingly, the petition cannot be considered at this time. A
PTO/SB/36 Rescission of Previous Nonpublication Request form has been
enclosed for petitioner’s convenience.

Any request for reconsideration of this decision must be submitted within TWO
(2) MONTHS from the mail date of this decision. Extensions of time under 37
CFR 1.136(a) are permitted. The reconsideration request should include a
cover letter entitled “Renewed Petition under 37 CFR 1.137(b).” This is not a
final agency action within the meaning of 5 U.S.C. § 704.

Further correspondence with respect to this matter should be addressed as
follows: '

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
' Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inquiries concerning this decision should be directed to JoAnne
Burke at (571) 272-4584.

nne rke
Petitions Examiner
Office of Petitions

ATTACHMENT: PTO/SB/36 Rescission of Previous Nonpublication Request Form



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www uspto.gov

Kilpatrick Townsend & Stockton LLP MA"—ED
Adobe Systems, Inc. 58083 MAY 1 g 2011
1100 Peachtree Street

Suite 2800 QFFICE OF PETITIONS

Atlanta GA 30309-4530

In re Application of
Soenke Schnepel et al. o
Application No. 11/585,289 : DECISION ON PETITION

Filed: October 23, 2006 : UNDER 37 CFR 1.137(b)
Attorney Docket No. ADOO6- :
023(B371)

This is a decision on the renewed petition, filed May 10, 2011, which is being
treated as a petition under 37 CFR 1.137(b) to revive the instant nonprovisional
application for failure to timely notify the U.S. Patent and Trademark Office
(USPTO) of the filing of an application in a foreign country, or under a .
multinational treaty that requires publication of applications eighteen months
after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an
application filed in an eighteen-month publication country on February 16,
2007. However, the USPTO was unintentionally not notified of this filing within
45 days subsequent to the filing of the subject application in an eighteen-
month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C.
§ 122(b)(2)(B)(iii) and 37 CFR 1.213(c) for failure to timely notify the Office of
the filing of an application in a foreign country or under a multilateral
international agreement that requires publication of applications 18 months
after filing.



Application No. 11/585,289 ' Page 2

A petition to revive an application abandoned pursuant to 35 U.S.C.
122(b)(2)(B)(iii) for failure to notify the USPTO of a foreign filing must be -
accompanied by:

(1) the required reply which is met by the notification of such filing
in a foreign country or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply
from the due date of the reply until the filing of a grantable
petition was unintentional.

The instant petition has been found to be in compliance with 37 CFR 1.137(b).
Accordingly, the failure to timely notify the USPTO of a foreign or international
filing within 45 days after the date of filing of such foreign or international
application as provided by 35 U.S.C. § 122(b)(2)(B)(iii) and 37 CFR 1.213(c) is
accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has
been rescinded. A Notice Regarding Rescission of Nonpublication Request
which sets forth the projected publication date of August 25, 2011,
accompanies this decision on petition.

Telephone inquiries concerning this decision should be directed to JoAnne
Burke at (571) 272-4584.

This application is being forward to Office of Data Management for normal
course of business. -

etitions Examiner
Office of Petitions

ATTACHMENT: Notice Regarding Rescission of Nonpublication Request



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW,USPLO. GOV

ﬁ APPLICATION NUMBER [ FILING OR 371(C) DATE [ FIRST NAMED APPLICANT ] ATTY. DOCKET NO./TITLE ]
11/585,289 10/23/2006 Soenke Schnepel ADO006-023(B371)
CONFIRMATION NO. 7006
72058 ' NONPUBLICATION RESCISSION
Kilpatrick Townsend & Stockton LLP LETTER

Adobe Systems, Inc. 58083

1100 Posarres Sweo e

Suite 2800
Atlanta, GA 30309-4530

Date Mailed: 05/18/2011

Communication Regarding Rescission Of
Nonpublication Request and/or Notice of Foreign Filing

Applicant's rescission of the previously-filed nonpublication request and/or notice of foreign filing is acknowledged.
The paper has been reflected in the Patent and Trademark Office's (USPTO's) computer records so that the
earliest possible projected publication date can be assigned.

The projected publication date is 08/25/2011.

If applicant rescinded the nonpublication request before or on the date of "foreign filing," then no notice of foreign
filing is required.

If applicant foreign filed the application after filing the above application and before filing the rescission,
and the rescission did not also include a notice of foreign filing, then a notice of foreign filing (not merely a
rescission) is required to be filed within 45 days of the date of foreign filing. See 35 U.S.C. § 122(b)(2)(B)(iii), and

Clarification_of the United States Patent and Trademark Office’s Interpretation of the Provisions of 35 U.S.C. §
122(b)(2)(B)(ii)-(iv), 1272 Off. Gaz. Pat. Office 22 (July 1, 2003). ’

If a notice of foreign filing is required and is not filed within 45 days of the date of foreign filing, then the
application becomes abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii). In this situation, applicant should either

file a petition to revive or notify the Office that the application is abandoned. See 37 CFR 1.137(f). Any such
petition to revive will be forwarded to the Office of Petitions for a decision. Note that the filing of the petition will
not operate to stay any period of reply that may be running-against the application.

Questions regarding petitioné to revive should be directed to the Office of Petitions at (571) 272-3282.

' Note, for purpose of this notice, that "foreign filing" means "filing an application directed to the same invention in another
country, or under a multilateral international agreement, that requires publication of applications 18 months after filing".

Jjlburke/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov -

MAILED

Kilpatrick Townsend & Stockton LLP

Adobe Systems, Inc. 58083 | CFF’JUN 012011
1100 Peachtree Street "ICE OF pey;
Suite 2800 Tions
Atlanta GA 30309-4530

In re Patent No. 7,631,260

Issue Date: December 8, 2009 :

Application No. 11/585,326 : ON PETITION
Filed: October 23, 2006 :

Attorney Docket No. ADO06-028(B379)

This is a decision on the petition, filed April 11, 2011, a petition under 37 CFR 1.137(b) to-
revive the instant nonprovisional application for failure to timely notify the U.S. Patent and
Trademark (USPTO) of the filing of an application in a foreign country, or under a multinational
treaty that requires publication of applications eighteen months after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in
an eighteen-month publication country on October 23, 2007. However, the USPTO was
unintentionally not notified of this filing within 45 days subsequent to the filing of the subject
application in an eighteen-month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. § 22(b)(2)(B)(iii)
and 37 CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a
foreign country or under a multilateral international agreement that requires publication of
applications 18 months after filing. '
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A petition to revive an application abandoned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure
to notify the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a foreign
country or under a multinational treaty; ' '

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due date
of the reply until the filing of a grantable petition was unintentional.

The instant petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the
failure to timely notify the USPTO of a foreign or international filing within 45 days after the
date of filing of such foreign or international application as provided by 35 U.S.C. §
122(b)(2)(B)(iii) and 37 CFR 1.213(c) is accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has been rescinded. A
Notice Regarding Rescission of Nonpublication Request which sets forth the projected

publication date of September 1, 2011 accompanies this decision on petition.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618. '

This application is being forwarded to Files Respository.

/Kimberly Inabinet/
Kimberly Inabinet

Petitions Examiner
Office of Petitions

ATTACHMENT: . Notice Regarding Rescission of Nonpublication Request



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Almnd.rm,\ﬁlpm 22313-1450

www.uspto
r APPLICATION NUMBER L FILING OR 371(C) DATE ] FIRST NAMED APPLICANT | - ATTY. DOCKET NO/TITLE ]
11/585,326 10/23/2006 Brian Riggs ADO06-028(B379)
CONFIRMATION NO. 6007
72058 NONPUBLICATION RESCISSION
Kilpatrick Townsend & Stockton LLP LETTER

Adobe Systems, Inc. 58083

1500 Posires Suee A

Suite 2800
Atlanta, GA 30309-4530

Date Mailed: 05/23/2011

Communication Regarding Rescission Of
Nonpublication Request and/or Notice of Foreign Filing

Applicant's rescission of the previously-filed nonpublication request and/or notice of foreign filing is acknowledged.
The paper has been reflected in the Patent and Trademark Office's (USPTO's) computer records so that the
earliest possible projected publication date can be assigned. .

.The projected publication date is 09/01/2011.

If applicant rescinded the nonpublication request before or on the date of "foreign fi Img,"1 then no notice of foreign
filing is required.

If applicant foreign filed the application after filing the above application and before filing the rescission,
and the rescission did not also include a notice of foreign filing, then a notice of foreign filing (not merely a
rescission) is required to be filed within 45 days of the date of foreign filing. See 35 U.S.C. § 122(b)(2)(B)(iii), and

Clarification of the United States Patent and Trademark Office's Interpretation of the Provisions of 35 U.S.C. §
122(b)}(2)}(B)ii)-(iv), 1272 Off. Gaz. Pat. Office 22 (July 1, 2003).

If a notice of foreign filing is required and is not filed within 45 days of the date of foreign filing, then the
application becomes abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii). In this situation, applicant should either
file a petition to revive or notify the Office that the application is abandoned. See 37 CFR 1.137(f). Any such
petition to revive will be forwarded to the Office of Petitions for a decision. Note that the filing of the petition will
not operate to stay any period of reply that may be running against the application.

Questions regarding petitions to revive should be directed to the Office of Petitions at (571) 272-3282.

! Note, for purpose of this notice, that "foreign filing" means "filing an application directed to the same invention in another
country, or under a multilateral international agreement, that requires publication of applications 18 months after filing".

/kainabinet/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 10of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
. P.O. Box 1450
Alexandria, VA 22313-1450

www.uspto.gov

MAILED

Kinney & Lange, P.A.

c/o CPA Global FEB 10-2012
P.O. Box 52050

Minneapolis MN 55402 OFFICE OF PETITIONS
In re Application of

James et al. o . o

Application No.: 11/585439 . DECISION ON

Filing or 371(c) Date: 10/24/2006 : PETITION

Attorney Docket Number: U73.12-0045

This is a decision in response to the petition to withdraw the holding of abandonment based upon
failure to receive an Office action, filed January 13, 2012. The petition is properly treated under
37 CFR 1.181.

This Petition is hereby dismissed.

Any further petition must be submitted within TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are permitted. Any reconsideration request
should include a cover letter entitled “Renewed Petition under [insert the applicable code
section].” This is not final agency action within the meaning of 5 U.S.C. § 704.

The above-identified application became abandoned for failure to timely and properly reply to
the non-final Office action, mailed May 11, 2011. The Notice set a three (3) month period for
reply. No extensions of time were available. No reply having been received, the application
became abandoned on August 12; 2011. A Notice of Abandonment was mailed November 22,
2011. ’

Petition under 37 CFR 1.181

Petitioner herein, the law firm of Kinney & Lange, P.A., files the present petition and asserts that
the Office action was never received. In support of this assertion, Petitioner provides that Office
actions are received at the correspondence address of record, that of CPA Global, and transmitted
electronically via a cloud based Foundation IP System. Petitioner provides further that if the
Office action had been received, information would have been entered in CPA’s Global
Docketing System, the Foundation IP system, and Kinney and Lange’s docketing system.
Petitioner attaches exhibits — one entitled “PETITION TO WITHDRAW HOLDING - additional
sheets,” and a second entitled “MASTER FILE REPORT” - and notes that client names have
been redacted, and that the Office action was not entered into any of these systems. Petitioner
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provides further that according to CPA Global, the Office action was not received at the
correspondence address, and it was also not received at Kinney & Lange’s business address.

Applicable Law, Rules and MPEP -

The MPEP 711.03(c)A, Petition To Wlthdraw Holding of Abandonment Based on Failure To
Receive Office Action, prov1des

In Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971), the court decided that the
Office should mail a new Notice of Allowance in view of the evidence presented
in support of the contention that the applicant’s representative did not receive the
original Notice of Allowance. Under the reasoning of Delgar, an allegation that an
Office action was never received may be considered in a petition to withdraw the
holding of abandonment. If adequately supported, the Office may grant the
petition to withdraw the holding of abandonment and remail the Office action.
That is, the reasoning of Delgar is applicable regardless of whether an application
is held abandoned for failure to timely pay the issue fee (35 U.S.C. 151) or for
failure to prosecute (35 U.S.C. 133). To minimize costs and burdens to
practitioners and the Office, the Office has modified the showing required to
establish nonreceipt of an Office action. The showing required to establish
nonreceipt of an Office communication must include a statement from the
practitioner describing the system used for recording an Office action received at
the correspondence address of record with the USPTO. The statement should
establish that the docketing system is sufficiently reliable. It is expected that the
record would include, but not'be limited to, the application number, attorney
docket number, the mail: date of the Office action and the due date for the
response. Practitioner must state that the Office action was not received at the
correspondence address of record,.and that a search of the practitioner’s record(s),
including any file jacket or the equivalent, and the application contents, indicates
that the Office action was not received. A copy of the record(s) used by the
practitioner where the non-received Office action would have been entered had it
been received is required. A copy of the practitioner’s record(s) required to show
non-receipt of the Office action should include the master docket for the firm.
That is, if a three month: period for reply was set in the nonreceived Office action,
a copy of the master docket report showing all replies docketed for a date three
months from the mail date of the nonreceived Office action must be submitted as
documentary proof of nonreceipt of the Office action. If no such master docket
exists, the practitioner should so state and provide other evidence such as, but not
limited to, the following: the application file jacket; incoming mail log; calendar;
reminder system; or the individual docket record for the application in question.
The showing outlined above may not be sufficient if there are circumstances that
point to a conclusion that the Office action may have been lost after receipt rather
than a conclusion that the Office action was lost in the mail (e.g., if the
practitioner has a history-of not receiving Office actions). (Emphasis supplied)

MPEP 711.03(c)
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Analysis

Applicant has failed to demonstrate that the Notice was not received. In support of the petition,
Petitioner attaches exhibits and-notes that-client names have been redacted, and that the Office
action was not entered into any of these systems; however, Petitioner does not provide
identification of the owner of the.systéms — Kinney & Lange or CPA Global? As Petitioner
notes, the correspondence address of record is that of CPA Global. In order to grant a petition to
withdraw the holding of abandonment based upon non-receipt of an Office action, petitioner
must demonstrate that the Office action was not received at the correspondence address of
record. Further to this, the statement describing the system used for recording an Office action
received at the correspondence address of record with this Office must be from a person with
firsthand knowledge of the system used for docketing. In this instance, petitioner herein, Kinney
& Lange, is not the correspondence address of record and does not aver firsthand knowledge of
non-receipt of the Office action or of the system used for docketing. A statement — based upon
firsthand knowledge - describing the system used for recording the Office action received at the
correspondence address of record with the USPTO. Here, the practitioner is not in a position to
provide a statement based upon firsthand knowledge, that the Office action was not received at
the correspondence address of record.:

In addition, a copy of the master docket record showing all replies docketed for a date three (3)
months from the mail date of the Office action, is required. If no master docket exists, the
practitioner should so state and provide other evidence such as, but not limited to, the following:
the application file:jacket; incoming mail log; calendar; reminder system; or the individual
docket record for the application:in question.

The petition is dismissed without prejudice. Applicant should file a Request for Reconsideration
of Petition and include the necessary statement(s), copies of docket records and/or file jacket.

Alternate venue

Applicant is strongly urged to file a petition stating that the delay was unintentional. Public Law
97 247, § 3, 96 Stat. 317 (1982), which revised patent and trademark fees, amended 35 U.S.C. §
41(a)(7) to provide for the revival of an “unintentionally” abandoned application without a
showing that the delay in was “unavoidable.” An “unintentional” petition under 37 CFR
1.137(b) must be accompamed by the requlred fee.

The filing of a petition under 37 CFR 1 137(b) cannot be intentionally delayed and therefore
must be filed promptly. A person seeking revival due to unintentional delay cannot make a
statement that the delay was unintentional unless the entire delay, including the delay from the
date it was discovered that the application was abandoned until the filing of the petition to revive
under 37 CFR 1.137(b), was unintentional. A statement that the delay was unintentional is not

appropriate if petitioner 1ntent10nally delayed the filing of a petition for revive under 37 CFR
1.137(b).

Further correspondence with respect.to this matter should be addressed as follows:
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By mail: - ',D‘i.rectgir;,-f(‘);_,r;P;tcntsj o
- PO Box 1450 .
. Alexandria, VA 22313-1450

By FAX: ~ (571)273-8300
Attn: Office of Petitions

By hand: . Customer Service Window
' Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this matter should be directed to the undersigned at (571) 272-
3232. )

/DLW/

Derek L. Woods
Attorney ,
Office of Petitions
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Kinney & Lange, P.A.

c/o CPA Global

P.O. Box 52050

Minneapolis MN 55402 MAILED

ABR 13 W12

OFFICE OF PETITIONS

In re Application of

James et al. R :

Application No.: 11/585439 : DECISION ON

Filing or 371(c) Date: 10/24/2006 : PETITION

Attorney Docket Number: U73.12-0045

This is a decision in response to the renewed petition to withdraw the holding of abandonment
under 37 CFR 1.137(a) based upon failure to receive an Office action, filed March 28, 2012. The
renewed petition is properly treated under 37 CFR 1.181(a)(no fee).

This Petition is hereby dismissed.

Any further petition must be submitted within TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are permitted. Any reconsideration request
should include a cover letter entitled “Renewed Petition under [insert the applicable code
section].” This is not final agency action within the meaning of 5 U.S.C. § 704.

The above-identified application became abandoned for failure to timely and properly reply to
the non-final Office action, mailed May 11, 2011. The Notice set a three (3) month period for
reply. No extensions of time were available. No reply having been received, the application
became abandoned on August 12, 2011. A Notice of Abandonment was mailed November 22,
2011.

January 13, 2012 Petition under 37 CFR 1;181

- Petitioner herein, the law firm of Kinney & Lange, P.A., filed a petition on January 13, 2012, and
asserted that the Office action was never received. In support of this assertion, Petitioner
provided that Office actions are received at the correspondence address of record, that of CPA
Global, and transmitted electronically via a cloud based Foundation IP System. Petitioner
provided further that if the Office action had been received, information would have been
entered in CPA’s Global Docketing System, the Foundation IP system, and Kinney and Lange’s
docketing system. Petitioner attached exhibits — one entitled “PETITION TO WITHDRAW
HOLDING - additional sheets,” and a second entitled “MASTER FILE REPORT” - and noted
that client names have been redacted, and that the Office action was not entered into any of these
systems. Petitioner further provided that according to CPA Global, the Office action was not
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received at the correspondence address, and it was also not received at Kinney & Lange’s
business address. ‘

The February 10, 2012 decision dismissing petition

The petition was dismissed in a Decision mailed February 12, 2012. The decision dismissing the
petition informed petitioner that in order to grant a petition to withdraw the holding of
abandonment based upon non- recelpt of an Office action, petitioner must demonstrate that the
Office action was not received at the correspondence address of record. Further to this, the
statement describing the system. used for recording an Office action received at the
correspondence address of record with this Office must be from a person with firsthand
knowledge of the system used for docketing. In this instance, petitioner herein, Kinney & Lange,
was not the correspondence address of record and did not aver firsthand knowledge of non-
receipt of the Office action or of the system used for docketing. A statement — based upon
firsthand knowledge - describing the system used for recording the Office action received at the
correspondence address of record with the USPTO was required. Here, the practitioner was not
in a position to provide a statement based upon firsthand knowledge, that the Office action was
not received at the correspondence address of record.

In addition, a copy of the master docket record showing all replies docketed for a date three (3)
months from the mail date of the Office action, was required. Petitioner was advised that if no
master docket exists, the practitioner should so state and provide other evidence such as, but not
limited to, the following: the application file jacket; incoming mail log; calendar; reminder
system; or the individual docket record for the application in question.

The present renewed petition

Petitioner files the present renewed petition and a statement based upon firsthand knowledge
from an employee at CPA Global describing the system used for recording the Office action
received at the correspondence:-address of record.

Petitioner-also includes a copy of the docket record for the present application, along with a
summary of all mail received at the correspondence address for Kinney & Lange, P.A. in the

relevant time period.

Applicable Law. Rules and MPEP-

The MPEP 711.03(c)A, Petition To Withdraw Holding of Abandonment Based on Failure To
Receive Office Action, provides.

In Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971), the court decided that the
Office should mail a new Notice of Allowance in view of the evidence presented
in support of the contention that the applicant’s representative did not receive the
original Notice of Allowance. Under the reasoning of Delgar, an allegation that an
. Office action was never received may be considered in a petition to withdraw the
holding of abandonment. If adequately supported, the Office may grant the
petition to withdraw the holding of abandonment and remail the Office action.
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That is, the reasoning of Delgar is applicable regardless of whether an application
is held abandoned for failure to timely pay the issue fee (35 U.S.C. 151) or for
failure to prosecute (35 U.S.C. 133). To minimize costs and burdens to
practitioners and the Office, the Office has modified the showing required to
establish nonreceipt of an Office action. The showing required to establish
nonreceipt of an Office communication must include a statement from the
practitioner describing the system used for recording an Office action received at
the correspondence address of record with the USPTOQ. The statement should
establish that the docketing system is sufficiently reliable. It is expected that the
record would include, but not be limited to, the application number, attorney
docket number, the mail date of the Office action and the due date for the
response. Practitioner must state that the Office action was not received at the
correspondence address of record, and that a search of the practitioner’s record(s),
including any file jacket or the equivalent, and the application contents, indicates
that the Office action was not received. A copy of the record(s) used by the
practitioner where the non-received Office action would have been entered had it
been received is required. A copy of the practitioner’s record(s) required to show
non-receipt of the Office action should include the master docket for the firm.
That is, if a three month period for reply was set in the nonreceived Office action,
a copy of the master docket report showing all replies docketed for a date three
months from the mail date of the nonreceived Office action must be submitted as
documentary proof of nonreceipt of the Office action. If no such master docket
exists, the practitioner should so state and provide other evidence such as, but not
limited to, the following: the application file jacket; incoming mail log; calendar;
reminder.system; or the individual docket record for the application in question.
The showing outlined above may not be sufficient if there are circumstances that
point to a conclusion that the Office action may have been lost after receipt rather
than a conclusion that the Office action was lost in the mail (e.g., if the
practitioner has a history of not receiving Office actions). (Emphasis supplied)

MPEP 711.03(c)

Analysis

Applicant has failed to demonstrate that the Notice was not received. In support of the petition,
Petitioner a summary-of all mail received at the correspondence address for Kinney & Lange,
P.A. in the relevant time period. However, what is required is a copy of the master docket record
showing all replies docketed for a date three (3) months from the mail date of the Office action,
is required. If no master docket exists, the practitioner should so state and provide other evidence
such as, but not limited to, the following: the application fil¢ jacket; incoming mail log; calendar;
reminder system; or the individual docket record for the application in question.

The petition is dismissed withoufprejudice. Applicant should file a Request for Reconsideration
of Petition and include the necessary copies of docket records and/or file jacket.
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Alternate venue .

Applicant is strongly urged to file a petition stating that the delay was unintentional. Public Law
97 247, § 3, 96 Stat. 317 (1982), which revised patent and trademark fees, amended 35 U.S.C. §
41(a)(7) to provide for the revival of an “unintentionally” abandoned application without a
showing that the delay in was “unavoidable.” An “unintentional” petition under 37 CFR
1.137(b) must be accompanied by the required fee.

The filing of a petition under 37 CFR 1.137(b) cannot be intentionally delayed and therefore
must be filed promptly. A person seeking revival due to unintentional delay cannot make a
statement that the delay was unintentional unless the entire delay, including the delay from the
date it was discovered that the application was abandoned until the filing of the petition to revive
under 37 CFR 1.137(b), was unintentional. A statement that the delay was unintentional is not
appropriate if petitioner intentionally delayed the filing of a petition for revive under 37 CFR
1.137(b).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Director for.Patents
. PO Box 1450 .- .
- Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window

Randolph Building

401 Dulany Street

Alexandria, VA 22314
Telephone inquiries concerning fhis matter should be directed to the undersignéd at (571) 272-
3232.

/DLW/
Derek L. Woods

Attorney
Office of Petitions
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Commissioner for Patents
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| MAILED
ROBERT SMYTH ) . :
MORGAN LEWIS & BOCKIUS LLP (WA)" S JUN 22 2011
1111 PENNSYLVANIA AVENUE NW '
WASHINGTON, DC 20004 PCT LEGAL ADMINISTRATION
In re Application of: : DECISION ON
SEARS et al :
Application No.: 11/585,521 ; PETITIONS
Filing Date: 23 October 2006 :
Atty Docket No.: 067345-5014 : UNDER
For: METHOD OF TREATING CLOSTRIDIUM :
DIFFICILE - ASSOCIATED DIARRHEA : 37 CFR § 1.78(a)(3) and (a)(6)

This is in response to applicants’ “PETITION PURSUANT TO 37 C.F.R. 1.78(a)(3)”
filed on 16 March 2011, which has been treated under 37 C.F.R. 1.78(a)(3) and 1.78(a)(6) to
accept unintentionally delayed claim of priority.

The petition is DISMISSED.

The present application was filed after November 29, 2000, and the claim herein for the
benefit of priority to the prior-filed international and provisional applications is submitted after
expiration of the period specified in 37 CFR 1.78(a)(2)(ii) and 1.78(a)(5)(ii). Therefore, thisis a
proper petition under 37 CFR 1.78(a)(3) and 1.78(a)(6).

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and
1.78(a)(6) is only applicable to those applications filed on or after November 29, 2000. Further,
the petition is appropriate only after the expiration of the period specified in 37 CFR §§
1.78(a)(2)(i1) and 1.78(a)(5)(ii). In addition, the petition under 37 CFR §§ 1.78(a)(3) and
1.78(a)(6) must be accompanied by:

(1) the reference required by 35 U.S.C. § 120 and 119(e) and 37 CFR
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless previously
submitted;

2) the surcharge set forth in § 1.17(t); and
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) a statement that the entire delay between the date the claim was due under 37
CFR 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the claim was filed was
unintentional. The Director may require additional information where there is a
question whether the delay was unintentional

The petition complies with the requirements of items (2),

For item (1), the amendment that accompanied the petition incorrectly indicates that
10/520,863 claims benefit of international application PCT/US2003/021977. 10/520,863 is the
national stage entry of PCT/US2003/021977 and not a separate application filing. The benefit
claim is therefore improper.

For item (3), while petitioner has provided a statement of unintentional delay, there is a
question whether the entire delay was unintentional. In the “Request For Correction of Filing
Receipt” filed on 14 April 2008, applicant requested deletion of, inter alia, priority claim to
10/520,863 and 60/399,956. This deletion suggests that applicant intended to remove the priority
claims to the above mentioned applications, which is contrary to the unintentional requirement
for this petition. Accordingly, applicant is required to provide an adequate showing to establish
that the entire delay was unintentional before the petition can be granted.

Therefore, having found that the instant petition for acceptance of unintentionally delayed
claims for the benefit of priority under 35 U.S.C. §119(e) and §120 to the prior-filed applications
failed to satisfies the conditions of 37 CFR 1.78(a)(3) and (a)(6), the petition is dismissed.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration

-

s

Shian Luong : Boris Milef
PCT Special Programs Examiner Senior PCT Legal Examiner
Office of PCT Legal Administration Office of PCT Legal Administration

Telephone: (571) 272-4557
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Commissioner for Patents
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MAILED

Nov 17 2011

OFFICE OF PETITIONS
JAG PATENT SERVICES LLC '
1901 OLD MIDDLEFIED WAY, SUITE 21
MOUNTAIN VIEW CA 94043
In re Application of
GAVNEY :
Application No. 11/585,528 :  DECISION ON PETITION

Filed: October 23, 2006
Attorney Docket No. JAG-00140

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
October 24, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Office
communication, mailed January 27, 2011, which set a period for reply of one (1) month or thirty
(30) days (whichever is later). No extensions of time under the provisions of 37 CFR 1.136(a)
were obtained. Accordingly, the application became abandoned on February 28, 2011. A Notice
of Abandonment was mailed August 30, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an election, (2) the petition fee of $930; and (3) the required statement of
unintentional delay.

The petition dated October 24, 2011, indicates a petition fee of $270 and an additional fee of $40
was charged. As of September 26, 2011, the petition fee as set forth under 37 CFR 1.17(m) is
$930 (small entity). As authorized, an additional fee of $620 will be charged to Deposit Account
No. 50-4546. ‘

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735.
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This application is being referred to Technology Center AU 3727 for appropriate action by the
Examiner in the normal course of business on the reply received October 24, 2011.

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions
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MAILED

APR 152011
PIONEER PATENT, LLC
P.0. BOX 128 | QFFICE OF PETITIONS
NORTHBROOK IL 60065-0128 '
In re Application of
LEVIN :
Application No. 11/585,580 ' DECISION ON PETITION

Filed: October 24, 2006
Docket No. BUB-SMOKE 20409

This is a decision on t